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THE ROCKY ROAD TOWARDS A EUROPEAN 
COMMON MARKET TRADEMARK? 


By Herbert David Klein* 


We shall attempt in this article to explore how the new com- 
petition within the Common Market affects the municipal substan- 
tive law of the six member states (Belgium, France, West Ger- 
many, Italy, Luxembourg and the Netherlands), especially insofar 
as it covers trademarks, and in this connection what will be the 
supra national law of the Common Market, if any. 


The Existing National Trademark Laws in the 
European Common Market 

What does a trademark do for a manufacturer or merchant? 
[t distinguishes his goods from those of his competitors, it serves 
as a guarantee of consistency of quality and it helps to advertise 
and sell his products.’ But what 7s a trademark? 

Under U.S. Law, the term “trademark” includes any word, 
name, symbol, or device or any combination thereof adopted and 
used by a manufacturer or merchant to identify his goods and 
distinguish them from those manufactured or sold by others.‘ 
This is a good definition which should be acceptable everywhere, 
but it is not. As late as August 1958, Committee No. 8, Interna 
tional Trademark Relations and Conventions, of the Section of 
Patent, Trademark and Copyright Law, reported to the Annnal 
Mecting of the American Bar Association in Los Angeles that the 
Association Internationale pour la Protection de la Propriété Indu 
strielle (A.I.P.P.I.) was making efforts to arrive at a definition 
of the word “trademark” which would meet all important needs, 
but that a concrete proposal, as yet, had not been developed.’ 
If the definition of our topical item is a doubtful one, what then 





t 800.4—oTHER STATUTES—FOREIGN LAW. 

* Member of the New York Bar; member of the American Bar Association and 
the Association of the Bar of the City of New York. 

1. U.S. TRADEMARK ASS’N, TRADEMARK MANAGEMENT 3 (1956). 
15 U.S.C. § 1127 (1958). 
1958 Committee Reports 72. 
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about the diversity of the legal systems on which it ought to be 
based? 

While basically the grant of a trademark is the statutory 
recognition of the owner’s right at least to deny the use of that 
mark to others (except by form of license), to reduce unfair com- 
petition and to guard the public against confusion by enabling 
them to exercise a choice of goods, Professor Derenberg* discerns 
three systems all over the world depending on how the right to a 
trademark is created: the German one which is followed, among 
others, by Austria, Japan and South American countries, and cov- 
ers about 60% of the world, with first registration as the criterion: 
the U.S. principle still based on the Common Law with the idea of 
priority of use so that only first use matters; and the British law 
followed by Australia, Canada, India and South Africa among 
the members of the British Commonwealth which requires no use 
at the time of registration as long as there is bona fide intention 
to use the mark within a certain time limit. Callmann, another 
international authority on trademarks and unfair competition,’ 


distinguishes four major systems: the German registration type, 


the U.S. unconditional use type, but separates the third into two 
branches, the British which he ealls a “modification of the absolute 
requirement of use with respect to the initial time”, and the French- 
Belgian-Dutch which he ealls a “combination of use and registra- 
tion as inter-related factors”, thus reflecting the gradual erosion 
of traditionally opposed systems with cross-currents of principles 
which become interchangeable. These three or four systems can 
he broken down basically along just two different lines of approach 
to the acquisition of trademark rights. The one, dominant in Anglo- 
American and some civil law systems, bases trademark rights on 
first appropriation and use in connection with a particular busi- 
ness; registration is merely declaratory of title without perfecting 
the right, and grants no more than the Common Law would also 
have recognized without registration. The other approach, used 
in Germany, Austria and the Nordic countries, bases the trademark 





4. Author of TRADE-MARK PROTECTION AND UNFAIR TRADING (1936), Professor of 
Law at New York University and Member of the New York Bar, in his graduate 
course on the Registration and Protection of Trademarks at New York University 
School of Law. 

5. Professor at the University of Cologne and Member of the New York Bar, in: 
Trademark Registration and Use—Comparative National Requirements, 1 LNT’L SEc. 
ABA BuLL. No. 2, pp. 16, 17 (1997). 





Vol. 51 TMR EUROPEAN COMMON MARKET TRADEMARK 209 


right on registration only; use is not a condition precedent and, 


in principle, not even necessary to perfect the trademark right.' 


Regardless of the system which creates a trademark right, in 
the modern industrial, commercial and legal world a recording 
system has become essential for the protection of this type of 
industrial and commercial property. Yet, there are a host of 
variations among the European Economic Community member 
states with respect to the legal significance and practical methods 
of trademark registration. Use of a trademark is by its nature 
“uniform”; registration is not, but it is only one of the many facets 
in which the municipal law, substantive or administrative, creates 
important differences among the “inner Six”. Trademark legis- 
lation is by its very nature nationally and territorially limited 
to the borders of each country. Each has its own Register of 
Trademarks the effects of which extend only to its territory. Use 
and registration in one country ordinarily have no effects on trade- 
mark rights in another state which bears heavily on actions for 
infringement or unfair competition from country to country. What 
may be a valid trademark in one state may be deemed generic in 
another thus throwing its use open to any comer. The differences 
in the six member states of EEC are not limited to use or registra- 
tion; there are questions of intent, type of marks, administrative 
examination prior to issuance, registrability, terms of registration 
and renewals, administrative and judicial relief available to the 
trademark applicant or owner, the very important rights of assign- 
ment and licensing, the requirement of use and various reasons for 
loss of right. Simplicity and accessibility have suggested these 
salient features to be compiled in a chart constituting the following 
page 212. 

Some of these variations in law and practice of the EEC 
countries have been mitigated by the adherence of all six to the 
Paris Convention and the Madrid Arrangement which forged a 
common bond among their legal systems as far as trademarks are 
eoncerned. The International Convention of Union for the Pro- 
tection of Industrial Property, first signed at Paris in 1883 and 
subsequently revised at Brussels in 1900, at Washington in 1911, 
at The Hague in 1925, at London in 1934 and at Lisbon in 1958 
(before the Rome Treaty became operative on January Ist, 1959), 
grants “national treatment” in all 48 Convention countrics to na 
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tionals of other Convention countries, establishes certain minimum 
standards in the protection to be afforded to trademarks and 
grants special rights such as priority of application in a second 
state within six months from first application, no need for pre- 
registration, and protection for the owner of a known trademark 
even if not registered in the particular member state.’ (The 
United States is a party to this Convention® although as of No- 
vember 10, 1960 the Official Gazette of the U.S. Patent Office had 
not published its latest text as revised at Lisbon in 1958 since it 
is not yet in force.’ Nationals of any Convention country are en- 
titled to the benefits and subject to the provisions of the U.S. 
Trademark Law of 1946, the Lanham Act.’’) 

Art. 15 of the Paris Convention led to the Madrid Arrange- 
ment for the International Registration of Trademarks of 1891, 
last revised at Nice on June 15, 1957 to which the “inner Six” 
belong, but to which the United States is not a party. It appears 
to enable citizens of the 21 participating nations to obtain by a 
single deposit in its International Bureau at Berne, Switzerland 
and without use of the mark, a special type of registration in each 
of the other twenty member countries, but this international reg- 
istration is still examined by the Patent Office of each participating 
country according to its own law and practice and is rejected for 
protection wherever it does not meet the local standards. Thus, 
local law and practice are preserved and there is no uniform body 
of law to back up the so-called international registration which 
rather turns into up to twenty trademark applications to be filed 
simultaneously in the Arrangement countries.*? The question has 
even arisen whether the Madrid Arrangement does not in fact 
contravene the Paris Convention. ABA Committee No. 8 detected 
a conflict between the so-called “national treatment” of the Paris 
Convention and, for example, §7(1) of the Dutch Trade Mark Act 
of 1956 which provides for a separate application to be filed with 
the Dutch Industrial Property Office to ensure that the mark shall 
enjoy protection in other member countries of the Madrid Arrange- 








7. Ladas, Der Gewerbliche Rechtsschutz im Gemeinsamen Markt aus Amerikanischer 
Sicht, 1960 GEWERBLICHER RECHTSSCHUTZ UND URHEBERRECHT (AUSLAND) (hereinafter 
cited as GRUR) ¢ 391, 392. 

8. 53 Stat. 1748. 

9. As per letter received by the writer from the U.S. Patent Office, Nov. 10, 1960. 

10. 15 U.S.C. §§ 1051 ff., 1126(b) (1958). 

11, Frayne, Trademarks in the European Community, 1960 INSTITUTE ON LEGAI 
ASPECTS OF THE EUROPEAN COMMUNITY 162 (FEDERAL Bar Ass’N 1960) at 168, 170. 
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ment. The Committee of which Mr. Callmann was a member, while 


recognizing 


“that it is quite possible for a few nations having standards of 
trademark protection different from those of other nations 
to band together and grant to each other rights which give 
their citizens very substantial advantages not enjoyed by the 
citizens of such other nations,” 


takes the commendable stand 


“that part of the consideration for each nation’s entering the 
International Convention Agreement is the promise by every 
other nation that it will not enter into any agreement which 
‘contravenes the stipulations’ of the Paris Agreement.” ” 


This may properly reflect the reasons why the United States has 
remained outside the Madrid Arrangement which, as far as the 
EEC countries are concerned, may be superseded or supplemented 
by a regional international or supra-national law which must, 
however, give due consideration to Art. 234 of the Rome Treaty 
according to which the Treaty shall not affect prior conventions 
(such as Paris and Madrid), but whatever incompatibility is found, 
shall be eliminated with mutual assistance among the member 
states to create a common attitude where appropriate, while also 
taking due account of the fact that the Treaty apparently takes 
precedence. 


A Comparative Chart of the Salient Features of the National 
Trademark Laws of the “Inner Six’”’, the Benelux Draft 
Bill and the United States Lanham Act.’ 


To be found on page 212. 


Trademarks in the European Community Treaties 


With such apparent divergence of legal principles, doctrines 
and procedure in the six nations constituting the European Com- 
mon Market it is small wonder that the solution of a uniform trade- 


mark law system may have to come from either without or within 
the “inner Six”. The European Coal and Steel Community Treaty 
of 1951, as far as trade regulation is concerned, is mostly interested 








12. Op. cit. supra n. 3, at 74, 75. 
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in competition. The EURATOM-Treaty of 1957° pays attention 


only to patent applications, patents, licenses, sub-licenses and 


trade seerets although the recent orders for Westinghouse atomic 
reactors to be erected in Italy may, for the first time, bring up the 
question of trademarks under this Treaty which in only one place, 
Art. 91, mentions something akin to the property concept of trade- 
marks when it leaves it explicitly to the municipal law of each 
member state to determine “the ownership rules applicable to all 
such ... assets as are not subject to any property right of the 
Community.” We find a basic statement in Art. 1 of the Supple- 
mentary Protocol to the Convention for the Protection of Human 
Rights and Fundamental Freedoms of March 20, 1952 which states 
unequivocally that “Every natural or legal person is entitled to 
have its property respected”, subject only to the public welfare and 
eonditions established by law and general international rules. 
While trademarks are subject to rights of ownership, their crea- 
tion and overall legal protection require more detailed definition 
than high-sounding general principles exposed to wide interpreta- 
tion by Courts, be they national or supra-national. 

We thus turn to the EEC-Treaty proper and ean only be sur- 
prised by the small amount of attention paid to trademarks which, 
by reference in Art. 106 § 3, are buried among “Invisible Transac- 
tions” leading to monetary transfers in Annex III of the Treaty 
under the heading of ‘“‘Author’s royalties” as follows: 


“« ..trade marks... (the assignment and licensing of ... trade 
marks whether or not legally protected, and transfers arising 
out of such assignment or licensing).”’ * ; 


This we could easily dispose of as sort of “Treasury Regulation” 
and most writers in this field dismiss it as a mere financial dis- 
position.** Thus we continue to search in vain for substantive law 
in the Treaty dealing with trademarks. 











33. In its Arts. 12, 14, 16-23, 25, 26, 28. 

34. Franceschelli, Professor of Commercial and of Industrial Property Law at the 
University of Milan and Editor of “Rivista di Diritto Industriale,” referred in his ad- 
dress before the Int’] Committee Luncheon Meeting of The U.S. Trademark Ass’n on 
April 7, 1960 to the cryptic words “whether or not legally protected” as being “appar 
ently common law rights.” 50 TMR 306, 307 (1960). That Italian Law recognizes 
such common law rights, see Chart on p. 212, supra. 

35. Bodenhausen, Der EWG-Vertraq und der Gewerbliche Rechtsschutz, 1958 GRUR 
218, 1958 BIgBLAD BIJ DE INDUSTRIELE EIGENDOM 30; Gotzen, Gewerblicher Rechtsschutz 
und Gemeinsamer Markt, 1958 GRUR 224, 1958 Inp. Prop. Quart. No. 4, 24, La 
PROPRIETE INDUSTRIELLE 1958, 69. 
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Art. 36 which corresponds to Art. XX of the General Agree- 
ment of Tariffs and Trade and is probably derived from it,*° speaks 


of “the protection of industrial and commercial property” which 


covers a wide field since “commercial property” is difficult to in- 
terpret depending on each national legal system. It means national 
monopolies of commercial nature in Holland, but the Law of Unfair 
Competition in France where it even covers the lease of industrial 
premises*’ whereas in Germany it is completely unknown to juris- 
prudence.* According to Prot. Bodenhausen (The Hague) and 
Gotzen (Antwerp), Art. 36 is the only express regulation in the 
Treaty concerning industrial property by exempting from the pro 
visions contained in Arts. 30-34 and dealing with the abolition 
under certain conditions of all quantitative restrictions on imports 
between member states of the ECM, such “prohibitions or restrie- 
tions ... which are justified on grounds of... the protection of 
industrial... property.” 

According to Callmann,*’ Arts. 30-34 do not affect the pro- 
tection of industrial property rights unless they are misused for 
anti-competitive purposes beyond their natural function. He sees 
in these provisions a similarity with those developed in the U.S. 
Antitrust Laws with respect to trademarks. 

We thus find that trademarks in the EEC-Treaty are dealt 
with only incidentally, and not specifically, in the general category 
of industrial property. This is undoubtedly deliberate since the 
Treaty is “a broad canvas and not a blueprint.” ** But such lack 
of precision in a most important area leaves the legal situation 
highly speculative. For as highly industrialized a bloe as the 
“inner Six” industrial property is important: trademarks fight un- 
fair competition and enable the public to choose among similar 
goods without confusion; the European trademark owner to recoup 
his expenses of registration (where required) and advertising may 
control production and even establish resale prices and exclusive 
territories; his trademark does not monopolize a product, it mo- 








36. Ladas, op. cit. supra n. 7, at 390. 

37. Prof. Ulmer, Institute for Comparative and International Patent, Copyright 
and Trademark Law at the University of Munich in: 1958 GRUR 217. 

38. Spengler, District Court Presiding Judge, Diisseldorf, in: Die Behandlung 
des Gewerblichen Rechtsschutzes im Rahmen des EWG-Vertrages, 1958 GRUR 321, 322. 

39. 4 CALLMANN, THE LAW OF UNFAIR COMPETITION AND TRADE Marks § 99.2(i)2 
(2d ed. 1950, Supp. 1960). 

40. Ibid. 

41. Robbins, Patents in the European Community, 1960 INSTITUTE ON LEGAL 
ASPECTS OF THE EUROPEAN COMMUNITY 162 (FEDERAL BAR ASSOCIATION 1960) at 163. 
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nopolizes only its name by distinguishing his product from those of 
others.” 

The respect for property sanctioned by the Convention for 
Iluman Rights receives some refinement in Art. 222 of the EEC- 
Treaty as follows: 

“This Treaty shall in no way prejudice the system existing in 

Member States in respect of property.” 


This again is not a provision to directly regulate trademarks. No- 
where does the Treaty directly affect trademarks as defined in the 
various laws of the participating countries since it leaves the 
regulation of all property rights to municipal law. But it goes back- 
wards even a step further by maintaining, under Art. 220, “the 
enjoyment and protection of rights under the conditions granted 
by each State to its own nationals” to be ensured by negotiations 
with each other. This “national treatment” is not worthy of a 
mid-twentieth century Treaty when it is no more than a repetition 
of nineteenth century slogans anchored in the aforementioned Con- 
ventions of 1883 and 1891** which are not affected by the Treaty 
as sanctioned by Art. 234. 

Since it does not modify by self-execution the rights contained 
in the different municipal laws which may seem to contrast, on 
the surface, with the freedoms which the Treaty aims to establish, 
but expressly seeks the formation among the six member coun- 
tries of a Common Market founded upon a competitive system with, 
as one of its purposes, “the approximation of their respective 
municipal law to the extent necessary for the functioning of the 
Common Market” (Art. 3(h)), we have to examine how best to 
accomplish such “approximation” which, under Art. 100, shall be 
furthered by directives issued by the Council acting by unanimous 
vote on a proposal of the Commission and after consultation with 
the Assembly and the Economic and Social Committee, thus bring- 
ing into play all the institutions of the Community with the excep- 
tion, as yet, of its Court of Justice; but the day is not distant when 
the Court will have to begin interpreting the provisions of the 
Treaty and, in turn, the validity and interpretation of acts of the 
institutions of the Community (Art. 177) in their interplay with 
municipal law before or after its approximation or harmonization. 

One contributor to the discussion about the protection of in- 
dustrial property within the framework of the Rome Treaty, 








42. Bodenhausen, op. cit. supra n. 35, at 219. 
43. See p. 210, supra. 
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Spengler,‘* agrees with Prof. Bodenhausen when he proposes uni- 
fication via Art. 100 as a clear necessity and takes exception to 
Gotzen’s denial of the Council’s authority to coordinate municipal 
laws, but rightly goes one step further by suggesting the use not 
so much of Art. 100 as that of Art. 101 which appears to be fully 
applicable in the case of the different trademark laws; we have 
seen that there is “disparity existing between the legislative . 
provisions of the Member States” which “distorts the conditions 
of competition in the Common Market.” Hence, the Commission 
is authorized to “enter into consultation with the interested Mem- 
ber States” (aren’t they all?) and “if such consultation does not 
result in an agreement”, then the Council, during the first stage 
of four years (Art. 8 § 1) which will presumably end on December 
31, 1961, by unanimous vote, and subsequently by a qualified 
weighted majority only of twelve votes (Art. 148 § 2), “on a pro- 
posal of the Commission, shall issue the directives necessary ... ” 
Since disparity has not disappeared, and will hardly do so during 
1961, the application of Art. 101 rather than that of Art. 100 should 
simplify the intervention of Commission and Council although the 
prescribed consultation with the Member States may, or may not, 
take longer than that of the Assembly and the Economic and Social 
Committee. Such approximation, harmonization or “reconcilia- 
tion” *® may well result in outright abolition, as suggested by 
Finniss,** of e.g. the requirement of compulsory user. 

To start on the road towards harmonization, on November 19, 
1959 a meeting of Representatives of all EEC members was called 
to Brussels by the EEC and EURATOM Commissions.*’ As a 
result of this meeting three working groups were formed under a 
coordinating committee presided over by M. Finniss, President of 
both the French Patent Office in Paris and the International Patent 
Institute in The Hague, and to the Benelux Economic Union of 
Belgium, the Netherlands and Luxembourg which actually came 


44. Op. cit. supra n. 38, at 324. 

45. As used by Whitlow, The European Economic Community, 13 Bus. Law. 813, 
825 (1958). 

46. Wege zur Vereinheitlichung des Europdischen Markenrechts, 1960 GRUR 337, 
339. 

47. A plan for combining the executive groups of ECSC, EEC and EURATOM 
was submitted on Nov. 21, 1960 to a Ministerial Meeting of the European Parliamentary 
Assembly in Strasbourg. A fifteen-member super-executive would replace the present 
independent directorates. The Executive Board thus chosen would be confirmed in office 
by the European Assembly which would maintain the same veto power over its actions 
which it now exerts separately over the three communities. N.Y. Times, City Ed., Nov. 


22, 1960, p. 27. 
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into force only on November 1, 1960 was given the task of preparing 
trademark proposals in one of the committees formed for the ap- 
proximation of municipal trademark laws with Mr. De Haan, presi- 
dent of the Dutch Patent Office, as Chairman. There was a good 
reason why to entrust the Benelux Union with this arduous enter- 
prise. Art. 233 of the Treaty states that “the provisions of this 
Treaty shall not be an obstacle to the existence or completion of 
regional unions ... between” the Benelux countries “in so far as 
the objectives of these regional unions are not achieved by this 
Treaty.” We have seen that the Treaty simply does not achieve 
the objective of a uniform trademark law and it therefore behooves 
us to examine how far the Benelux countries have progressed on 
the road towards a uniform statute harmonizing, in turn, the pro- 
visions of their own national trademark systems. 


A Detailed Examination of the Benelux Draft 
Convention and Bill 

Since its inception in wartime London on September 5, 1944 
which blossomed into a full-fledged Economic Union on November 
1, 1960 the economie integration of the three Benelux countries 
has resulted in creating the fourth commercial power in the world 
in volume of international trade (after the United States, Great 
Britain and West Germany). Once it actually began operating in 
1948, the foreign trade of this bloc has doubled and the intra-trade 
among the three states has tripled.** At the end of World War II 
a common tariff was worked out, internal tariffs and quotas were 
abolished and foreign exchange barriers removed. 

This was followed in 1948 by a decision in the Belgian, Luxem- 
bourg and Dutch sections of A.I.P.P.I. to examine the relationship 
between their economic union and the protection of industrial prop- 
erty, and to make proposals for common regulation. Thus the 
Benelux Commission was formed which held ten sessions from 
1948 to 1952. The result was the draft of a convention and trade- 
mark law approved by the same three A.I.P.P.I. sections and pub- 
lished at the end of 1953. In April 1954 it was submitted to the 
respective Secretaries of Commerce with the proviso that its basic 
principles not be modified.*” Further work was given to the Bene- 








48. As told a radio audience in Brussels by Belgian Foreign Minister Pierre Wigny 
on Nov. 1, 1960. N.Y. Times, City Ed., Nov. 3, 1960, p. 59. ‘ 

49. Immink, in his address before the Institute of Trademark Agents in London 
on March 20, 1957, reported in 47 TMR 572, 573 (1957), as: Trademarks and the 
Common Market. 
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lux Customs Union and additional discussions led to a quite similar 
new draft which, in turn, was submitted to the Interparliamentary 
Benelux Council on February 12, 1959.°° There it rests now, but 
in view of the dynamic attitude usually displayed by the Benclux 
countries it can be safely assumed that it won’t have a long rest 
before being finally initialed and ratified,” certainly long before 
an EEC trademark law will go into effeet at which time, under 
Arts. 235 and 234 of the EEC-Treaty, the Benelux Convention and 
Law will remain in force, depending on the form the EEC-Law will 
assume, and subject to the elimination of any potential incom 
patibilities. 

The proposed Benelux Uniform Law cannot be ignored because 
at the very least it will serve as a very valuable preparatory exer 
cise for an EEC law.” It is not an adaptation of three different 
laws by compromise. It is a uniform, modern Act. Traditional 
and individual principles are boldly replaced by new ones. It is as 
important a step as the Nordie Draft of 1958 and the Ladas® Draft 
which is before the International Chamber of Commerce in its 
present June 1959 form, replacing an earlier one of 1957. Its influ- 
ence on a future EEC law can be both positive and negative, posi- 
tive by showing that unification by uniform law is possible, negative 
by preceding an KEC law with a “fait accompli” and by creating 
still one more legal system in addition to the three or four already 
in existence throughout the world. 

The Convention is to run for fifty years (Conv. Art. 14) and 
the Law is to be adopted nationally by each of the three countries 
(Art. 1) to enter in foree eighteen months after the ratification of 
the Convention. It creates a single Trademark Office for all three, 
located in The Hague which is charged with the execution of the 
Law (Conv. Art. 3 § 1), keeping of the register, collecting fees and 
with the transitional examination during three years for older 





50. Beier, Grundziige des Benelux-Warenzeichengesetzentwurfs, 1959 GRUR 448. 
For the text of the Benelux Draft Convention and Bill refer to: 1959 GRUR 463 ff. 
(German); 1954 Bijbiad bij de Industriele Eigendom, Jan. Supp. (Dutch); 1954 
L’Ingénieur-Conseil 88 (French). 

51. Prof. Franceschelli does not seem to share this writer’s optimism since he 
states that their “original enthusiasm for this program has now unfortunately abated” 
so that the plan won’t “take effect at any early date.” He impugns Benelux motives 
by complaining that “the aim of serving the cause of the Common Market is far f: 
being at the base of this movement,” but he must be forgetting that it started several 
years before the Common Market idea began taking shape. See op. cit. supra n, 
at 308. 

52. Immink, op. cit. supra n. 49, at 580. 

53. Author of INTERNATIONAL PROTECTION OF INDUSTRIAL PROPERTY (1930 
Member of the New York Bar. 





Vol. 51 TMR 


THE TRADEMARK REPORTER : 





rights (Arts. 7-10 of the Law). A depositor must apply for such 
examination or submit a certificate stating that such search has 


taken place within the three months preeeding the deposit. After 


ratification Belgian, Luxembourg and Dutch trademarks will no 
longer exist, only Benelux Trademarks which will be subject to the 
uniform law and be protected in the entire area of the three, but 
not in their colonies or overseas territories. 

The Law, in its Art. 1, defines trademarks which are no longer 
named “marques de fabrique et de commerce”, but “marques in- 
dividuclles de produits” representing a considerable improvement 
in nomenclature. Family names can be protected (Art. 2 $1) and 
form and packaging are included. Collective marks are recognized 
(Arts. 21-30), but with safeguards against possible deception, such 
as the requirement for regulations of use to be filed. Defensive 
and Reserve Marks must be understood to be recognized for the 
first three years during which user is not required. Service Marks 
are not provided for although, being Union Members of the Paris 
Convention as revised at Lisbon in 1958, they obligated themseives 
under Art. 6sexles to protect Service Marks; however, they are not 
obligated to arrange for the registration of such marks. 

Since there is no examination, except during the first three 
years for older national marks, trademarks which are not distine- 
tive (Arts. 1 and 15A § 1), contra bonos mores or the public order 
of just one of the three countries (Arts. 4 § 3 and 154 § 2), consist 
of coats of arms or flags (Arts. 4 § 3 and 15A § 2), can be confused 
with other known marks (Arts. 4 § 4 and 15A § 2) or are deceptive 
(Art. 5 $3), can be deposited, but remain unprotected and can be 
declared void upon application (Art. 15A). 

Trademark rights will be created only by first bona fide de- 
posit. This revolutionary change in Art. 3 reflects a modified 
Registration or Deposit principle and is based on pure civil law: 
the important act is the deposit for, not the act of, registration.” 
At present all Benelux countries adhere to the first use principle, 
the Netherlands only IF used, Belgium and Luxembourg ALSO IF 
used, but the disadvantages of the first use principle have proven 
too great because it permits the sudden appearance of a previous 
user which could jeopardize heavy investments for years. 





54. Beier, op. cit. supra n. 50, at 450. 
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Every mark which is properly deposited, is registered. There 
will be no examination after the initial 3 years, and no publication 
for opposition. The deposit can be made either at the present na- 
tional offices which would continue as mere depositaries, or at the 
Benelux Trademark Office in The Hague (Art. 7), or at the Berne 
Office under the Madrid Arrangement to which all three belong. 
The trademark owner need not be a national of a Benelux country, 
but his deposit must be made bona fide. This is by Law not the 
vase if (1) the depositor knew, or should have known, that during 
the last three years another used a similar mark for the same 
coods, (2) he knew that another with whom he was in direct con- 
tact, used the same or a similar mark in a non-Benelux country, 
or (3) the deposit covers goods where the use of the mark could 
deceive the public as to the nature, origin, qualities or other at- 
tributes of the goods. 

Prior search for older national marks during the first three 
years is a compromise between existing examination principles. 
The Hague Registrar must register all deposits, but the Courts are 
open to inter partes actions, but no action or defense can be based 
on a trademark right unless it is duly registered, even during the 
pendency of the action (Art. 13A). The compromise on searches 
reflects the different national character traits of the Benelux 
people: Netherlanders are largely law-abiding and willing to submit 
to administrative decisions whereas Belgians are less trustful of 
authority and submit, even that with reluctance, only to judgments 
of their Courts.®** A similar difficulty has, as yet, not been resolved 
when the Draft suggests the jurisdiction of only one Court instead 
of three. The nationalities involved make this solution improbable, 
but the danger of three different interpretations of Convention and 
Act by that many Courts may have a sobering effect on the peoples 
involved.°® 

A single term registration for ten years without renewal is 
revolutionary, but sound. The West German Attorney Roéttger 
(Leverkusen) approves of this since, except for a few famous ones, 
most trademarks die in maybe five, ten or, at the latest, twenty 
years, and many European patents expire in twenty years.” West 
Germany and Luxembourg already have 10-year terms, but they 
are renewable for like periods without limitation. The Benelux 





Immink, op. cit. supra n. 49, at 577. 
Id., at 579. 
Gedanken zur Schaffung einer EWG-Marke, 1959 GRUR 329. 
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Draft follows the principle of weeding out unused marks as often 
as possible to avoid burdening the Central Office with renewal 
work and bulging registers. This principle shows up first in the 
closing, after the first three years, of the three national Registers; 
this will eliminate all those older marks whose owners do not have 
the desire to re-register their present marks, a healthy attitude 
which ought to be adopted for the coming EEC trademark system! 
[f an owner wishes to continue the use of his mark after the ten- 
vear period, he must make a new deposit instead of leaving the 
registers cluttered with old marks.** It can easily be stated that a 
new deposit requires more forcefulness of purpose and mental 
gymnastics than a mere automatic renewal application put in 
motion by a clerk’s “tickler’’ file. 

Since there is no publication of deposits for opposition and no 
opposition procedure, recourse must be had to the Courts for 
eancellation (without time limit) or infringement actions (Art. 15). 
Art. 14 permits actions for unfair competition in addition to those 
for infringement. Price maintenance is legal.*® Theoretically a 
mark never becomes incontestable® although the burden of proof 
of non-user is on the contestant and is so hard to sustain that it 
renders a mark incontestable for all practical purposes. It cannot 
be referred to in an action when its owner is not a party to the 
proecedings (Art. 16). , 

Assignments are freely permitted without good will of the busi- 
ness involved (Art. 12), an important innovation since at present 
the Benelux countries allow them only if accompanied by transfer 
of the business too, and the Dutch Courts have been very strict 
here.’ Licensing will be just as free, and marks can be partially 
assigned or licensed for certain goods only. Assignments and 
licenses must be in writing and recorded to be effective against 
third parties. Assignments can be only for the entire Benelux 
area whereas licenses can be limited to geographically limited 
“grants” without becoming void, but the parties can look only to 
their contractual rights since the Act will be inapplicable in such 


cases. 





58. A report doubting the advisability of eliminating the national registers in 
connection with the existence of many Dutch trademarks of purely local or national 
interest reflects a typical dispute between the partners in the, as yet not effective, 
Benelux Uniform Trademark Law. See: 50 INna.-Cons. 210 (1960). ‘ 

59. Immink, op. cit. supra n. 49, at 578. 

60. Beier, op. cit. supra n. 50, at 451. 

61. Immink, op. cit. supra n. 49, at 577. 





Vol. 51 TMR EUROPEAN COMMON MARKET TRADEMARK _ 





A Benelux trademark will end (1) through voluntary cancella 
tion by its owner or, if a license is recorded, by owner and licensee 
—partial cancellation is not possible; (2) with the end of the ten 


year term, or (3) by being void according to Art. 15 although 


registered. While first use will be no criterion towards the crea- 
tion of a Benelux trademark right, foreed use is needed to keep it 
alive. At present only Netherlands law knows of compulsory user 
and the extension of this requirement to all three countries will be 
another revolutionary step. The Draft does not go so far as to 
require an affidavit of use as the United States Lanham Act does 
in § 8, but lack of use during the first three years after deposit, or 
within five vears after such first use, leads to nullity. Therefore 
defensive and reserve marks are ipso facto understood to be ree 
ognized for three years to become void thereafter. Any use must 
be within the territorial borders of Benelux, but can also be by just 
a licensee. Temporary non-use can be justified.” 

The transition articles 31-36 of the Draft Bill are most impor- 
tant for the Common Market. The national registers will be closed 
except to serve towards evidencing older rights. There will be no 
more national trademarks.® Only vested rights (“droits acquis’) 
will be protected not only if registered, but also if first used under 
present national laws.*** 


Proposals for a European Common Market Trademark 


The Common Market speeds ahead. Its Common Tariff was 
published in Brussels on January 1, 1960 and was adopted by its 
Council of Ministers on February 12th. Under the “acceleration 
decision” of the Council on May 12, 1959 all quantitative restric 
tions applicable to the importation of industrial products from 
the member states must be removed on December 31, 1961, just 
one year from now.” The continuous growth of its intra-trade 
reflects, in part, a sort of “anticipatory psychology” of business- 
men anticipating the day when all the trade barriers within the 





62. Beier, op. cit. supra n. 50, at 451. 

63. This has been criticized as a burden for the proposed Benelux Register and, 
even more so, for an EEC Register as creating an impossible situation with close to 
1,000,000 trademarks existing in the six EEC countries, by Gevers in: Considérations 
sur le Projet de la Loi Benelux en Matiére de Marques de Produits, 1959 INna.-Cons. 129. 

63a. Beier, op. cit. supra n. 50, at 452. 

64. Foreign Commerce Weekly, Sept. 12, 1960. 
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KCM will have disappeared.* M. Gaudet® reports that business, 
governments and the common institutions contemplate hastening 
the establishment of the Common Market by speeding up the grad- 
ual process which the Treaty had tied to a transitional period of 
twelve (Art. 8 $1) or, at the utmost, fifteen years (Art. 8 §6). 
In 1957 this period seemed too short; to-day it is considered too 
long. He reiterates" that “economic integration is more than a 
mere trade agreement removing tariffs and quotas in interstate 
commerce. Indeed, the reasons of protectionism must themselves 
be removed.” One of the first results of the Common Market was 
to bring the protectionist members of EEC, France and Italy, to 
face the prospect of competition and get ready for it. Yet, these 


same two countries, protectionist for decades, have adopted a uni- 


form classification of goods system even prior to the effective date 
of the Rome Treaty. And the two countries which, ambitiously 
enough, began harmonizing their Civil Codes in the Nineteen 
forties, have taken a further step towards the unification of their 
trademark systems even if small in comparison with the Draft 
Convention and Bill worked out by their opposite numbers, the low 
tariff-minded Benelux countries, by concluding and approving a 
Treaty (although ratified by Italy, it is not yet in force®*) to the 
effect that the deposit of any trademark made in France is to be 
considered as having also been made in Italy, and vice versa.” 

The next EEC move was the aforementioned meeting in Brus- 
sels on November 19, 1959 which resulted in the formation of a 
Coordinating Committee and three working parties, the one on 
trademarks under the Benelux countries. 

On the national level this meeting was preeeded by several 
sessions, since June 1959, of the Section for Competition and 
Trademark Law of the German Association for the Protection of 
Industrial Property and Copyright which culminated in the pub- 
lication of “Principles for the Creation of an EEC-Mark”” ap- 








65. N.Y. Times, Oct. 5, 1960, p. 57. 

66. Director General, Joint Legal Service, European Community, in an address 
delivered at a symposium in New York City and published as: Legal Problems of the 
European Common Market, 15 Recorp or N.Y.C.B.A. 218 (1960). 

67. Id., at 223. 

68. Saint-Gal, Adjunct Director of the Manufacturers Ass’n (France or Belgium) 
for the International Protection of Industrial and Artistic Property, in: Examen de 
VOpportunité d’une Marque Européenne dans le Cadre du Marché Commun, 1960 ING.- 
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69. Franceschelli, op. cit. supra n. 34, at 308. 
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proved by the entire Section in Diisseldorf on April 22, 1960 and 
further discussed below. Two weeks earlier, at Bremen on April 
8, 1960 took place a working meeting of the Section for Commercial 
and Eeonomic Law and for the Protection of Industrial Property 
and Copyright of the Society for Comparative Law dealing with 
ways and means towards uniformity of the European Trademark 


Law’ at which contributions were made by members from at least 
three of the six ECM countries. 

Since 1957 numerous articles have been written and many 
addresses given at meetings which point to the divergent views 
held by Law Professors and by Practitioners (Judges, Adminis 
trators and Lawyers) in the EEC member states and the United 
States.’? So far, all suggestions have been de jure condenti. There- 
fore, anybody can propose the solutions he prefers.** Precedents 


4 


in the drafting stage are Benelux and Ladas ;"* others would prefer 
to follow the British Trade Mark Act of 1938 or the new Canadian 
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in 1960 GRUR at 337, 341, 348 and 357. 
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Shell Group, London: The Effect of the European Common Market on Trademarks, 
49 TMR 515 (1959) ; Bodenhausen, The Effect of the Common Market and Free Trade 
Area on Industrial Property (publ’d by the Int’l] Ass’n for the Protection of Industrial 
Property, British Group, Inc.), London 1958; Callmann, op. cit. supra ns. 17 and 39; 
Committee of National Institutes of Patent Agents, Industrial Property Rights in the 
European Economic Community, 1959 IND. Prop. QUART., July 1959, p. 30; Croon, 
Attorney at The Hague, Wege zur Vereinheitlichung des Europdischen Markenrechts, 
1960 GRUR 341; Finniss, op. cit. supra n. 46; id., La Propriété Industrielle et le 
Marché Commun, 1959 Revue DU MarcHE CoMMUN (France) 15; Franceschelli, op. cit. 
supra n. 34; Frayne, op. cit. supra n. 11; Gotzen, op. cit. supra n. 35; Heydt, op. cit. 
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Trade Marks Act of 1953. Thus, uniformity of proposal is as yet 
non-extant and as long as a real common denominator has not been 
found, the road towards a European Common Market Trademark 
will remain covered with rocks. Still, a number of common, but 
also of divergent points have crystallized out of the mass of pro- 
posals and eounter-proposals, but only a few of them can be dealt 
with in the hmited framework of this article. 

Just like the writer sees a suecessful precedent for the Euro- 
pean Common Market and a future United States of Europe in 
the German Customs Union of 1834, thus does Réttger whom Call- 
mann considers the founding father of an EEC Trademark Law,’ 
claim that German industrial development since 1871 was furthered 
through the creation of a pan-German Trademark and Patent 
Liaw which, according to Réttger, should be feasible just as well in 
the Common Market.” 

The legal problems of a trademark demand not only a uniform 
statute, but also a unified jurisprudence. This has been achieved 
in the United States onee federal law overcame certain constitu- 


tional challenges,” after it was established that the factual use of 
a trademark in the U.S. was the sine qua non of a trademark right’s 


origin and existence,* its registration being only the ancillary 
method of obtaining certain procedural advantages,’® and once 
the several States either refrained from enacting their own trade- 


£0 


mark laws or adopted a uniform model act.*° In the Common 
Market, registration is accepted by five out of six member states 
as the prevailing criterion and therefore the EEC must arrive 
at a system of registration or deposit which each member country 
will accept as, or in lieu of, its own. But no given country shows 
«x marked desire to substitute the trademark protection system of 


some other country for its own" 


in the absence of a most “compel- 
ling reason”.** Indeed, every conference which attempted a mere 
improvement of the Paris Convention demonstrated how very un- 
willing each country is to abandon the peculiarities of its law. 


Callmann*® hopes that “perhaps the conviction of the necessity 
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for a European Common Market will prove to be such a ‘compel- 
ling reason’”. Individual trademark law is connected with na- 
tional, civil, procedural, commercial and even penal (not in the 
U.S.) law and hence difficult to unify.“' A fundamental change must 
occur and it is good to know that so many trademark experts from 
member states are currently working on the problem. 

No European Trademark, not even a “Convention Trademark” 
exists although all six EEC member states belong to the Paris 
Convention and Madrid Arrangement. Within these Unions each 
country guarantees “national treatment” for nationals of other 
Convention members, but while relations resulting therefrom have 
helped to formulate amended statutes showing some overall re 
semblance, the fact remains that trademark laws are exclusively 
national and territorial and so are their interpretations by na- 
tional Courts and administrations.*° But while Convention and 
Arrangement are of no value for the formation of a supra-national 
law to replace the twin concepts of nationality-cum-reciprocity, 
they have at least imbued the member countries, among them the 
“inner Six”, with a feeling of cooperation in an international 
atmosphere. Rottger*® would see a glimmer of hope in changing 
the provisions of the Madrid Arrangement by strengthening its 


International Registration Mark which so far creates only indi 
vidual national trademarks in each of the six states which in turn 
depend on each national Trademark Law. But to him a change 
of the Madrid Arrangement seems hopeless since many non-HKEC 


countries are signatories and no cooperation can be expected 
from them. Saint-Gal who is not as pessimistie as Réttger, en- 
visages* three solutions which would give validity to a deposit 
for all six countries through a Madrid-type international registra 
tion in Berne, an extension-type registration based on the Franco 
Italian Treaty and requiring only the filing of a supplementary 
application and payment of an additional fee to obtain registration 
in one or more Treaty countries, subject however to the conditions 
imposed by the law of the second or more countries before possible 
harmonization, or a true European mark which he would eall 
“Euroma” or “EKuromarque”. This, in turn, could be either a supra- 
national mark which would leave unaffected, and exist next to, 
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national marks protecting locally or nationally limited interests, 
a parallel to the U.S. system where there is a federal trademark 
based on the Lanham Act, and state marks created by state stat- 
utes. Or it could follow the Benelux Draft which goes beyond 
the U.S. system by permitting registration in the national or state 
trademark offices (which would act as mere depositaries) with 
validity for the entire Benelux territory, thus exceeding in seope 
a mere national or state mark as exists in the several States of 
the U.S. 

In his address before the meeting of EEC member repre- 
sentatives in Brussels on November 19, 1959 EEC-Commission 
Member Von der Groeben* reiterated that the Rome Treaties did 
not concern themselves with the national laws for the protection 
of industrial property and that unification of such laws was neces- 
sary to further economic development. The free exchange of fin- 
ished goods can be interfered with by the limitation of industrial 
property rights to the territory of the grantor state. Finished 
goods almost invariably bear trademarks, either stamped or em- 
bossed on the products themselves, or printed on labels, packages 
or accompanying pamphlets. Imports can interfere with existing 
rights and even be prohibited. Uniformity of competition requires 
uniformity of law. Von der Groeben sees these possible roads of 
approach: 1. (a) Harmonization of national laws with (b) uni- 
form international registration or 2. Uniform European Law. He 
considers 1. (a) as insufficient since it would maintain territorial 
and national protection, a great obstacle for an effective Common 
Market. Adoption of 1. (b) would certainly reduce costs, but main- 
tain examination where required nationally, making the machinery 
complicated and leaving it still rather expensive; one registration 
to him would be acceptable if a single examination were recognized 
by all six members as “avis documentaire’’.*® In this connection 
Saint-Gal reminds” us that international registrants from the 
EEC filed 8,261 applications out of a total of 11,296 in 1959 which 
exceeded by 1423 the already high total of deposits in 1958. Hence 
he is fearful that the importance of the Berne registration may 
suffer and endanger applicants for an EEC Trademark only by 
inducing them to abandon their international registrations in 
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serne. Von der Groeben’s suggestion (2) would be best since it 
means giving up the principle of territoriality, thus leading to 
a true European Trademark. While the use of Art. 100 would bring 
about harmonization, territoriality would still remain, and where 
is the Authority to establish common administrative offices, to 
execute judgments in all member states, and what common court 
to appeal to? In spite of its legal, economic, administrative and 
financial consequences Von der Groeben, and his compatriot 
Heydt,” favor a Convention with a Uniform Law similar to the 
Benelux Draft. A new, uniform legal trademark system applicable 
in all six states would force the gradual harmonization of national 
trademark laws which would continue to be in force next to the 
Community Law. 


Rottger,* like Saint-Gal, complains that there is no uniform 
international trademark and that international registration today 
means no more than automatic deposit in all Madrid Arrangement 
states and no less than as many single trademarks as there are 
members. He looks for (1) the limitation of national trademark 
rights already existing or to be created in the future, and also 
for (2) a uniform trademark law. The many disparities in trade- 


mark requisites cannot disappear in ten or even twenty years as 
has been shown by the length of consultations leading to the Paris 
and Madrid Conventions and their revisions. For Rottger, the 
only way out is the creation of a uniform European Trademark 
as favored also by Saint-Gal and based on a Convention that would 
leave untouched the six national trademark laws by creating a 
new EEC-Trademark which would co-exist with national marks. 
This co-existence of EEC and national trademarks, side by side, 
is to Callmann” one of Rottger’s fundamental principles. It would 
presuppose one EEC Law, one EEC Office and validity in all six 
states with option to register in one of the six, all six or at the 
Berne Bureau. The latter appeals more to Saint-Gal since more 
than two-thirds of all international registrations came from the 
EEC in 1959 and registrants thus would not risk their already 
existing or contemporaneous international registrations by non- 
renewal or non-deposit.** It would have no effect on the municipal 
laws nor on the Madrid Arrangement although some harmoniza- 
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tion would be required. Still, it would be easier to create a new 
EEC Law than to change all six laws as has been shown by the 
lengthy preparation for the Rome Treaties. The latter did not 
suffice to create a new Trademark Act—a new Convention will have 
to do that. Each member will of course claim his trademark system 


to be the best, but none can be recommended “as is”. Codifications 
are incomplete and interwoven with civil and competition law. 


Adopting one of the existing laws would mean also adopting such 


other topical laws, but independence and more complete codifica- 
tion are indispensable. Réttger, too, recommends the adaptation 
of either the British Trade Mark Act of 1938 or the Ladas Draft’ 
while he looks with envy across the Atlantic at our system which 
recognizes both State and Federal Trademarks. Callmann agrees 
with Rottger and Saint-Gal that small businessmen should not be 
forced to register beyond their immediate territorial requirements. 
Priority of deposit in one state should prevent the registration of 
the same mark in that or other states or the entire European 
Common Market. But how does one come upon prior registra- 
tions? Sinee most trademark laws do not recognize the most 
desirable positive right-to-use with real incontestability, but only 
a negative one to keep out any late comers, there should finally 
be established in the ECM a publication system with opposition 
required to be heard from in three to four months. After that 
period which Heydt finds too short, the trademark should be fully 
incontestable except for mala fide registration. This would force 
all trademark owners to examine all new applications with care, 
and lack of opposition in 3-4 months should work as estoppel. This 
might be costly for smaller firms, but vastly beneficial to large 
enterprises. Creation of a trademark could occur by first regis- 
tration or first use, side by side, which has been the trend in the 
EEC member states for quite some time although Callmann would 
prefer registration alone as creating rights in a trademark. The 
first user would rely on the opposition machinery to safeguard 
his rights whereas first registration would protect against another 
user even if first use by the first depositor has not occurred as yet. 
There should be a separate EEC Trademark Office, neither na- 
tional nor at Berne although the national offices could act as de- 
positaries. Compulsory examination ex officio should be avoided; 
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let a prior user come forward upon publication, and opposition 
would be limited to (1) the owner of an earlier HEC Trademark 
or its deposit, (2) the owner of an earlier national or international 
trademark, and (3) a prior user. But Callmann favors examination 


and a supplemental register for those applicants who prefer to 
avoid such examination; the supplemental register, similar to the 
one in the U.S. Patent Office, would convey fewer rights than the 
principal register of examined marks with the exception of priority 


by date of application. 

The decisions of the EEC Trademark Office should be appel- 
lable to a Board, not a Court which might be more desirabie, but 
also complicated. Rottger emphasizes the importance of Reserve 
Marks which could be created only by registration; to make them 
dependent on first use, and registration after first sale, would be 
too exclusive in view of starting costs and advertising. ‘Special 
circumstances in the trade” taken from § 26 of the British Trade 
Mark Act of 1938 could be used to prevent the cancellation of a 
Reserve Mark even after five years of non-use although normally 
five years should suffice to decide for or against the use of a once 
registered trademark. At the same time, a period of from five to 
seven years to contest the validity of a trademark is considered 
sufficient against a bona fide registrant. And non-use for five 
years leading to automatic cancellation would remove much dead- 
wood from a Trademark Office files. 

To all these traditional or novel provisions Callmann” would 
like to see added the establishment of real incontestability which 
would strengthen his long-time concept of the rights in a trade 
mark as being a pure property right, the prohibition of any form 
of confusion, dilution or other interference with the property rights 
of a trademark owner including unfair competition, and the right to 
fix resale prices. The omission of “Reg’d” or “®” would exclude 
an owner’s right to sue for damages unless Defendant had actual 
knowledge of Plaintiff's trademark: knowledge cannot be imputed 
to the trade without the proper steps being taken by the owner 
to impart such knowledge. The registration of an EEC mark 
should finally establish the jurisdiction of EEC Courts as well as 
the owner’s right to prohibit the importation of branded products 
which would interfere with his property rights in that mark. 
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In its 1960 “Principles for the Creation of an EEC-Mark” *” 
the German Association for the Protection of Industrial Property 
and Copyright proposes the following Rules: 

1. Co-existence of ECM, national and internationally registered 
marks. 
2. The ECM-Mark is created by registration ¢ e ECM Trade- 
2. The ECM-Mark ted by registration at the ECM Trad 
mark Office effective for all ECM states. 
3. Opposition from a single EEC state annuls the right to regis- 
tration. 
4. Examination for absolute grounds for refusal to register same 
as in Art. 6inquies B(2) and (3) and Art. 6%" (1) and (2) of the 
Paris Convention, and notice to owners of prior marks. 
+. Registration creates a positive right of use except for mala fide 
deposits as long as prior users of registered or registrable marks 
are not estopped by lack of timely opposition from bringing cancel- 
lation proceedings. 
6. Cancellable marks are those 

a) absolutely non-registrable under 4., 

b) registered mala fide, 

ce) lacking priority over an older right which had not been 

claimed by opposition or whose owner had not been notified, 
d) not used for five years without justification.” 


7. Practical incontestability after five years. 


8. ECM Trademark Office and Court to be created, the latter hav- 
ing jurisdiction over appeals from the Trademark Office. 


9. Actions, with the exception of those under 6.(b) and (ec), can 
be brought only before national Courts. Defenses can be based on 
(a) non-use for five years (see 6.(d)) and (b) other reasons not 
leading to cancellation. Defenses under (a) are to be judged under 
ECM Law, but under (b) according to the law creating them. 


10. Free assignment” unless leading to confusion. 


11. Free licensing; use by licensee is imputed to licensor.’ 
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These principles seem to represent a happy compilation of the 
jurisprudence prevailing at least in Germany on the subject of 
an HKEC-Trademark. Finniss and Saint-Gal, the Frenchmen, al- 
ready see some difficulties, e.g. in the co-existence principle. But 
an “assimilation” **' of Franco-German legal tenets may well take 
place in the future just as “rapprochement” has occurred on the 


political plane. 


Its Effects on the American Exporter and Investor 


Since it hardly behooves an American legal scholar to make 
proposals for the Kuropean Common Market and as we have lim- 
ited ourselves to an academic discussion of the proposals made so 
far by legal exponents of the interested parties, the six member 
states, we should now have a final look through the eyes of the 
American businessman interested in trade with and within the 


Kuropean Economic Community. 

At the end of September 1960°” the Remington Rand Corpora- 
tion, laying off close to 1,000 employees in Elmira, N. Y., announced 
plans to make all its standard office and portable typewriters in 


Kurope from then on. And the London Letter, a weekly securities 
publication, reported on November 28, 1960°°* that the American 
Motors Corporation was talking about a Rambler Assembly Plant 
in Liége, Belgium in a partnership arrangement with a foreign 
group rather than using the technique of General Motors which 
operates through outright European subsidiaries. Thus the rush 
of U.S. concerns to get a stake in Europe and the ECM is gaining 
speed at every turn, and these moves are not mere straws in the 
wind. 

Towards the end of 1959 not only Great Britain, but France 
and Italy, too, loosened the tight, discriminatory strings with 
which they had hamstrung U.S. exports during the dollar shortage 
after World War LI. Since then, our exports have been stepped 
up dramatically with an increase of 80% over 1959 to France and 
of nearly 60% to Italy. Exports to Belgium, West Germany and 
Holland also continue to rise so that overall U.S. exports to Europe 
are running close to 50% ahead of 1959.*°** But the existence of the 
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Common Market evokes more interest than mere exports. Many 
U.S. Companies to whom Western Europe had previously been 
only of marginal interest, are now thinking in terms of subsidiaries 
or partnerships with existing local concerns or of licensing ar- 
rangements with the latter. Agreements have been concluded 
between several French Companies and Westinghouse Interna- 
tional in the field of nuclear energy. Underwood Corporation 
formed Underwood Italiana for the production of office machines. 
Excello Corporation acquired the German Godppingen Works to 
manufacture machine tools. Smith-Corona-Marchant took over a 
calculating machine company, also in West Germany. General 
Motors signed a licensing agreement with a Belgian firm to pro- 
duce diesel engines and Du Pont established an orton fiber plant in 
the Netherlands and a paint factory in Belgium. Some Netherlands 
statistics show the trend of recent investments in that EEC mem- 
ber country. From 1955 to 1957, before the Rome Treaty, seven 
U.S. firms on the average established new branches each year. 
But 23 new American concerns opened up in Holland during 1958, 
the first EEC year. A large Dutch bank stated that 47 foreign 
firms established themselves there in the same year compared with 
a maximum of 20 for each of the preceding four years. Similar 
figures were not yet available last year for other EEC countries, 
but although Holland had for many years made especially strong 
efforts to attract U.S. investment, a similar situation can be 
assumed to exist in most other ECM lands resulting in additional 
U.S. influx.’ 

In absolute terms, U.S. investment in the countries which now 
constitute the Common Market, rose from $636 million in 1950 to 
an estimated $1.9 billion at the end of the second quarter of 1959 


at which time our investment in the remaining Western European 
countries (mostly the United Kingdom) reached an estimated 
$2.9 billion. Thus, direct U.S. investment in the EEC area is 
about two-thirds of that in the rest of Western Europe, and it has 


almost tripled between 1950 and 1959.*°° In 1960, a manufacturing 
investment of $270 million will have gone from the United States 
to the EEC, with two-thirds of this figure accounted for by West 
Germany, against $300 million still going to Great Britain.’” But 
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a recent investment survey by the McGraw-Hill Economies Depart- 
ment indicated that, if the investment intentions of companies 
interviewed are fulfilled, our total manufacturing investment in 
the ECM countries for 1961 could be expected to exceed that in 
Britain for the first time.*” 

But regardless of the increasing investments in the Common 
Market, licensing and know-how arrangements continue to remain 
in the forefront, especially for the smaller and medium-sized U.S. 
firms. In the field of industrial property, know-how covers trade 
scerets or known processes whereas licensing refers to patents and 
trademarks. While the number of such arrangements in the Nether 
lands where there were 102 wholly-owned U.S. subsidiaries and 
37 partial participations by U.S. firms in loeal concerns as of 
June 30, 1959, is not known, we count on that date 113 American 
manufacturers who had entered into licensing agreements with 
Belgian firms against 171 fully-owned U.S. subsidiaries and 35 
partial participations by U.S. firms in that country; the ratio 
between the two types of relationships may be due to a change in 
Belgian policy which, until recently, favored U.S. participations 
through licensing and know-how arrangements rather than direct 
capital investment, but now all arrangements promising to benefit 
the Belgian economy, are welcomed.’” 

A look at the trade names and trademarks mentioned before 
which are household words in the United States, shows the im- 
portance of their protection for their owners as well as for their 
licensees so as to properly proceed with their national and inter 
national registration, inside and outside of the Common Market, 
the types of marks available, the appropriate provisions in assign 
ment or licensing contracts, and their use both compulsory (where 
required) and circumspect to avoid their falling into the public 
domain and thus becoming “generic”. 

Licensing agreements are a legal field full of pitfalls. If 
drawn up between Americans and nationals of the EEC countries, 
they must live up to the municipal law of the country involved as 
far as their possible abuse is concerned,'”® and they must skirt the 
traps not only of the Antitrust Laws now existing in France, West 
Germany and the Netherlands, but also the new provisions of Arts. 
85 and 86 of the EEC-Treaty which are its Antitrust Law and, in 
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the parlance of our Sherman Act,” correspond roughly to its 
prohibition against agreements in restraint of trade (Art. 85) 
and against the tendency to monopolize (Art. 86)."’* These pro- 
visions already represent living law. In 1958 there was a case 
before the District Court of Zutphen, Holland,'* dealing with the 
market-sharing agreement for paper wrappers between a Belgian 
and a Dutch manufacturer where the Dutch defendant took the 
attitude that such an agreement was illegal under the KEC-Treaty 
since Art. 85 prohibits agreements or concerted practices which 
have “as their object or result prevention, restriction or distortion 
of competition within the common market.” Brown’ finds no 
exception for industrial property including trademarks in Arts. 
85 and 86 which have given rise to anxiety since they could prohibit 
the fixing of resale prices, the control or limitation of production 
and sales or the apportioning of fields of marketing; such arrange- 
ments occur frequently among trademark owners and licensees in 
Kurope and could be overridden unless Frayne’”’ is right when he 
does find an exception in Art. 85 “which is so broad as to be nearly 
coextensive ... with the prohibition itself” when it excepts “any 
concerted practices ... which contribute to the improvement of 


the production or distribution of goods or to the promotion of tech- 


nical or economic progress” as long as they are indispensable 
and do not eliminate substantial competition (Art. 85 § 3). 
Only the practical application of Art. 85 by the institutions 
of the common market and the various Courts, both national and 
regional, will disclose precisely who is right and what is a legal 
wrong. Prof. Franceschelli'’’ is not in agreement with Prof. Boden- 
hausen'’’ and Gotzen'** when, in his opinion, they “deny that Arts. 
85-86 by themselves, without any need for further action from the 
member states or from the EEC authorities restrain the possible 
uses of a trademark.” To Callmann,'” like Franceschelli, “even 
without specific regulations, Arts. 85-86 are sufficiently explicit for 
judicial application; they are no more general than many of the 
provisions of the Sherman Act.” Whether they are actually self- 





111. 26 Stat. 209 (1890), as amended, 15 U.S.C. $§ 1-8 (1958). 

112. Frayne, op. cit. supra n. 11, at 172. . 

113. Tuberies Louis Julien, S.A. Vv. van Katwijk’s Papier en Carton Verwerkende 
Industrien N.V., Roll No, 38/58, as cited in 14 Recorp or N.Y.C.B.A. 381 (1959). 

114. Op. cit. supra n. 72, at 517, 518. 

115. Frayne, op. cit. supra n. 11, at 172. 

116. Op. cit. supra n. 34, at 310. 

117. London op, cit. supra n. 72, at 3, 7, 8. 

118. Op. cit. supra n. 35, 1958 Prop. Inp. 69, 70, 72. 

119. Op. cit. supra n. 39. 





de 


Vol. 51 TMR EUROPEAN COMMON MARKET TRADEMARK 


} bo 





executing or not has apparently not been decided judicially in the 
3-year period of transition during which only the national Courts 
of the member states were required under Art. 88 to apply Arts. 
85 and 86 if not inconsistent with their respective national laws; 
that this is the proper interpretation is shown by the decision of 
the Dutch Court in the first reported EEC antitrust case’*’ when 
it rejected Defendant’s contention that Art. 85 was presently 
effective law. 

3ut on the administrative level it has almost from the begin- 
ning been held by the EEC-Commission that these articles are of 
immediate force and self-executing and not merely declaratory 
principles which, in order to have the foree of law, must be im- 
plemented by later regulations.**? And a committee of experts, 
appointed by the member governments at the request of Commis- 
sion President Hallstein concluded unanimously after meetings 
in Brussels during November 1958 and January 1959 that Arts. 85 
and 86, upon ratification of the Treaty by member states, had 
become municipal law in each one of them.'**? Furthermore, the 
German Federal Cartel Authority (Bundeskartellamt) on Febru- 
ary 19, 1959 took the same position in holding that these articles 
are presently effective law.’ 

But woe to the American licensor who runs afoul of the U.S. 
Antitrust Laws! Rightly both Callmann and Franceschelli warn of 
the pitfalls not only of the national and EEC, but also of our 
antitrust laws when they refer to the justly famous Timken’ and 
Guerlain’ cases. In the former an international agreement divid- 
ing world markets and preventing competition was held not to be 
merely ancillary to a trademark licensing agreement while the 
latter held an international distribution agreement to be in viola- 
tion of our antitrust laws. Callmann fears that “there is probably 
no area within the purview of Arts. 85 and 86 where an” American 
“Attorney could venture an intelligent prediction upon which his 
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client could confidently rely.” '*° And this in spite of the accepted 
doctrine that an American businessman who attempts to exploit 
his trademarks in the European Community as licensor, need not 
defer to our antitrust laws until he engages in some restraint of 
the trade and commerce of the United States.**’ If his license 
arrangements involve direct, substantial and unreasonable re- 
straints, he violates our laws. He cannot utilize trademarks to 
justify unfair methods of competition, such as the piracy of trade- 
marks, or enter naked conspiracies to fix prices, divide territories 
or impose restraints upon third parties in license agrecments 
substantially affecting U.S. commerce. Thus, every time the use 
of a trademark is controlled by a restrictive commercial practice 
agreement which falls under U.S. and EEC antitrust provisions, 
the use becomes illegal and automatically null and void (Art. 85 
) 2). Thus, from without and within the ECM, American business- 
men must avoid, e.g., resale price maintenance unless it is care- 
fully tailored to the common market when practiced without inter- 
ference with U.S. commerce, exclusive dealer agreements on 
branded products, direct or indirect fixing of purchase prices too, 
limitation or control of production, markets, technical development 
or investment, market sharing, supplying on unequal terms of 
equivalent goods, and tying clauses.’** 

The gradual elimination of trade barriers among the “inner 
Six’, coupled with the maintenance of a common tariff against the 
outside world, will subject American exporters to the EEC coun- 
tries to increasing disadvantage compared with their competitors 
inside the area.’*’ As a consequence, American manufacturers will 
eradually reduce their exports to the area and, as shown in the 
last few years, continue to invest in production facilities through 
licensing, joint ventures or by opening plants in ECM countries. 
Our Treasury Department has been helping this trend through 
tax-free transfers of exclusive rights, through Foreign Base Cor- 
porations (also known as “Tax Haven Corporations”) which are 
formed in a foreign country for the purpose of conducting all or 
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part of the foreign activities of a U.S. enterprise, thus exempting 
the income from sales abroad from U.S. Income Tax (Internal 
Revenue Code of 1954, § 862(6)),’* or through a Foreign Business 
Corporation, a domestic Corporation which derives at least 90% 
of its gross income from the active conduct of a trade or business 
and from sources outside the U.S.**? Our business community seems 
to operate with a distrust of the GATT as compared with its 
belief in the Rome Treaty as an efficient instrument, and in the 
expectation that, in the long run, European economie growth will 
create a return to larger imports from the United States through 
expansion of European production and greater purchases from 
the U.S. which are so sorely needed to reestablish our balance of 
payments and the international standing of the U.S. Dollar. 

Prof. Franceschelli,** as long as there is no “Euromarque” in 
existence, suggests to American trademark owners as a positive 
approach to the Common Market to try and enjoy the benefits of 
the Madrid Arrangement (to which the U.S. is not a party) by 
opening a subsidiary in one of the countries signatory to this re- 
stricted Union and thus creating a country of origin for the inter 
national deposit of their trademarks. This should preferably be 
one of the “inner Six” which would thus form a starting point for 
the manufacturing or trading through such a new outlet within 
the Madrid Union and, thus, the Common Market therein. Such 
subsidiary could be incorporated either in the U.S. and be domi 
ciled in the Common Market, or be incorporated in only one of 
“the Six”. Gombos'® also suggested before the Section of Cor 
poration, Banking and Business Law at the August 30, 1960 Ameri 
ean Bar Association meeting in Washington the setting-up of a 
holding or co-ordinating main subsidiary in Holland or Luxem 
bourg to pool, or set off, the profits and losses of a U.S. enterprise 
with several branches or subsidiaries in the Common Market. Sev- 
eral holding or management companies have lately chosen thy 
Netherlands as their “tax haven” because they do not pay Dutch 
taxes on their foreign income once it has already been taxed 
abroad. Gombos sees a future solution in a common “European 
Commercial Company” which would offset municipal corporation 
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and business laws and has been under active consideration by 
the International Congress for the Creation of a European-type 
Commercial Corporation held at Paris in June 1960. But he also 
makes one very pertinent and prudent suggestion which should 
by no means be taken as a sign of “fear of failure” of EEC or 
Kuropean Free Trade Association (consisting of Austria, Den- 
mark, Great Britain, Norway, Portugal, Sweden, and Switzerland) 
or their possible future fusion; he advises’ that any legal arrange- 
ments with respect to business deals for EEC or EFTA should 
be framed in such a way that they remain valid regardless whether 
the European Communities will succeed or be, one day, dissolved. 
fle warns of the readjustments and expenses involved in an or- 
ganization or agreement when changed from an individual country 
to the whole of one of the Communities in order to keep in tune 
with area or membership changes or the dissolution of either or 
both groups. His “escape clause” would take the form of a right 
for a licensor to terminate the agreement covering the entire ECM 
and to substitute automatically country-by-country agreements 
for the balance of the original contract term, with most conditions 
remaining the same, but some, like royalties, to be changed. 

Thus we have seen how great the interest of the American 
businessman and legal counsel has become in the European Com- 
mon Market, especially as far as trademarks are concerned. But 
the real problems transcend any narrow topical field of the law. 
Callmann, in concluding his Wiesbaden address,’*’ detected the 
fundamental greatness of the Rome Treaty in its replacement of 
the principles of nationality (“We treat you as we treat ourselves’’) 
ond reciprocity (“We treat you as you treat us”) with the superior 
prineiple of uniformity (‘We will all be treated alike according to 
the basic rules of the Treaty”). 

Let me descend from the lofty heights of universality to the 
earthy necessity of, first of all, understanding one another to close 
with the preface to a new and useful loose-leaf publication in 
Freneh which contains the texts of relevant code provisions and 
their discussion for each of the six countries keyed to a standard 
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“We must know the law of our neighbors. Not only do we 
most often ignore it, but it is inconvenient to inform ourselves: 
not even Belgian Codes are sold in Paris. Especially the language 
difficulty: there exists no French translation of the Italian Civil 
Code, nor of the Commercial and Civil Codes of the Netherlands ; 
as to translations of the German statute law, they are relatively 
old, and therefore do not contain recent amendments. Doubtless, 
the study of comparative law has developed remarkably during 
the last years. But the published studies are most often of an 
academic character; while of great interest to the student of juris 
prudence or the sociologist, they do not answer the questions of 
businessmen.” **7 

This paper has attempted to answer some questions of the 
businessman although it is primarily the work of a student of 
jurisprudence and thus cannot divest itself of an academic charac- 
ter. The entire development of a European Trademark Law is in a 
state of flux and much dross will have to be ladled off before the 
shining armor of a uniform regional, international or supra 
national Trademark Law can be fitted over the still unprotected 
features of the European Economic Community. 


ee 
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THE CASE AGAINST INTENTION TO USEt 


By Oliver P. Howes, Jr.* 


Over the years, since 1870, legislation has been considered 
which would create trademark rights—not from the time of first 
use but from the date of filing or publishing an intention to use 
a proposed trademark. 

It has been said of the present proposals that presumably 
the goal of urging the addition of a recording system for decla- 
rations of intent to use a trademark is to provide a source of 
public records to enable the business community to have an im- 
proved opportunity to discover the ownership of trademark rights.’ 
This of course assumes that legislation can create trademark 
rights. 

The question involved is not that of spreading evidence of 
existing federal rights on the records. This is adequately done 
by the present act. The serious problem regarding pre-use ap- 
plication legislation arises from the fact that it adversely affects 
already existing common law rights in unregistered marks. 

In appraising the advantages and disadvantages of giving 
rights based on an intention to use a proposed trademark, con- 
sideration must be given to the three sources of trademark rights. 
These have long been recognized as the common law, the power 
of Congress to legislate over commerce under the “Commerce 
Clause” and the treaty power. 

There ean be no question that rights in a trademark based 
on intent to use is a concept not recognized by the common law. 
The Supreme Court in the Trademark Cases, 100 U.S. 82, in 187 
said “At common law the exclusive right to it (a trademark) 
crows out of its use and not its mere adoption”. The court em- 
phasized the word “use”. Similarly, it has been said that there 
cannot be any trademark without trade to carry the mark. It 
would seem that there is no argument that the recognition of a 
property right in a trademark by virtue of proposed use is not 
a common law concept. Therefore, if we are to have a system 


Ep. Note: For previous reports on this subject see: 50 TMR 221, 50 TMR 230; 
Canada 51 TMR 119; Great Britain 51 TMR 128. 
t 200.11—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)—IN GENERAL. 
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whereby rights will accrue upon the adoption of an idea for a 
trademark such a departure from our common law principles must 
be based on the legislative power or the treaty power. 

I do not believe that the fact that the common law may be 
superseded by statute is any longer questioned. Mrs. Leeds in 
her Trademark Manual said, in commenting on Section 22 of the 
Lanham Act, “The prior laws did not enlarge the common law, 
but the common law to this extent is now supplanted by the 
statute.” This passage was cited with approval in Sterling 
Brewers v. Cold Spring Brewing Corp., 100 F. Supp. 412, 41 TMR 
990, 997 (D.C. Mass. 1951) p. 418. 

In regard to the treaty power, we already have adopted a 
system which gives foreign nationals greater rights than our own 
merchants and traders. Under the rationale of the MERRY cow 
decision’ it is possible for a foreign national to secure a U. S. 
registration if he has a registration in his home country, regard- 
less of whether the mark is used in commerce with the United 
States or in the United States. Since many foreign countries do 
not require actual use in order to secure a registration, such as 
France, it is possible for a French corporation or national to 
register marks on the basis of proposed use and secure registra- 
tions in the United States based on those foreign registrations. 
However, there would have to be use of the mark within five years 
after registration since once registered, the owner of the mark 
must conform to the applicable United States regulations.’ If 
proposed use has such advantages, as we are told it has, there 
would seem to be no reason other than financial, why a wholly 
owned foreign subsidiary or agent could not secure registrations 
and clutter up the register with them without using the marks for 


five years instead of the six months after allowance of the Ca- 


nadian statute or the nine months of the current proposal of the 
Chicago Patent Law Association. It would not appear, however, 
that the treaty power could be used to directly benefit United States 
nationals in regard to their intent to use a trademark in this 
country. 

This brings us to the power of the legislature to create rights 
in trademarks based on their proposed use under the Commerce 
Clause. The Supreme Court in the Trademark Cases, supra, held, 
that the only support for Congress legislating with respect to 
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trademarks was to be found in the “Commerce Clause” of the 
Constitution. The Court had the question of the constitutionality 
of the Trademark Acts of 1870 and 1876 before it. These pro- 
vided for protection of trademarks by those entitled to their ex- 
elusive use or by those who intend to adopt and use any trademark 
for exclusive use. Since the remedies provided by the Act of 1876, 
which was enacted to protect more fully registrations under the 
provisions of the Act of 1870 were not confined to trademarks 
used in foreign or interstate commerce, the acts were declared 
invalid. Since Congress does not have the power to legislate as 
to local or purely intrastate commerce, it is to be assumed that 
the Supreme Court meant that Congress in legislating on inter- 
state and foreign commerce meant actual commerce, not an intent 
to engage in interstate commerce. 

To sum up, at common law there has to be trade before there 
is a trademark, the treaty making power would not seem ap- 
plicable to a domestic issue, and in order to come within the com- 
merce clause, Congress must have actual commerce as the subject 
of its legislation. However, no one likes to cast himself in the 
role of a legislative defeatist, especially in a period when the 
powers of Congress are ever being broadened. In this regard, I 
refer to the words of the Second Cireuit in the Dawn Donut‘ 
ease where, in discussing the effect of constructive notice on an 
intrastate user, it was stated that the only relevant question as 
to whether a defendant who uses a mark only in intrastate com- 
merce is beyond the power of Congress “is whether the intra- 
state activity forbidden by the Act is sufficiently substantial and 
adverse to Congress’ paramount policy declared in the Act” and 
the Court answered the question in that case as follows: 


“* * * we think it is within Congress’ ‘necessary and proper’ 
power to preclude a local intrastate user from acquiring any 
right to use the same mark.” 


Since this statement probably gives some comfort to those who 
argue that intent to use legislation is constitutionally within the 
power of Congress, I will direct myself, therefore, to some of the 
practical disadvantages of creating rights in unused trademarks 
based on the intention to use them. 

The proponents of the proposed use statutes, over the years, 
have argued that a trader should be able to determine with rea- 
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sonable certainty, before he invests large sums in advertising 
and marketing his product, whether or not another already has 
rights in that mark. The logical extension of this argument is to 
require federal registration of all trademarks before an action 
for infringement could be maintained. This is what the original 
Ernst Bill [S. 2679, introduced in 1924] sought to do by means 
of a deposit system. Although the limitation on the right to 
maintain an infringement action had been removed by 1930, the bill 
still provided for the deposit of all unregistered marks and allowed 
application for registration based on intent to use provided the 
proposed trademark was used in commerce prior to registration. 
The incentive to deposit was then a saving in the fee for de- 
positing within a year of adoption. 

This legislation also proposed in order that a large collection 
of marks would be available for search purposes, that the Com- 
missioner of Patents was to maintain a register of all registered 
marks, all pending applications and all deposited and unregis- 
tered marks whether used in interstate or intrastate commerce. In 
addition, the register was to include “any other marks in actual 
use which the Commissioner may direct”. 


It is to be noted that the deposit features as well as the duty 
of the Commissioner to collect marks in actual use have been 
omitted from the current proposals. This raises a question as 
to whether the proponents of the pre-use application legislation 
really wish only to establish a public record that provides a rea- 
sonably certain source for disclosing trademark rights. 


I submit that there will be no greater certainty for search 
purposes under the pre-use application bills than there is at 
present. An article by the patent counsel to Cherry-Burrel in 
The Trademark Reporter in 1953° called for consideration of a 
pre-use application statute. However, the example he gave for 
the advantage of such a law is a case where an action is brought 
by a prior user who had not registered his mark although he had 
used it for several years. The mark was not disclosed by the 
unfortunate second comer’s search. Local traders very often are 
unaware of the publication of marks in the Official Gazette or 
the advisability of registering in the Patent Office if they are 
trading interstate between such places as Port Chester, New York 
and Greenwich, Connecticut, or even less sophisticated spots. 
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There are various industries which the courts have recognized 
are local in nature. In the Sterling Brewery case, supra, the court 
found as a fact that the further a sales territory is located from 
the brewery, the smaller are its sales. In the Dawn Donut case, 
supra, the court took judicial notice of the fact that retail pur- 
chasers of baked goods tend to trade within 25 miles of home. 
Small local bakers, brewers or druggists are not likely to, adver- 
tise on such a seale that their marks become known outside their 
immediate trading areas, nor are they apt to be subscribers to 
the Official Gazette or to a trademark watching service. Unless 
intent to use is pushed to its logical end—compulsory registration 
of all trademarks used in commerce, whether interstate or intra- 
state—there is no assurance that a small intrastate user such as 
the Starhart Bakeries [Dawn Donut], supra, or a nominal inter- 
state user such as Rectanus in the United Drug® case will not be 
able to later successfully challenge the use of a duly registered 
trademark. And if such a user is not able to successfully chal- 
lenge an invasion of his marketing area, then the intent to use 
or compulsory registration statute is destroying common law 
rights lawfully established both intrastate and interstate. 

At the same time that the proponents of trademark rights 
based on intent to use argue for certainty for search purposes, 
they fail to comment on the availability of State trademark reg- 
istration records for search purposes. How many of you have ever 
seen a State registration referred to in a search report, yet we 
all know many States have registration statutes? Of course, prior 
to recent Second Circuit decisions not many lawyers recommended 
State registration in New York. 

There seems to be a total disregard for property rights in 
trademarks used intrastate or used without registration, in the 
suggestions that failure to oppose a pre-use application would 


result in precluding recovery of profits or damages in a suit for 
infringement at a later date®* or denial or the right to maintain 
such an action.” Similarly the award of priority for the purposes 
of the Lanham Act based on publication of a mark intended to be 
used as against an innocent user of the same mark or a confusingly 
similar mark subsequent to publication of the proposed mark, it 
is believed will lead to unreconcilable decisions based on differ- 
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ences in the goods or lack of competition such as we have recently 
witnessed in the Second Cireuit and Southern District decisions in 
the HAYMAKER,’ T'riumph* and Universal® cases. 

A second argument made in favor of priority based on appli- 
eation to register is a condemnation of “token” use or synthetic 
first use. First, because such use is not usually known outside 
the inner circle of manufacturer and friendly dealer, and is un- 
advertised, hence, is not developed by the search reports; and 


secondly because pre-use application rights will do away with 


the need for spurious token use which is characterized as leading 
otherwise forthright companies to resort to a practice thought to 
be improper. The mere characterization of the use as “token” 
indicates that no actual use is intended. It is the argument of 
the proponents of the pre-use application laws that the ability 
to file a declaration of intent to use will give the applicant time 
within which to determine if its proposed mark will be a com- 
mercial success so that by the time the mark has been passed for 
publication and the opposition period has passed, real money may 
be invested in the promotion and marketing of the product and 
that when the declaration of use is filed ‘it will be “real” use. 
Let’s examine this thesis for a moment. Cases such as Seiberling 
tire’® show that each party intended to bring out a seasonal item, 
snow tires. The date that the product would have to be on the 
market was known at least a year in advance, and yet both parties 
came down to within four months of the production date without 
a mark being adopted. It appears from the case that one party 
had more than one mark under consideration—the eventual second 
comer’s choice of its mark was purportedly made in a taxicab at 
the suggestion of the president of the company. It also does not 
appear that any search was made as to availability of the term, 
although Dayton, the second user, had intended to use TOWN & 
country but found it unavailable. However, what would be the 
situation if there were four terms under consideration. Because 
there is no requirement of use, a company cannot afford a leak 
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of information that might give a rival the chance to adopt the 
“winning term,” so applications would be filed for all four based 
on intent to use. If all four were published without objection, 
now that the competitors all know what marks it is contemplated 
will be used, and are available, would there not be some incentive 
to the applicant who cannot again file for the same mark for the 
same class of goods for a period of five years under the Chicago 
bill to make a token use of the terms he does not intend to use 
in order to have a backlog for the next few seasons or to prevent 
his competitors from using what he believes are good “trade- 
marks”. 

This is borne out by the Canadian experience. During the year 
prior to May 1960 only 7.8% of the allowed applications based on 
intention to use were abandoned because of failure to file a decla- 
ration of use. There have been rumors but no adjudicated deci- 
sions that the use on which many of these Canadian registrations 
are granted has been fictitious. The argument for search cer- 
tainly is also weakened by the fact that many applicants may use 
their marks subsequent to filing, but never file the declaration of 
use. This is similar to the case where you find a registration in 
a search report has been canceled for a failure to file the Section 
8 affidavit or the registration has expired. Anyone: giving an 
opinion based on such a set of facts knows how careful you must 
be to check to see if use of the mark has actually been abandoned. 

Doesn’t the decision in Seiberling, supra, show that in most 
eases first use is token use? The first use was the shipment in 
interstate commerce of a single tire. In order to determine 
whether a mark is used to create a commercial impression you 
have to stand off and look at the factual situation with perspective. 

In the Seiberling case the Patent Office rejected the applica- 
tion based on interstate shipment of a non-snow type tire bearing 
a photocopy of a proposed label showing the mark. The tire was 
shipped to a dealer who was invoiced for the tire but under the 
tire’s original trademark DAYTON THOROBRED. At the same time 
the Patent Office recognized the following set of facts as proper 
use supporting the application to register. 

“The single shipment of a commuTER tire duly cured in the 


COMMUTER mold, followed by the acceptance of an order for 
COMMUTER tires, followed by the sale and shipment of the 








11. 50 TMR 241. 
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imperfect coMMUTER tires followed by full production (though 
on a somewhat limited scale) after complete correction of the 
es 


The Assistant Commission said this (p. 559, 47 TMR at 92): 


* * * shows a continuous course of action such as to invest 
Seiberling with rights which should not be disturbed by a 
subsequent user.” 


The period from the first shipment to the time of commencement 
of production was five months. In the drug field we have the 
example of a mark used on a product in clinical analysis which 
may not be used in commercial production for a year or more. 
Perhaps one answer to the problem of token use would be to 
amend the statute as suggested by one of the advocates of the 


pre-use application legislation and replace “use in commerce” with 
“use in normal commercial operations’, only, I think it should be 
amplified to cover “use in normal commercial operations which 


Congress has the power to regulate”. 

Another problem created by the pre-use application arises 
from the fact that no specimens are of necessity filed with the 
application. /n re International Breweries, Inc., 122 USPQ 342, 
49 TMR 1233, points up this difficulty. In that case, registration 
was denied a mark combining a slogan and insignia despite the 
fact that the Examiner held the matter presented was capable of 
distinguishing applicant’s goods. The Trademark Trial and Ap- 
peal Board said 

“Sometimes the manner of use is such that the words do not 
serve the purpose of identifying and distinguishing merely by 
placing them on labels on the packages.” 


Such a determination would defeat the argument that the intent 
to use laws save the cost of expensive art work. 

The potential objector to a proposed trademark is in a real 
dilemma. If he objects to a proposed mark because he believes 
it is close enough in similarity to his mark as to be likely to cause 
confusion if applied to the same goods sold through the same 
channels of trade, the declarant is in a position to vary the assumed 
set of facts just enough to overcome the objection. 

The Chicago Bill does not provide any adequate means for 
objecting to a declaration of intent to use. However, if the bill 
finally submitted contains a provision for objection, it is assumed 
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it will be similar to an opposition. Briefly stated, if you have a 
close question of likelihood of confusion but because the mark is 
not used, you are unable to adduce any evidence of actual con- 
fusion, do you want to invest heavily in attempts to prove like- 
lihood of confusion by such means as a public reaction survey 
when it may well be that the mark will never be used. What are 
the consequences to be if you oppose the proposed mark, put in 
a weak case, lose, and then, subsequent to registration, find in- 
stances of actual confusion? The result would seem to be liti- 
gation rather than settlement of the dispute in the Patent Office. 
Although the earlier Patent Office determination is not controlling, 
it may well be that the Courts would give it great weight. 

Two other points regarding proposed use present problems. 
One is that of assignability. Should a pre-use application be as- 
signable? We all are aware of the problems that some companies 
with well-known trademarks have encountered in foreign coun- 
tries where registration is not based on use. In some eases, the 
registrant could not effect a better holdup if he carried a gun. 
Presumably the verification of the declaration is intended to guard 
against the filing of a pre-use declaration by one who has no 
real intent to use, however, if a provision as to unlimited assign- 
ability of the declaration is included in the bill, I urge the pro- 
ponents to include a provision that the declarant actually be en- 
gaged in the business of making or selling the class of goods 
specified in the declaration. 

A second phase of this problem is not one that is present in 
the Chicago Bill, but has been proposed to the Lawyers Advisory 
Committee of The United States Trademark Association. That is 
the question of assignment of the mark described in a pre-use ap- 
plication with or without the good will or any part of the good 
will of applicant’s business. I seriously question whether any 
good will may be symbolized by a mark which has not been used. 
This is a far ery from the traditional concept of the trademark 
which is protected as a property right appurtenant to an actual 
business. I merely bring up this point to illustrate how vast a 
change in the traditional concept of the trademark law is now 
being contemplated, and without any real purpose. 


The second point in this same proposal is that which concerns 
application to register on the basis of intended concurrent use 
which is also in the bill submitted to The United States Trade- 
mark Association. It has been said that the constructive notice 
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provision of the 1946 Act practically abolished coneurrent use, 
the only major area left being one where a business is sold and 
the good will divided territorially between two or more purchasers. 
Declaring one’s intent to use a mark already used by another in 
a different area, in view of the Dawn Donut decision, is similar 
to a declaration that | will use your trademark until you come 
into my marketing area and enjoin me. 

The foregoing has been an attempt to briefly point out some 


of the problems that are inherent in pre-use application !egisla- 


tion and some specific objections to the current proposals. 

The present registration statutes are sufficient to fully pro- 
tect the trademark owner’s property right in his mark as used in 
connection with an established business. Do the possible advan- 
tages to be gained by the proposals, such as greater certainty of 
search results and the practical advantages of convenience in 
adopting a mark, outweigh the disadvantage of giving rights to 
one who is not a trademark owner to the detriment of a bona fide 
trademark owner, who, for reasons of size or method of opera- 
tions, unawareness of his rights, or inadequate legal advice, has 
not registered his trademark, widely publicized it, and does not 
have a trademark watching service inspecting the Official Gazette 
for him. I do not think the advantages balance the disadvantages. 

“Token” use is bad only if by prearranged ground rule or 
arbitrary definition the term is assigned a meaning which assumes 
bad faith, lack of intent to continue, fraudulent purpose or some 
other ground for a claim of illegality. Does this advance the dis- 
eussion beyond the point of name calling? Once you start with 
the hypothesis that the initial step is devoid of legal effect, it 
necessarily follows that the legal effect of that first step is a 
nullity. 

Thus a token use, in the ordinary sense of the word, which 
as I understand it, encompasses good faith, followed by continued 
use constitutes orthodox common law trademark acquiring pro- 
cedure. Both the existing law and the proposal contemplate con- 
tinued use to sustain validity. The difference resides in the dif 
ference between using a mark on goods in trade and thinking up 
words. The policy question the business community has to decide, 
therefore, is which procedure is more likely to result in main- 
taining or strengthening public confidence in trademarks and 
which is more susceptible to abuse. 
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OPPOSITION TO "DESCRIPTIVE" TRADEMARKS— 
THE TEST TO BE APPLIED‘ 


By Martin J. Beran* 


Section 13 of the Lanham Act states in part: 


“Any person who believes that he would be damaged by the 
registration of a mark upon the principal register may 

file a verified notice of opposition in the Patent Office, stating 
the grounds therefor . " 


The overwhelming majority of oppositions are instituted by 
opposers who allege prior use of a trademark (which may or may 
not have been registered) and who contend that the mark sought 
to be registered is so similar to their own trademark that its 
registration would be likely to cause confusion, mistake, or decep- 
tion of purchasers, thereby causing damage to the property in- 
terest which the opposer has in its trademark. 

Certainly, where two trademarks are involved, no one will 
dispute the fact that the test of confusing similarity in appearance, 
sound or meaning (or any combination thereof) is the proper 
standard for determining the rights of the parties. 

However, it often happens that a highly suggestive trademark 
is passed to publication, and an opposition is instituted, not on 
crounds of confusing similarity with opposer’s prior used trade- 
mark, but rather because the mark is said to be a mere contraction 
or misspelling of a descriptive or generic term and hence is not 
entitled to registration on the Principal Register with the pre- 


sumptions flowing therefrom.’ 


In situations of this type, the question arises concerning the 
proper test to be applied for purposes of determining whether 
the notation sought to be registered is so close to the descriptive 
or generic term as to be unregistrable. 








200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)—DESCRIPTIVE 
AND GENERIC MARKS. 
200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES )— 
DESCRIPTIVE AND GENERIC MARKS. 
500.19—coURTS—BASIS OF RELIEF—DESCRIPTIVE AND GENERIC MARKS. 
* Associate of the firm of Blum, Moscovitz, Friedman & Blum, New York City; 
member of the New York Bar: Associate Member of USTA. . 
1. The discussion assumes that the mark sought to be registered has not acquired 
secondary meaning and was not published pursuant to Section 2(f) of the Statute. 
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This question was discussed in the case of Armour & Co. v. 
Organon Inc., 44 CCPA (Patents) 1010, 245 F. 2d 495, 114 USPQ 
334, 47 TMR 1517 (1957), in which the five judges of the United 
States Court of Customs and Patent Appeals rendered three dif- 
ferent opinions. 

The applicant therein sought to register corrropHin for a 
medicinal hormone preparation known as acTH (adrenocortico- 
tropic hormone or adrenocorticotrophie hormone). 

Opposer contended that corrTroPHIN was a mere contraction 
of the generic term “corticotrophin” used by opposer, and used 
by others in the field prior to the adoption of corTropHrIN by ap- 


plicant, and therefore was confusingly similar to such generically 


descriptive designation, and must be considered in the same cate- 
gory with the said descriptive term. 

The majority opinion consisting of Chief Judge Johnson and 
Judge O’Connell held that corTROPHIN was not a contraction, tele- 
scoping, or misspelling of the generic name “corticotrophin”, and 
that since it could and did properly function as a trademark, there 
was no need to even consider whether opposer had any standing 
to prosecute the opposition, as there could be no damage to op- 
poser if the nondescriptive, nongeneric trademark coRTROPHIN 
were granted registration. 

The majority stated that in determining whether a trademark 
is descriptive or a mere contraction or elision of a descriptive 
word, the same test is applied as where two trademarks are in- 
volved, and the question is one of confusing similarity as applied 
to the goods. -In the exact words of the Court: 


“The question in each case thus reduces itself to a determina- 
tion of whether the proposed mark is so similar to the de- 
seriptive term as to result in the likelihood of confusion as 
between said mark and the descriptive term per se.’’? 


Judge Rich, in a vigorous concurring opinion, took issue with 
the theory urged by the majority as to the test of similarity to 
be applied where a descriptive word and a technical trademark are 
involved. 

He pointed out that when the owner of an arbitrary trade- 
mark opposes the registration of a differing but similar mark, 
he is trying to protect an exclusive right, possibly of great value 





2. The view expressed by the majority was followed in Rk. H. Macy § Co., Inc. v. 
The Richter & Phillips Company, 115 USPQ 342, 48 TMR 505 (Com’r, 1957). 
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to him, a right which brings trade to his door and in which no 
one else has any interest. However, one who opposes registration 
by another of a purely descriptive term which the opposer is 
using or has the right to use in business is merely trying to pre- 
vent encroachment, by a claim of exclusive ownership upon a 
right which the opposer holds in common with others. This right 
is not the opposer’s exclusive property and belongs to him only 
as a member of the public. This is not such a right which brings 


the opposer any trade, nor does it have any direct value to him. 


[It is merely a right to free use of the language, including all 
accepted and constantly evolving technological terminology. 
Judge Rich stated in part as follows: 


“When we come to consider alleged marks which are not them- 
selves purely descriptive terms, but which are marks which 
differ to a greater or lesser degree from such terms, as in 
the present case, it should be remembered that the issue of 
‘confusing similarity’ is not one, the decision of which in- 
volves such matters as palming off, dilution of trademarks, 
getting a free ride on another’s good will and like considera- 
tions with which we are concerned where two confusingly 
similar, nondescriptive, arbitrary marks are involved. All we 
are really concerned with is the prevention of harassment 
by an attempted monopolistic withdrawal of terms from the 
public domain by means of a registration.” 


After concluding that corTROPHIN was not descriptive because 
of the deletion of the letters “tico” which were present in “cortico- 
trophin” and, hence, CoRTROPHIN was registrable as a valid trade- 
mark, Judge Rich indicated that he would have found corTRoPHIN 
unregistrable, had he adopted the theory of the majority: 


“A small difference is . .. enough of a departure from an 
established descriptive name to avoid any likelihood of dam- 
age to one basing his claim solely on the right to use the 
descriptive name. If ‘corticotrophin’ were a valid trademark 
instead of a descriptive term, I would hold the other way 
without hesitation. I would do so because there are real and 
logical reasons for protecting the private property in a trade- 
mark with a wider moat or a higher fence than is required 
to be built around the publicly owned descriptive word, the 
name of the product.” 


Thus, upon the ground that the public interest need not be 
given the high degree of protection which is required when private 
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property rights (arbitrary trademarks) are involved, Judge Rich 
found corTROPHIN to be a valid, registrable trademark. 

It is submitted that neither the opinion of the majority in 
the Armour case nor the concurring opinion of Judge Rich should 
be adopted in toto as a blanket formula for determining the reg- 
istrability of a “descriptive” term. 

It is the opinion of this writer that one must look to the 
evidence in the record before the test to be applied can be ascer- 
tained in any particular case. 

In the event the opposition is based, not on actual use of the 
descriptive term, but rather on the sole ground that all persons, 
including the opposer, should be free to use the term in describing 
their goods, and that the registration of applicant’s mark would 
interfere with this right, then it would appear that the view ex 
pressed by Judge Rich should be adopted. Under such cireum- 
stances, a small difference should be enough of a departure from 
the established descriptive name to avoid any likelihood of dam- 
age. This is so because the interest to be protected is a public 
rather than a private interest. 

Likewise, where opposer has been using the descriptive term 
but such use is subsequent to applicant’s use of the mark sought 
to be registered, the same test should be applied since opposer’s 
only interest in the descriptive word is in its unfettered use as 
a member of the public. 

Where the use of the descriptive term by opposer has been 
prior to the use and adoption of applicant’s trademark, however, 
further inquiry is necessary. 

If the record shows that opposer has made some use of the 
descriptive term prior to applicant’s use of its trademark, but 
there is no evidence to indicate that this term has been featured 
prominently in the sale and advertising of opposer’s goods, then 
opposer has at most a “bare priority” and should be regarded in 
the same category as a subsequent or nonuser of a descriptive 
term. Thus, the interest to be protected here is a publie rather 
than a private interest, and Judge Rich’s rule should apply. 

However, if the evidence in the record clearly shows that 
long prior to the use by applicant of the mark sought to be reg- 
istered opposer has featured the descriptive word prominently in 
its advertising and that a substantial segment of the purchasing 





3. Judges Worley and Jackson dissented on grounds that CORTROPHIN was “obvi 
ously a mere elision of ‘corticotrophin,’ and is still so descriptive as tu be unregistrable.” 
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public has come to associate this descriptive term with opposer’s 


goods even though others are free to use this descriptive term 


and may in fact be using it, then opposer should be deemed to 
have acquired rights analogous to trademark rights for the lim- 
ited purpose of preventing another from unfairly taking advan- 
tage of the good will built up by opposer in the term by means 
of a registration and its accompanying presumptions of exclu- 
sivity of use. Such rights in opposer, which may be termed a 
“priority coupled with a substantial interest in the descriptive 
term” it is using could not, of course, prevent applicant or anyone 
else from making a proper use of the same descriptive words that 
opposer is using descriptively. They would merely give the opposer 
a status similar to that of a trademark owner in preventing the 
granting by a registration of a trademark which is closely related 
to the well-known descriptive word which opposer has publicized 
in connection with its goods. Under these circumstances, it is 
believed that the view of the majority in the Armour case should be 
applied, namely, that the matter should be treated as though two 
technical trademarks are involved and that the determination 
should be whether the proposed mark is so similar to the deserip- 
tive term as to result in the likelihood of confusion between said 
mark and the descriptive term. 

To illustrate such a situation, let us assume, for example, 
that an application is filed in Class 17 to register smMuTHE for ciga- 
rettes. Let us assume further that this application is opposed by 
the manufacturer of copra cigarettes on grounds that SMUTHE is 
a mere misspelling of the word smootn featured prominently by 
opposer as a descriptive term in its advertising in such expres- 
sions as “For a real smooru taste,” and “The mild cigarette that is 
really sMooTH.” 

However, if opposer’s evidence clearly shows that over a long 
period of time, long prior to applicant’s use of SMUTHE opposer 
has spent huge sums in promoting the word sMootH in radio, 
television, newspaper and/or magazine advertising, and, if the 
cigarette cartons and packages themselves feature the word 
smooTH descriptively, and further if sales of copra cigarettes 
amount to several million dollars (which is not unlikely where 
advertising has been so extensive), it is submitted that under such 
circumstances opposer should be treated as having rights analo- 
cous to trademark rights for the limited purpose of preventing 
applicant from obtaining a monopoly in the misspelled descriptive 
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word smMuTHE. In such a situation, opposer should be deemed to 
have acquired “a priority coupled with a substantial interest in 
the descriptive word sMooTH.” 

Applying all of the above-stated principles to the Armour 
ease, the result therein would appear to be correct because there 
was no evidence in the record that opposer had acquired a “pri- 
ority coupled with a substantial interest in the descriptive word 
‘corticotrophin’”’ in which the registration of CoRTROPHIN to ap- 
plicant would result in a diversion of good will from opposer 
to applicant with a corresponding loss of sales. Thus, by applying 
Judge Rich’s philosophy, a small difference is enough to distin- 
guish the trademark from the descriptive word since only a public 


interest is involved. 

It is to be hoped that the Patent Office and the Courts will 
see fit to draw the distinction of nonuse, subsequent use and “bare 
priority” of use in a descriptive term on the one hand, and 


“priority coupled with a substantial interest in the descriptive 
term” on the other, so as to effect a just result when oppositions 
are instituted to the registration of “descriptive” trademarks. 


ttietneeecteeeneeneeeeneeeeeen 





THE TRADEMARK REPORTER 


NOTES FROM OTHER NATIONS! 


By L. L. Gleason* 


Austria 
Registrability of Each Mark to Be Determined Independently 


Application was filed in the Patent Office for registration of 


a trademark consisting of two red parallel bars beneath a red are 
in the form of an inverted “U”, all on a silver background, and 
the Juridical Application Department rejected the application on 


account of lack of distinctiveness. 

The applicants appealed and stressed in their appeal that 
they were the owners of an Austrian registration for a similar 
mark, in which the “U” was replaced by the word Firn (glacier) 
written in the form of an are. 

The Appeal Department in its decision stated that no impor- 
tance should be attached to the fact that a similar mark or any 
other mark had been registered. The examination of each mark, 
as far as registrability is concerned, is to be made independently 
of all other registered marks. However, the Appeal Department 
did not agree with the Application Department and it ruled that 
the inark was registrable because it gave a certain abstract im- 
pression and the colors red and silver helped to make it distinctive. 

(Decision of Appeal Department, Austrian Patent Office, Oc- 
tober 5, 1960. Bm 28/59.) 


MOOR-MASKE Registration Nullified 
The word mark Moor-MASKE had been registered in the Patent 
Office in respect of chemical products for medicine and hygiene 
containing moor for making moor packings. A petition for can- 
cellation of the registration was filed on the basis of that section 
of the Trade Mark Law which provides that anvone may demand 


the eaneellation of a registration on a ground which eould have 


been used by the Patent Office for refusing the registration. 

[t was alleged that the expression MOOR-MASKE was not prop- 
erly registrable because anybody should have the right to use the 
term in describing the goods. The Nullity Department agreed that 
the words Moor (mud) and Maske (mask or pack) were common 
names in connection with the goods concerned and that combining 
them in a single term did not create a fanciful mark. The regis- 
tration was canceled. 





t §800.4—OTHER STATUTES—FOREIGN LAW. 
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(Decision of Nullity Department, Austrian Patent Office, 
August 2, 1960. Nm 54/59.) 


*% 


Bolivia 
Changes in Law and Fees 

On May 8, 1960 a Supreme Decree of the executive branch 
of the Bolivian Government was published, providing for the pay- 
ment of higher fees in connection with the registration and 
maintenance of patents and trademarks in that country, and the 
adoption of a new classification of goods as to trademarks, con- 
sisting of 100 classes, plus the condition that a registration could 
cover only one class of goods. 

Most Bolivian attorneys specializing in patent and trademark 
work did not approve the Supreme Decree on the ground that 
it was unconstitutional, since the Congress of Bolivia alone was 
supposed to have the authority to make the changes, and appeals 
to the Supreme Court were filed. These had the effect of delaying 
the enforcement of most of the Decree. 

The Patent Office recently announced that the Supreme Decree 
is to be enforeed, with some modifications, in respect of all trade- 
mark applications, renewals, assignments, ete., filed or granted 
after May 8, 1960, and supplementary payments will have to be 
made in some cases in respect of completed matters. A definite 
term has not been fixed by the Patent Office for putting regis- 
trations and applications in order, according to the new regula- 
tions, but it is expected that a term of at least three or four 
months will be available for doing that. 

The requirement as to limiting each trademark application to 
a single class, whether for a new registration or for renewal, will 
be enforced, and registrations and renewals granted on applica 
tions filed after May 8, 1960 for goods in two or more classes will 
be limited to one class, to be chosen by the registrant. An addi- 
tional separate application will have to be filed for each other 
elass in which protection is desired. The old classification con- 
sisting of 20 classes is to be retained, and the new classification 
consisting of 100 classes will not be used. 


France—Italy 
Joint Registration of Trademarks 


On January 8, 1955, France and Italy entered into an agree- 
ment whereby a trademark registered in one country could, by 


special request, be extended to the other country. The agreement 
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became effective on January 2, 1961, and it is now possible for 
United States nationals and others to file trademark applications 
in those two countries in accordance with that agreement. 

An application may be filed either in France or Italy with a 
special request for registration of the mark in the other country. 
An additional official fee will be payable in respect of the second 
country, and one extra print of the mark will be needed, but 
otherwise there are no special formalities. The Patent Office of 
the country in which the application is filed is charged with the 
responsibility of forwarding all necessary data to the other Patent 
Office, when the first registration is effected, and the mark will 
then be registered in the second country. 

The agreement is not clear on the question of just when the 
first Patent Office is supposed to forward the record of the mark 
to the second Patent Office—that is, if that is to be done promptly 
after filing in the first country, or not until after the registration 
has been completed in that country. In the latter case there will 
be a considerable advantage in filing in France, since a trademark 
application is normally completed in six months there, and in Italy 
there is usually a delay of about 18 months in the completion of 


an application. The agreement also does not state if protection 
starts in the second country from the date of filing in the first 
country or from the date on which the Patent Office in the second 
country receives a record of the trademark from the first country. 


A separate certificate of registration will not be issued for 
each country. The certificate issued by the Patent Office of the 
eountry in which the application is filed will be endorsed by that 
Patent Office as to the extension of protection to the other country. 
Presumably the registration or extension in the second country 
will receive an identifying number, but there is no mention of 
that in the agreement. 

The registrations in the two countries will be entirely inde- 
pendent of each other, and one may be assigned or canceled with- 
out affecting the other. The Italian Patent Office has indicated 
that it will maintain a special register for marks extended to 
France, which means that trademark searches in Italy, in order 
to be complete, will have to be made in three registers, for na- 
tional marks, International marks extended to Italy, and Italian 
marks extended to France. 

The Italian authorities have announced that the agreement 
will apply only to applications for new registrations filed after 
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January 2, 1961 and the French Patent Office will almost certainly 
make the same rule in an interpretative circular that it is expected 
to issue soon. The agreement does not apply to service marks, 
since there is no provision for registering them in France. 

[It will be necessary to keep separate records for French and 
Italian registrations obtained in the manner described above, as 
French registrations are granted for terms of 15 years and Italian 
registrations for terms of 20 years. There will be no difficulty in 
the classification of goods, as the two countries use the same 
classification. 

It is evident that the two countries will have to issue regu- 
lations covering several points that are not dealt with in the 
agreement. 


Kuwait 


New Trademark Law 

















A Commercial Code has been published in Kuwait as Law No. 
2 of 1961, and it contains provisions for the registration of trade- 
marks and for protection against unfair competition. The reg- 
istration term will be ten years, and it is likely that the rules 
when published wiu provide for a classification of goods. 

Protection under this law will have no connection with the 
protection afforded by the extension to Bahrain and Kuwait of 
a British registration under the Queen’s Regulation No. 5 of 1958. 
It has been determined that the latter law is effective only in 
British courts in Kuwait, and in respect of parties subject to the 
jurisdiction of those British courts. 


Liberia 


Consular Legalizations Now Required 









Word has been received from Liberia that on or about March 
28, 1961 the Department of State issued a ruling which calls for 
the Consular legalization of powers of attorney and declarations 
used in connection with trademark applications, and powers for 
renewals. It is possible that this requirement will be applied to 
other documents, such as assignments. 





Mexico 
Registration Canceled on Basis Prior Registration in Different Class 
The Gillette Company, owner of Mexican registration No. 
03,203 for the trademark ToNI registered for beauty preparations, 
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powders, cosmetics and other goods in Class 6, applied to the 


Patent Office for a declaration of nullity in respect of the Ton! 
registration No. 67,415 which had been granted to Antonio Mon- 
salve Lezama for goods in Class 37, particularly “napkins and 
rolls of paper of the kind called ‘hygienic’”. Gillette claimed the 
exclusive right to use the trademark Tonr on the goods of its reg- 
istration and to prevent others from using it on the same or sim- 
ilar articles. 

Monsalve filed a reply in which he emphasized the difference 
between the goods and the classes of the two registrations and 
argued that a registration gave its owner the right to use the 
mark on the goods covered by the registration but not for all 
those listed in the official classification. The Patent Office agreed 
with this viewpoint and rejected the petition for a declaration of 
nullity. 

The right to appeal to the Supreme Court was granted to 
Gillette, and this highest court found that the petition for nulli- 
fication was well founded and it referred to prior decisions of the 
Supreme Court in similar cases in which the Court had ruled that 
“the element of confusion which ean create error in respect of 
the origin of the product covered by an identical or similar trade- 
mark with priority may arise out of numerous factors, tending to 
obtain a benefit detrimental to the preferential right which has to 
be protected; therefore, the similarity to which the Law refers is 
not limited to articles classified in the same class but in any other 
class, provided that it induces in error by its finality, its compo- 
sition, place of sale or by whatever relationship may exist between 
the two, either a relationship of means and end or relationship of 
eause and effect; this similarity should not be interpreted in a 
rigid manner but, as presently said and reiterated, fairly and logi- 
eally; it can be said that the classification of article 71 of the 
Regulations may not be used as a basis for concluding that there 
is not and that there can not be similarity between products of 
different classes”. 

In view of this decision by the Supreme Court the case was 
referred back to the Patent Office, which then issued on January 
26, 1961 the administrative declaration of nullity that had been 
requested originally by The Gillette Company. 

(Supreme Court of Mexico, Second Part, decision of July 15, 
1960.) 
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Norway 
New Trademark Law to Be Enacted 


The Norwegian Government has approved a new trademark 
law and it is now expected that this will become effective on July 1, 
1961. It will be in general agreement with revised trademark laws 
which have been in force in Denmark since October 1, 1960 and 
in Sweden since January 1, 1961. This is in accordance with a 
plan on which committees in the four Scandinavian countries have 
been working for several years, for adopting in those countries 
more or less uniform trademark laws. The Finnish law is not 


ready for publication. 


Switzerland 
First Use of Mark Is Decisive 


A decision of the Court of Justice of Geneva dated March 24, 
1959, in the ease of Kostenbaum vy. Brummel S.A., confirmed earlier 
court decisions in Switzerland to the effect that the first user of 
a trademark is entitled to the exclusive use of the mark, on the 
voods concerned, even though a later user has been the first to 


register the mark. 


Trademark SPIRALIN Registrable for Non-Linen Textile Goods 


The Patent Office refused to register the trademark sprraLin 
in respect of non-linen textile goods on the ground that such mark, 
ending in Lin, would be deceptive when used on those goods. 

The applicants appealed to the court, which took into account 
an earlier court decision in which it had been held that the trade 
mark NOVELIN could not be registered for textile goods as it sug- 
vested (at least in the French-speaking parts of Switzerland) that 
the goods were made of linen. In dealing with the sprraLin case 
the court stated that the previous decision did not mean that every 
trademark ending with the syllable Liv must be considered unreg- 
istrable, and it referred to a number of words in French and 
German which have Lin as the final syllable and which do not 


suggest linen fiber. sPrRALIN could be registered as the main part 


of the trademark was sprra. (Decision of First Civil Department 
of Swiss Federal High Court, March 22, 1960. Ginzel & Co. v. 
Swiss Patent Office.) 
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Registration of Mark Not Evidence of Validity of Registration 


The grant of a registration by the Patent Office may not be 
accepted as evidence that the mark meets all the requirements for 
registrability as laid down by the Swiss trademark law, or that 
it does not contain false indications of origin. Also, the registra- 
tion of a certain mark for wines is not evidence that the mark is 


in conformity with the provisions of the law on food products. 


(Decision of Court of Cassation of Swiss Federal High Court, 
March 21, 1958. Federal Attorney General v. Michaud.) 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


Certificate of Registrationt 
During the examination of applications to register trademarks 
in the Patent Office the Examiner sometimes finds errors and other 
informalities which must be corrected or clarified. At other times 
the Examiner will find omissions and inconsistencies which may 


require attention before marks are registered in order to avoid 


future confusion or embarrassment. he variety of situations 
which arise before a certificate of registration is issued sometimes 
seems endless. However, several situations recur more frequently 
than others and these will be discussed in these Notes from time 
to time. The first of these appears below. 


Statement as to How to Comply With the 
“Use in Commerce” Requirement 

Usually the Examiner accepts the statement in the application 
that goods or services are sold or rendered in interstate commerce. 
The statement, however, is opinion and must be supported by evi- 
dence or explained by the applicant when movement in interstate 
commerce is not apparent from the record. For example, the sale 
of perishable food items such as sandwiches or the services of a 
garage are usually performed in intrastate commerce. The move- 
ment of such goods or services in commerce among the several 
states cannot readily be presumed. A showing how the items move 
in such commerce will be required. Unless it is shown that the 
voods or services are sold or rendered in interstate or other com- 
merece which may be lawtully regulated by Congress the Patent 
Office does not have jurisdiction to register the mark. 

Time and effort can be saved for both the applicant and the 
Office if the applicant explains how goods or services move or 
are rendered in interstate commerce where it is not apparent from 
the nature of the goods or services recited. The explanation need 
not be lengthy or greatly detailed but should contain sufficient 


* Examiner, Trademark Operation, U. S. Patent Office. Member, District of 
Columbia Bar. 
+t 200.36—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)- 
TRADEMARK USE. 
200.86—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
CLASSIFICATION OF GOODS. 
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facts to support the conclusion that the commerce requirement has 
been met. The explanation may be set forth as a separate para- 
graph in the application or in separate remarks accompanying 
the application. Furnishing the required information in advance 
may avoid an action by the Office which may unnecessarily delay 


the issuance of a certificate of registration. 


Patent Office Classification of Goods and Services 
(Continued)’ 
The following unofficial definitions for Patent Office classes 15, 
16 and 18 are published as an aid to attorneys and others who 
regularly prepare applications to register trademarks in the Patent 
Office. 


Definition and Contents of Class 15 
Oils and Greases 

This class includes lubricants for reducing friction between 
solid surfaces, and oils and waxes not otherwise classified. 

Lubricants for this class are not limited to such petroleum 
or mineral oils as automobile or machine lubricants, but include 
lubricants for other purposes regardless of origin, as wire drawing 
soaps, graphite lock lubricants, cutting oils and compounds, prep- 
aration for loosening tight joints, gun oils, ete. 


Cross Reference 
See Class 4—Abrasives and polishing materials, for oils and 
waxes used for polishing articles, as floor or furniture oils and 
waxes. 


See Class 5- Adhe slwves, for core oils. 


See Class 6—Chemicals and chemical compositions, for textile 
processing oils and other compositions for finishing, waterproofing 
or softening textiles or leather, hydraulic fluids and brake fluids, 
compositions of animal, vegetable or synthetie origin defined as 
oils or waxes, for example essential oils, microcrystalline waxes, 
ete. 


See Class 12—Construction materials, for oils or waxes used 
as construction materials, as road paving oil or wax crevice filler: 





1. See Notes From The Patent Office, 51 TMR 143, February, 1961. 
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pipe jointing compounds used for sealing thread joints and which 
may incidentally function as a lubricant. 


See Class 16—Protective and decorative coatings, for oils used 
as thinners or driers for paints as linseed oil for paints. (Rust- 
proofing oils are in Class 15.) 


See Class 21—Electrical apparatus, machines and supplies, 
for oils used for electrical insulation, as a transformer oil. 


See Class 46—Foods and ingredients of foods, for edible-type 
lubricants, as bakers grease for lubricating pans. 


Definition and Contents of Class 16 
Protective and Decorative Coatings 


This class includes compositions which produce a film or coat- 
ing for protecting and/or decorating the surface of a material or 
article. 

Film-forming compositions for various surfaces are classified 
in this class when they are designated as protective and/or decora 
tive coatings, or the inherent character of the goods indicates a 
coating of this type (paints, stains, primers, varnishes). Generally, 
the coatings classified in this class are for denser materials such 
as steel, wood, ete. while preparations for paper, leather and textile 
finishing are classified in Class 6. Also classified in this class are 
automobile undercoatings and rust preventives and waterproofing 
preparations which form protective coatings. Components such 
as pigments, vehicles, extenders, binders, thinners and drying 
agents are classified here too. 


Cross Reference 


See Class 6—Chemicals and chemical compositions, for pig- 
ments, dyes and colors; compositions for treating materials which 
do not necessarily form protective coatings as for example, a 
preparation for waterproofing fabrics. Also in Class 6 are coat- 
ings which are not protective or decorative and which are not 
otherwise classified as for example a coating for preventing the 
accumulation of static electricity. 


See Class 12—Construction materials for linings, coverings 
or surfacing materials used for construction purposes, as distin- 
guished from protective coatings as refractory, vitreous or ce- 
mentitious materials such as plaster, ceramic glazes, cement or 
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asphalt surfacer for roads. Also classified in Class 12 are composi- 


tions or materials for filling cracks, crevices, ete. as putty or 
ealking compounds. 


See Class 4—Abrasives and polishing materials, for prepara- 
tions which provide a polished surface in addition to a protective 
coating as for example a self-polishing wax which is applied to 
floors and provides a protective coating therefor. 


See Class 15—Oils and greases for drying oils such as linseed 


oil or tung oil. 


See Class 21—Electrical apparatus, machines and supplies for 
coatings used for the purpose of electrical insulation as insulating 


varnishes, oils, ete. 


Definition and Contents of Class 18 
Medicines and Pharmaceutical Preparations 

This class includes therapeutic compositions for treating, alle- 
viating, diagnosing or preventing diseases of a body, in human or 
animal. 

Included in this class are medicines, internal and external, 
for treating diseases, as drugs, biologicals, hormones, vitamins, 
botanical drugs, antibiotics, ointments, and salves. Minerals, amino 
acids, proteins or preparations including these items when de 
scribed as food supplements are also in this class. (Preparations 
describedeas additives for foods are food supplements classified 
in Class 46.) Also in this class are compositions used in diagnosing 
and detecting diseases such as x-ray contrast media. Included here 
are medicaments incorporated in foods where the foods serve 
merely as vehicles for the medicaments, as candied laxatives. Also 
included are antiseptics, germicides and fungicides for treating the 
body, medicated bandages, medicated corn pads, medicated dress- 


ings, ete. 


Cross Reference 
See Class 6—Chemicals and chemical compositions, for chem- 
icals generally even though capable of use as a medicine such as 
zine oxide. 
See Class 44—Dental, medical and surgical appliances for non- 
medicated bandages and denture materials as impression com- 
pounds for dental use. 
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See Class 46—Foods and ingredients of foods for prepara- 
tions, food supplements and dietary supplements described as 
foods such as chlorophyll chewing gums, dietetic foods, vitamin 
and mineral enriched foods. Also in Class 46 are additives for 
foods such as food colors and preservatives. 


See Class 51—Cosmetics and toilet preparations, for cosmetics 
containing medicinal ingredients, as medicated talcum powder, 
hormone cream or a medicated dentifrice. 


See Class 52—Detergents and soaps, for medicated soaps. 


PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—February 
1961 1960 


Applications filed 3,034 3,045 
Registrations issued 
Principal Register 2,698 2,829 
Supplemental Register 110 107 


2,808 2,936 


Renewals vs 496 
See. 12(c), publications 106 
Sec. 8, affidavits filed 1,978 
Sec. 8, cancellations 658 


Cancellations, other 13 
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NOTICES 


Attorneys appealing from decisions of the Patent Office to 
the United States Court of Customs and Patent Appeals are re- 
minded to see to it that transcripts of records and Petitions of 
Appeal, with filing fee, are filed in the court within the time allowed 
by Rule 25 of the court. 

The time allowed is 40 days (exclusive of Sundays and legal 
holidays) after the filing, in the Patent Office, of the Notice and 
Reasons of Appeal. It is the responsibility of the appellant to 
request any necessary extensions of time from the Commissioner 
of Patents, prior to the expiration of the time. Default may result 


in loss of the right to review. 


Attorneys, in filing motions with the U. S. Court of Customs 


& Patent Appeals, should conform to all of the provisions of 
Rule 12, especially the provision contained in the last sentence 
] 
I 


he accompanied 


of the rule which requires that all motions shal 
with a written order submitted for the approval of the court. 
Strict adherence to this rule is necessary to assure prompt 
disposition of all motions. 
CABELL N. Pryor, Clerk 
Ss. Court of Customs and 
Patent Appeals. 
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AUDIO FIDELITY, INC. v. HIGH FIDELITY RECORDINGS, INC. 
No. 16733 —C. A. 9 —October 29, 1960— 127 USPQ 306 


500.11—COURTS—BASIS OF RELIEF—IN GENERAL 
500.19 —COURTS—BASIS OF RELIEF—DESCRIPTIVE AND GENERIC MARKS 
500.22—COURTS—BASIS OF RELIEF—DRESS OF GOODS 
The word RAILROAD, fancifully displayed on plaintiff’s phonograph record jacket, 
is the subject of protection even though it is descriptive of plaintiff’s album of 
“railroad sounds.” 
800.6—OTHER STATUTES—STATE STATUTES 
California unfair competition statute broadly construed; defendant enjoined 
from copying plaintiff’s non-functional dress of goods (a phonograph record album 
jacket likened by the court to something resembling a trademark). 


Action by Audio Fidelity, Inc. v. High Fidelity Recordings, Inc., for 
unfair competition. Plaintiff appeals from District Court for Southern 


District of California from judgment for defendant. Reversed. 

Harris, Kiech, Russell & Kern, Warren L. Kern, and Charles E. Wills, 
all of Los Angeles, California, for appellant. 

Wright, Wright, Goldwater & Wright, Loyd Wright, Richard M. Gold- 
water, Edgar R. Carver, Jr., and Andrew J. Davis, all of Los Angeles, 
California, for appellee. 

Before BARNEs and JERTBERG, Circuit Judges, and BOWEN, District Judge. 


BARNES, Circuit Judge. 

This is an appeal by plaintiff below in an action for unfair competi 
tion based on diversity of citizenship. 28 U.S.C. § 1332 (a)(1). The 
district court denied recovery. This court has jurisdiction on appeal. 28 
U.S.C. § 1291. 

This case raises no question as to patent, copyright or trademark. 
Appellant records and distributes phonograph records which are uni- 
versally sold in record jackets or sleeves, usually made of cardboard. 
The unfair competition alleged is not related to the contents of the record, 
but solely to the choice of language and the art work and format ex- 
pressing that language choice used on record jackets. 

The district court found (1) that the record jacket was functional, 
i.e., that it served a functional purpose, and hence no cause of action 
eould exist under the teaching of Pagliero v. Wallace China Co., 9 Cir.. 
1952, 198 F.2d 339, 95 USPQ 45 (42 TMR 839) (Finding 10); (2) that 
the appellant’s record jacket was attractive and desirable, but not unique, 
arbitrary or fanciful (Finding 9); (3) that on the appellant’s record 


972 
“wlio 
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jacket, the words including the term RAILROAD sSOUNDs and the picture 
appearing thereon have not severally or in combination, acquired a sec- 
ondary meaning (Finding 12); (4) that there has been no “palming” or 
“passing off’? of appellee’s record for appellant’s (Finding 13); (5) that 
there has been no actual confusion between purchasers of the two records, 
and there exists no likelihood of confusion (Finding 15 

Because of the foregoing findings, the court concluded there had been 
no unfair competition between appellant and appellee, both as a matter 
of fact and law. 

A dozen errors are charged by appellant, but we will consider that 
the five allegedly erroneous findings, as listed above, cover the real ul- 
timate issues in this ease. 

Appellant produced the evidence of the commercial artist, Sloane, 
who had designed the jacket in New York. He had obtained the type for 
all the language on the front of the jacket, save the word RAILROAD,’ from a 
type-house and arranged it to his design. Sloane had chosen and obtained 
the particular basic typographic style for the word RAILROAD from the 
catalogue of a photocopy house, Lettering Inec., in New York City. Sloane 
had then “embellished” this lettering “by painting in an in-line letter * * * 
with a drop of shadow red.” With a transparency he combined the pho- 
tograph of the locomotive, the type, and the photocopy as embellished by 
him into the “finished black and white art work ready for the printer.” 
Mr. Sloane pointed out to the trial judge twenty-four “irregularities” in 
his work, with respect to the word RAILROAD as it appeared in appellant’s 
end product, the jacket (Exhibit 1). Each of these “irregularities” existed. 
precisely, in the word RAILROAD appearing on appellee’s alleged copy 
(Exhibit 2). 

In addition, precisely the same colors were used in the word RAILROAD 
on Exhibit 2 as on Exhibit 1—yellow for the letters, red for the in-line 
emphasis, and black for the shadow of the letters. 

The appellee’s explanation for the similarity was that its art work 
had been entrusted to an itinerant artist named Chotiner, who had “one 
day walked in the door * * * [H]e was just a boy who wanted to put 
together a sleeve.”” He was paid in eash, his whereabouts were unknown 


1. Appellant’s jacket face, in addition to the word RAILROAD as described herein, 
superimposed over a photograph of a steam engine and the appellant’s name and nun 
ber in a box in the upper right hand corner, bore the words on the left of the jacket 
“The Sounds of a Vanishing Era” in black, and to the right, below RAILROAD, the words: 
SOUNDS ; STEAM AND DIESEL in black and at the bottom: “a study in HIGH FIDELITY sound” 
in white. 

Appellee’s jacket face, in addition to the word RAILROAD as described herein, super 

over a photograph of a steam engine, and the appellee’s name in the upper 
right hand corner, bore the words: “I’ve been workin’ on the” placed above RAILROAD 
in white; “* * * A Farewell to Steam” to the right below RAILROAD in white; and at 
the bottom: “The souND documentary of a ‘steamer’s’ last run” in white. 

The largest type in appellant’s Exhibit 1 was the word RAILROAD. The same sized 
and largest type in Exhibit 2 was the word RAILROAD. * 

The second largest type in appellant’s Exhibit 1 was the word SOUNDs. The second 
largest type on Exhibit 2 was the word SOUND. 


y 
4 
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to appellee, either at the time of trial or earlier; his local address was 
unknown; he had submitted a bill which was not found nor produced at 
the trial; no corporate record was kept of this item of expense; no effort 
had been made to ascertain if appellee kept a receipt for this work. On 
second thought, appellee’s president thought “Chotiner” was paid by a 
check, cashed on the spot, but no search was made for this check, and 
none was produced at the trial. “Chotiner” was “from Chicago or Detroit 
or some eastern city.” 

In view of the decision below in favor of appellee, the court made 
no findings as to actual copying by appellee of appellant’s jacket design. 
The court below, however, at the conclusion of the case, twice stated he 
was “satisfied from the evidence that the defendant has copied the plain 
tiff’s art work.” He later stated: 


“The defendant, this witness who testified, Mr. Vaughn [presi- 
dent of defendant corporation and sole witness produced by de- 
fendant|, is probably one of the most unsatisfactory witnesses I have 
had for a long, long time. However, from the testimony I am satisfied 
there was a copying. But copying is not enough, I don’t think.” 


It was the belief of the court below that despite the copying there 
could be no unfair competition, because the copied features were merely 
descriptive, or functional, and not fanciful, within the rule enunciated 
by this cireuit in Pagliero v. Wallace China Co., supra. This being so, he 
stated he need not reach the questions as to “palming off,” or misrepre- 
sentation, or secondary meaning or confusion, actual or likely. Neverthe- 
less, in addition to finding the Wallace China case controlling, the district 
court found that there was no evidence of “palming,” passing off, con- 
fusion, or secondary meaning. 

This being a diversity case, the law of the forum state prevails, 
Pecheur Lozenge Co., Inc. v. National Candy Co., 1942, 315 U.S. 666, 
53 USPQ 11 (32 TMR 194); Tas-T-Nut Co. v. Variety Nut & Date Co., 
6 Cir., 1957, 245 F.2d 3, 8, 113 USPQ 493, 497 (47 TMR 1073) ; Sunbeam 
Furniture Corp. v. Sunbeam Corp., 9 Cir., 1951, 191 F.2d 141, 90 USPQ 
13 (41 TMR 818); Jewel Tea Co., Inc. v. Kraus, 7 Cir., 1951, 187 F.2d 
278, 282, 88 USPQ 14, 15-16 (41 TMR 134 

In California, the right to prevent unfair competition is well recog- 
nized. California Civil Code § 3369.2. The 1933 revision of that section 


defined as unfair competition certain acts denounced by the California 


Penal Code,’ as well as any “unfair or fraudulent business practice.” 
While the Penal Code sections were repealed in 1941, that same year the 


This section reads in ] 
“(2) Any person perfor! g or proposing to perf 


petition within this state may be enjoined in any court of competent 


rman ac 


“(3) As used in this section, unfair competition shall mean 
or fraudulent business practice and unfair, untrue or misleading ad 


As contained in Penal Code $§ 654(a), 654(b) and 654(c 
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Business & Professions Code § 17,500 was enacted, making it unlawful 
for any person or corporation: 


“with intent * * * to dispose * * * of personal property * * * to make 
or disseminate * * * [by] any advertising device * * * or in any 
other manner or means whatever, any statement concerning such * * * 
personal property * * * or concerning any circumstance or matter of 
fact connected with the proposed * * * disposition thereof, which 
is untrue or misleading, and which is known, or which by the exercise 
of reasonable care should be known, to be untrue or misleading.” 


This is broad language. It has been broadly interpreted by the California 
courts.* 

Irrespective of its truth or falsity, any statement which is deceptive 
or merely misleading, without intent to deceive, violates the statute. People 
v. Wahl, 1940, 39 Cal.App.2d Supp. 771; 100 P.2d 550. The essence of 
the “unfair competition” prohibited, lies in the simulation and imitation 
of goods of a rival or competitor with the purpose of deceiving an unwary 
public into buying imitations under the impression that it is purchasing 
goods of such competitor. American Philatelic Society v. Claibourne, 
1935, 3 Cal.2d 689, 46 P.2d 135. 

While no patent, copyright or trademark is involved in this case,° 
descriptive words and personal names, though not protected by statutes, 
“are in common use as trade names, and the equities are just as strong 
for protecting them against the efforts of others to ‘cash in’ on the name 
as in cases where statutory protection is afforded.” ® 

With this slight excursion into the general California law of unfair 
competition, we consider the circumstances of this case. It was decided 
primarily on the district court’s interpretation of this court’s holding in 
Pagliero v. Wallace China Co., supra. With that in mind, we shall discuss 
the Wallace China case in some detail. 

The Wallace China ease, like this, involved alleged unfair competition 
and neither trademark infringement,’ patents nor copyrights. Unlike this 
ease with admitted diversity of citizenship, there was no diversity in 
Wallace China. For that reason, the federal court’s jurisdiction was found 
in the Lanham Act (60 Stat. 441 (1946) 15 U.S.C. §§ 1125, 1126 (1958) ) 
and a “substantial claim of federal right” thereunder. 

Under the Lanham Act, Judge Orr found that the “specific acts and 
practices condemned by the conventions, Article 10% of the Paris Con- 








4. As an example, the doctrine of “unfair competition” is not confined to a case 
of actual market competition. Wood v. Peffer, 1942, 55 Cal.App.2d 116, 130 P.2d 220; 
Schwartz v. Slenderella Systems of Cal., 1954, 43 Cal.2d 107, 271 P.2d 857, 102 USPQ 
177 (44 TMR 1170). And see discussion of liberal California rules generally, as com- 
pared to those of New York. Callmann, Unfair Competition in Ideas and Titles, 42 
Calif L. Rev. 77, particularly at 84. Cf. also Haeger Potteries, Inc. v. Gilner Potteries, 
1954, 123 F.Supp. 261, 102 USPQ 106. 
). Although the appellant’s jacket, Exhibit 1, had a copyright notice printed on it. 
40 Calif. L. Rev. 571, 572. 
Despite the title of the Wallace China complaint. 
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vention and Article 21 of the Inter-American Convention [and _ pro- 
hibited in the Lanham Act by adoption from the conventions, 53 Stat. 
1748; 46 Stat. 2907] do not include the acts charged against Tepco* 
here.” Judge Orr pointed out that the term “unfair competition” as 
used in § 44(h) of the Lanham Act does not “go further than the treaties”; 
that “legislation specifically granting greater protection to designs has 
failed of passage in Congress in prior years’; and that the rationale of 
International News Service v. Associated Press, 1918, 248 U.S. 215 (9 
TMR 15), “has not been extended to the design situation.” Recognizing 
a right of action under the Lanham Act §44(h), where the cause of 
action for unfair competition is based on secondary meaning, this court 
nevertheless held the designs in the Wallace China case were “functional.” 
Where such designs are functional, there is normally no right to relief. 
But, this court also held that this functional rule precluding relief is 
inapplicable where the “form of dress for the goods [is] primarily adopted 
for purposes of identification and individuality * * * .”’. (Emphasis added.) 
Under such circumstances, the opinion continues, “imitation may be for- 
bidden where the requisite showing of secondary meaning is made. Under 
such circumstances, since effective competition may be undertaken without 
imitation, the law grants protection.”*® Id. at 343, 95 USPQ at 48 (42 
TMR at 844). 


It should be noted that in the Wallace China case, the design was 
part of the china itself. Here the design of the word RAILROAD was on the 
jacket, not in the record. In the Wallace China case, in support of the 
classification of the design as functional, one case was cited, Cheney Bros. 
v. Doris Silk Co., 2 Cir., 1929, 35 F.2d 279, 3 USPQ 162 (19 TMR 491). In 
Cheney, the design was likewise contained within the product, the silk itself. 
It was held functional, though Judge Learned Hand recognizes in his opin- 
ion the protection afforded by the doctrine of nonfunctional features, and in- 
dicates a desire to apply that doctrine to the Cheney case. But he does 
not do so. 





8. Appellant’s Pagliero Brothers were doing business as Technical Porcelain & 
Chinaware Company, called TEPCO. ; 

9. “Imitation of the physical details and designs of a competitor’s product may be 
actionable, if the particular features imitated are ‘nonfunctional’ and have acquired a 
secondary meaning. Crescent Tool Co, v. Kilborn g& Bishop Co., 2 Cir., 1917, 247 F. 299 
(8 TMR 177). But where the features are ‘functional’ there is normally no right to 
relief. ‘Functional’ in this sense might be said to connote other than a trademark 
purpose. If the particular feature is an important ingredient in the commercial success 
of the product, the interest in free competition permits its imitation in the absence of 
a patent or copyright. On the other hand, where the features or, more aptly, design, 
is @ mere arbitrary embellishment, a form of dress for the goods primarily adopted for 
purposes of identification and individuality and, hence, unrelated to basic consumer 
demands in connection with the product, imitation may be forbidden where the requi 
site showing of secondary meaning is made. Under such circumstances, since effective 
competition may be undertaken without imitation, the law grants protection.” (Emphasis 
added; references to footnotes omitted.) Pagliero v. Wallace China Co., 198 F.2d 339 
at 343, 95 USPQ 45, 48 (42 TMR 839). Cf. Ritchie v. Chesebrough-Pond’s, Inc., 2 Cir., 
1960, 281 F.2d 755, 126 USPQ 310 (50 TMR 1207). (Emphasis added.) 
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We do not disagree with either Judge Hand in Cheney or Judge Orr 
in Wallace China. Under the particular factual circumstances of those 
eases, the design was functional and hence not subject to protection 
under the applicable law against unfair competition. But the facts in 
those cases do not appear in the instant case. Here the design was in 
the accompanying jacket, not in the product itself. Appellant could not 
prevent appellee from using railroad sounds in a record, but should be 


able to prevent the duplication of a “form of dress * * * primarily 
adopted for purposes of identification and individuality,” and “unrelated 
to basic consumer demands in connection with the product” (Wallace 
China, supra at 343, 95 USPQ at 48 (42 TMR at 844)), as distinguished 
from basic consumer demands or preferences, or attention directed to the 
container rather than the product itself. A. Bauer & Co. v. Distillerie 
de la Liqueur Benedictine, 1903, 120 F. 74; Lucien Lelong v. George W. 
Button Corporation, 8.D.N.Y., 1948, 50 F.Supp. 708, 58 USPQ 527 (33 
TMR 399). 

How is the public reliance on individuality and _ self-identification 
created? Here we think if appellee had confined itself to the use of the 
word RAILROAD superimposed on a photograph of a steam engine on its 
record jacket, or used some entirely original and different language on 
it (perhaps the same language it had used on its jacket for the three years 
prior to its adoption and reproduction of appellant’s RAILROAD SOUNDS), 
it would have run no risk of fooling the public. But here appellant had 
produced, to a greater or lesser degree, what Judge Yankwich has de- 
scribed in another case as a “fanciful conception” or “whimsicel repre- 
sentation’ —not a mere representation of a locomotive, but something re- 
sembling a trademark. Silvers v. Russell, S.D.Cal., 1953, 113 F.Supp. 
119, 122, 98 USPQ 376, 379 (44 TMR 144). It is true in the Silvers case 
the girl dancing on the phonograph record was trademarked in California. 
But as that same decision points out—it was not only “a distinctive mark 
entitled to registration,” it “culminated in a proprietary right,” and the 
infringement of it would “even in the absence of registration, be protected 
as unfair competition.” Id. at 122, 98 USPQ at 379 (44 TMR at 148 
(Emphasis added.) Cf. Doeskin Products v. United Paper Co., 7 Cir., 1952, 
195 F.2d 356, 93 USPQ 328 (42 TMR 555) ; American Automobile Ins. Co. 
v. American Auto Club, 9 Cir., 1950, 184 F.2d 407, 87 USPQ 59 (40 TMR 
955) ; Crescent Tool Co. v. Kilborn & Bishop Co., 2 Cir., 1917, 247 F. 299 
(8 TMR 177); Enterprise Mfg. Co. v. Landers, 2 Cir, 1904, 131 F. 240. 

We mentioned above a distinction between Wallace China, supra, and 
the instant case. The former deals with the product; this with the package 
in which the product reaches the market. This distinction was emphasized 
in a recent case: 

“The basis of the appellant’s present complaint, however, was not 
the appellee’s use of packages constructed identically to its own, nor 
the appellee’s use of a particular color or colors, but its deceptive 
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imitation of the overall appearance of the appellant’s trade dress in 
the arrangement, design, and collocation of printing and ornamen- 


tation. 
* * *& 


“The difference in the protection against imitation which will be 
accorded to an article of commerce on the one hand, and a package 
in which the article is marketed on the other, was long ago noted. 
Writing for the Supreme Judicial Court of Massachusetts in Flagg 
Mfg. Co. v. Holway, 1901, 178 Mass. 83, 59 N.E. 667, that court’s then 
Chief Justice Oliver Wendell Holmes pointed out that the law which 
permits one to market an identical copy of his competitor’s product 
does not give him freedom to imitate the appearance of the package 
in which the article is sold. As there pointed out, the publie policy 
which permits the imitation of an article of commerce is without 
relevance to the dress in which the article is marketed. ‘* * * [T]he 
label or ornament is a relatively small and incidental affair, which 
would not exist at all, or at least would not exist in that shape but for 
the intent to deceive; whereas the instrument sold is made as it is, 
partly at least, because of a supposed or established desire of the 
public for instruments in that form.’ 178 Mass. 91, 59 N.I. 667. 

“The same point was recently made by the United States Court 
of Appeals for the Ninth Cireuit in Pagliero v. Wallace China Co., 
9 Cir., 1952, 198 F.2d 339, 95 USPQ 45 (42 TMR 839).” Tas-T-Nut 
Co. v. Variety Nut & Date Co., 6 Cir., 1957, 245 F.2d 3 at 6-7, 113 
USPQ 493, 495-496 (47 TMR 1073). Cf. also Kellogg Co. v. National 
Biscuit Co., 1938, 305 U.S. 111, 39 USPQ 296 (28 TMR 569); Neely 
v. Boland Mfg. Co., 8 Cir., 1960, 274 F.2d 195, 124 USPQ 158 (50 
TMR 745). 


The immediate problem in all cases is whether the offending name 
or mark is used for a functional purpose. If not, then it must be deter- 
mined whether the similarity is likely to result in confusion of source. 
Restatement, Torts, §716 (1938). Brooks Bros. v. Brooks Clothing, 
S.D.Cal., 1945, 60 F.Supp. 442 at 449-51, 65 USPQ 301, 307-310 (35 TMR 
99), affirmed 158 F.2d 798, 72 USPQ 66 (1947), cert. denied 331 U.S. 
824, 73 USPQ 550 (1947) 

California follows the “likelihood of confusion” test and does not 
require actual proof of confusion on the part of consumers. Winfield v. 
Charles, 1946, 77 Cal.App.2d 64, 70, 175 P.2d 69. The sole question is: 
“Is the public likely to be deceived?” National Van Lines v. Dean, 9 Cir., 
1956, 237 F.2d 688 at 691, 111 USPQ 165, 168 (47 TMR 198); Family 
Record Plan v. Mitchell, 1959, 172 Cal.App.2d 235, 342 P.2d 10, 122 
USPQ 414; MacSweeney Enterprises, Inc. v. Tarantino, 1951, 106 
Cal.App.2d 504, 512, 235 P.2d 266, 91 USPQ 73, 76 (41 TMR 1084): 
McCord Co. v. Plotnick, 1951, 108 Cal.App.2d 392, 239 P.2d 266, 92 USPQ 
151; Wood v. Peffer, 1942, 55 Cal.App.2d 116, 122, 130 P.2d 220. 

But in addition to the existence of the “likelihood of confusion” rule 
in California as the test of secondary meaning, we have here the uncon- 
tradicted testimony, completely satisfactory to the trial court, that there 
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had been an actual copying. When that fact has been established, “the 
inference is usually plain that the imitator intends such a result.” Na- 
tional Lead v. Wolfe, 9 Cir., 1955, 223 F.2d 195, 202, 105 USPQ 462, 467 
(45 TMR 963); Haeger Potteries Inc. v. Gilner Potteries, 8.D.Cal., 1954, 
123 F.Supp. 261, 102 USPQ 106; Winfield v. Charles, supra. 

Appellee chose to put on no evidence with respect to a lack to exact 
copying—at best its evidence was that an itinerant commercial artist 
employed by it must have stolen the idea. This does not rebut the pre- 
sumption that arises under the California cases and other cases above 
cited. 

We are satisfied that the general impression given by the offending 
jacket produced by appellee (applicant’s Exhibit 2) upon the eye of the 
ordinary purchaser was such as to make him believe it to be the original 
article (appellant’s Exhibit 1). Ordinarily, such a determination is one 
of fact, where it is one upon which reasonable minds might differ. Under 
such a circumstance we could not interpose our judgment for that of the 
trial court. Oriental Foods v. Chun King Sales, 9 Cir., 1957, 244 F.2d 
909, 1183 USPQ 404 (47 TMR 988). 

But the trial court, having become convinced that exact copying by 
appellee of appelant’s design had taken place, applied an improper theory 
of law in failing to rely on the inference created by such proof of copying. 


That proof, without any opposing proof, is sufficient to establish a sec- 


ondary meaning to the jacket. There is no logical reason for the precise 
copying save an attempt to realize upon a secondary meaning that is in 
existence. National Van Lines v. Dean, supra. “‘[A] late comer who 
deliberately copies the dress of his competitors already in the field, must 
at least prove that his effort has been futile.’”” National Lead Co. v. Wolfe, 
supra at 202, 105 USPQ at 467 (45 TMR at 970), quoting My-T-Fine 
Corporation v. Samuels, 2 Cir., 1934, 69 F.2d 76, 77, 21 USPQ 94, 95 
(24 TMR 141). 

We hold that on the facts of this case, aided by a visual comparison, 
the use by appellee of the word RAILROAD in the peculiarly designed type 
with the particular color, “in-line lettering” and shading with which it 
was used, together with the capitalized word SOUND, all superimposed on 
a photograph of a steam engine (as disclosed in Exhibit 2), was likely 
to confuse and deceive the public and cause members thereof to be con- 
fused about such use. 

We hold, therefore, that the matter must be remanded to the district 
court, to enter, at the very least, appropriate injunctive relief. 

While we are not called upon and do not pass upon the matter, it 
appears to this court that the state of the present record is completely 
bare of adequate proof of substantial damage to appellant if any damage 
is to be awarded appellant. We recognize damage in a case of this kind 
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is extremely difficult of proof. For how long a period does the public 
clamor to hear the stereophonic sound of steam engines? Was there not 


a saturation point in consumer demand reached sometime before or after 
the plagiarized jacket reached the market? On the other hand, is not 


the proof of the copying of the jacket the best evidence there was some 
substantial part of the market still left? 

Irrespective of the difficulties inherent in determining actual loss of 
sales in a nonfungible commodity subject to wild gyrations of consumer 
choice, such difficulties cannot prevent the granting of injunctive relief 
(either absolute or with explanatory phrase), and the award of at least 
nominal damages, such as one dollar or one cent. By mentioning nominal 
damages, we do not imply, nor do we deny, that greater damages may be 
possible of proof. 

The action is reversed and remanded, for consideration in accordance 


with this opinion. 
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SPERRY RAND CORPORATION v. SUNBEAM CORPORATION 


No. 60 C 781 —D. C., N. D. Ill., E. Div. — July 21, 1960 
— 126 USPQ 497 


500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 
Where plaintiff has brought vexatious and harassing litigation against defen- 


dant and its subsidiaries seeking to restrain defendant from using the trademark 


ROLLMASTER for electric shavers, and where plaintiff has threatened additional 
litigation in other countries of the world, defendant is entitled to an order en 
joining plaintiff and its subsidiaries from instituting or prosecuting other suits 


pending final determination of this action. 


Action by Sperry Rand Corporation v. Sunbeam Corporation for trade- 
mark infringement. Defendant moves for preliminary injunction. Motion 


eranted. 


Gerrit P. Groen, Dean A. Olds, and Byron, Hume, Groen & Clement, all 
of Chicago, Illinois, for plaintiff. 

Beverly W. Pattishall, George R. Clark, Herman T. Van Mell, and Wood- 
son, Pattishall & Garner, all of Chicago, Illinois, for defendant. 
Perry, District Judge. 

This cause coming on to be heard, and upon the motion of the de- 
fendant, Sunbeam Corporation, for a preliminary injunction, and upon 
the affidavits filed with defendant’s motion, plaintiff’s answer to defendant’s 
motion and plaintiff’s counter affidavits, and after hearing in open court, 


the court makes the following Findings of Fact and Conclusions of Law. 


FINDINGS OF Fact 


1. Plaintiff, Sperry Rand Corporation, is a Delaware corporation 


having its principal office in New York, New York, and defendant, Sun- 


beam Corporation, is an Illinois corporation having its principal office in 


Chicago, Illinois. 


2. On November 18, 1958 plaintiff brought an action against defen- 
dant in this court, Civil Action No. 58 C 2023, for patent infringement, 
unfair competition and trademark infringement respecting defendant’s use 


of the trademark ROLLMASTER for electric shavers. 


3. On July 9, 1959 the parties entered into an agreement, a copy of 
which is attached to the complaint herein, which defendant alleges disposed 
of the differences between the parties respecting the aforesaid claims of 
unfair competition and trademark infringement. 

4. On September 8, 1959 the Honorable Julius J. Hoffman, United 


States District Judge, pursuant to agreement, dismissed with prejudice 
the aforesaid unfair competition and trademark infringement counts. 
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). Notwithstanding the agreement of July 9, 1959 plaintiff, on Sep- 
tember 21, 1959, through and by its wholly owned German subsidiary, 
Remington Rand G.m.b.H., filed a preliminary injunction action against 
defendant’s wholly owned German subsidiary, Sunbeam Elektrogerate 
G.m.b.H., in Frankfurt Am Main, 2/6 & 61/59, seeking substantially the 
same relief as that sought in the original action in this court, Civil Action 
No. 58 C 2023, including an injunction against defendant’s said subsidiary’s 
use of ROLLMASTER. The said German court denied all relief to plaintiff's 
subsidiary on October 14, 1959. 


6. Notwithstanding the above events and undertakings, plaintiff on 
various occasions during October and November of 1959 stated to defen- 


dant its intention to sue defendant “all over the world” respecting defen- 


dant’s and defendant’s subsidiaries’ use of ROLLMASTER, as verified by the 


affidavits of defendant’s counsel, George R. Clark and Walther E. Wyss, 
and as admitted by the affidavit of Alfred C. Barioni, Assistant General 


Manager of plaintiff’s electric shaver division. 


7. On March 31, 1960 the Honorable Judge Julius J. Hoffman, on 
plaintiff’s motion, dismissed without prejudice the remaining patent in- 
fringement count in the aforesaid original action, Civil Action No. 58 C 


2028. 


8. On May 3, 1960 plaintiff refiled its patent infringement action in 
this court, Civil Action No. 60 C 673. 


9. Notwithstanding the aforesaid agreement of July 9, 1959 and 
notwithstanding the dismissal with prejudice in Civil Action No. 58 C 2023 
on September 8, 1959 of its claim for trademark infringement respecting 
defendant’s use of ROLLMASTER, plaintiff on May 19, 1960 brought the 
present action against defendant to enjoin its use of ROLLMASTER in con- 
nection with electric shavers. 


10. On or about June 17, 1960 defendant’s said German subsidiary 
was served with a complaint for trademark infringement respecting its 
use of ROLLMASTER in connection with electric shavers in an action brought 
against it in Dusseldorf, Germany by plaintiff’s aforesaid German sub- 
sidiary, Remington Rand G.m.b.H. v. Sunbeam Elektrogerate G.m.b.H., 
Docket No. 4.0. 181/60 in the Provincial Court, 4th Civil Chamber. 


11. Both plaintiff and defendant own or control various subsidiary 
or affiliated corporations and businesses located in various countries 
throughout the world. 


12. On July 1, 1960 defendant moved the court for an order enjoining 
plaintiff, or any company owned or controlled by plaintiff, from prose- 
euting the aforesaid action in Dusseldorf, Germany and from instituting 
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any other action in any court seeking to restrain defendant or any com- 
pany owned or controlled by defendant from use of the trademark ROLL- 


MASTER in connection with electric shavers. 


13. The affidavit of the Assistant General Manager of plaintiff’s elec- 
tric shaver division, Alfred C. Barioni, establishes that the action filed 
in Frankfurt by its German subsidiary, Remington Rand G.m.b.H., against 
defendant’s Germany subsidiary, Sunbeam Elektrogerate G.m.b.H., was 
brought pursuant to a statement by Henry C. Landsiedel, Vice President 
and General Manager of plaintiff’s electric shaver division, to defendant’s 
officials that “Sperry Rand would sue Sunbeam companies all over the 
world.” 

14. The aforesaid Barioni affidavit further establishes that plaintiff, 


Sperry Rand Corporation, controls all such foreign litigation and that 


Sperry Rand Corporation contemplates taking “vigorous action in the 


United States, Germany, and possibly other countries to protect its vast 


investment and good will as represented by its well-known shavers.” 


15. The affidavit of plaintiff’s counsel, Gerrit P. Groen, corroborates 
the fact that plaintiff contemplates the filing of additional foreign actions 
involving the issues of the instant action, Civil Action No. 60 C 781. 


16. The aforesaid acts and threatened acts of plaintiff respecting the 
use of the trademark ROLLMASTER are vexatious and harassing to defendant. 


CONCLUSIONS OF LAW 
The court has jurisdiction herein. 


2. Plaintiff has caused to be brought and has prosecuted vexatious and 
harassing litigation against defendant and companies owned and controlled 
by defendant, said litigation seeking to restrain defendant, or companies 
owned and controlled by defendant, from use of the trademark ROLLMASTER 


in connection with electric shavers. 


3. Plaintiff has threatened to cause vexatious and harassing litiga- 
tion to be instituted and prosecuted against defendant or companies owned 
and controlled by defendant, said litigation seeking to restrain defendant 
and companies owned and controlled by defendant from use of the trade- 
mark ROLLMASTER in connection with electric shavers. 


4. Defendant is entitled to an order enjoining the plaintiff, and all 
corporations, persons and companies owned or controlled by plaintiff, from 
instituting any other action in any court, seeking to restrain defendant, 
or any company owned or controlled by defendant, from use of the trade- 
mark ROLLMASTER in connection with electric shavers, pending final deter- . 
mination of this action. 
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5. Defendant is entitled to an order directing plaintiff to cause its 
German subsidiary to join with defendant’s German subsidiary in a motion 
to suspend all proceedings, including the filing of answer and the taking 
of all depositions, in the trademark infringement action brought by plain- 
tiff’s subsidiary company against defendant’s subsidiary company, in Dus- 
seldorf, Germany on June 3, 1960, entitled Remington Rand G.m.b.H. v. 
Sunbeam Elektrogerate G.m.b.H., Docket No. 4.0. 181/60 in the Provincial 
Court, 4th Civil Chamber, pending final determination of this action. 
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SEARS, ROEBUCK AND CO. v. ALLSTATES TRAILER RENTAL, INC. 
No. 11333 —D. C., D. Md.— October 17, 1960 —127 USPQ 246 


600.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
rATE (Plaintiff) for motor vehicle structural parts and accessories, including trailers. 
Defendant) for leasing trailers. 
iction granted. Some of plaintiff’s ALLSTATE merchandise is sold 


tions and defendant’s trailers are generally leased throu 


COURTS—PLEADING AND PRACTICE—EVIDENCE—SURVEYS 
Court refused to consider a consumer survey plaintiff placed in evidence in 
against a third party when no such evidence was in the case at bar. 
COURTS—PLEADING AND PRACTICE—EVIDENCE—IN GENERAL 
Where the nature and extent of third parties’ use of plaintiff’s trademark was 
not shown, plaintiff’s right to relief would not be denied. 
00.11—COURTS—BASIS OF RELIEF—IN GENERAL 
ALLSTATE is a weak mark, but the classification into strong and weak marks is 
! determinative of the basic question of likelihood of confusion. 
700.1—EF FECT OF REGISTRATION—IN GENERAL 
An ex parte finding that defendant was entitled to registration, 
-orded some weight, is not binding on a district court. 
COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 
Since plaintiff delayed in bringing suit, it has permitted defendant to be known 
the name objected to, and it is only fair that defendant be permitted for a 
able time to show on its stationery and in its advertising, etc., that it 


ig its business heretofore known under its previous name. 


ees 


Action by Sears, Roebuck and Co. v. Allstates Trailer Rental, Inc., for 


trademark infringement and unfair competition. Judgment for plaintiff. 


Frank H. Marks and Lederer, Livingston, Kahn & Adsit, both of Chicago, 
Illinois (Robert F. Skutch, Jr., and Weinberg & Green, both of Balti- 
more, Maryland, of counsel) for plaintiff. 

David Gerber, of Baltimore, Maryland (Albert J. Kramer and William T. 
Stephens, both of Washington, D.C., of counsel) for defendant. 


THOMSEN, Chief Judge. 

Plaintiff, which sells auto trailers and other automotive parts and 
accessories under its registered trademark ALLSTATE and operates auto- 
motive service stations using that name, seeks to restrain defendant from 
(1) renting auto trailers bearing the word ALLSTATES, (2) from using that 
word as the trade name of its trailer rental business and as part of its 
corporate title, and (3) from using the word NATIONWIDE imposed over an 


outline map of the United States on its trailers and in its advertising. 


Facts 


The case has been submitted on a stipulation of facts, which includes 


a great variety of exhibits and the deposition of defendant’s president. 
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Plaintiff is a New York corporation with its principal place of business 
in Chicago, Illinois. It has been engaged in retail trade since 1886 and is 
one of the largest retail distributors of consumers’ merchandise in the 
United States. Plaintiff operates eleven mail-order plants, serving as mer- 
chandise distribution centers for all sections of the United States, in- 
cluding the State of Maryland and the City of Baltimore. For many years 
plaintiff has distributed semi-annually in this and other countries millions 
of copies of a large general catalogue. The 1959 Fall distribution ex- 
ceeded 9,000,000 copies at a cost in excess of $15,000,000. More than 100,000 
copies of the Spring catalogues have been distributed in Baltimore and 
more than 1,000,000 copies in Maryland during the period 1954-1960. All 
of the catalogues include automotive equipment sold under plaintiff’s trade- 
mark ALLSTATE. 

Since November 1926 plaintiff has continuously used and advertised 
the trademark ALLSTATE in connection with certain goods which it sells. 
The ALLSTATE trademark now covers a line of automotive parts and 
accessories. 


Since 1925 plaintiff has operated retail stores throughout the United 


States, and now operates over 700 such stores, including several in and 
around the City of Baltimore, and elsewhere in Maryland. Plaintiff also 
operates about 650 automobile service stations in connection with its retail 


stores, including those in Baltimore. Those service stations sell plaintiff's 
ALLSTATE merchandise and display the name ALLSTATE in various ways, @.g. 
“ALLSTATE 
TIRES BATTERIES OIL LUBRICATION & ACCESSORIES” 
on the face of the station. 

Plaintiff’s Division 28 handles automotive parts and supplies other 
than tires and tubes. For the period 1945 to 1959, sales of Division 28 
alone amounted to approximately $1.5 billion, with an advertising expense 
of over $46 million. The sales and advertising figures for tires are also 
very substantial. During the years 1950-1959 the cost of advertising 
ALLSTATE products in Maryland has steadily increased from about $25,000 
per year to about $50,000 per year; sales of such products have increased 
from less than $800,000 to more than $1,600,000. Plaintiff’s ALLSTATE line 
is advertised not only in plaintiff’s catalogues, but also in local news- 
papers in Baltimore City and elsewhere. The word ALLSTATE on the products 
and in the advertising is frequently displayed superimposed over an out- 
line map of the United States. 

In 1927 plaintiff registered its trademark ALLSTATE for tires and tubes. 
In 1954 it registered on the Principal Register its trademark ALLSTATE for 
a wide line of automotive and motor vehicle structural parts and acces- 
sories showing that the mark was first used for that category of mer- 
chandise on or about January 17, 1933. The list of products covered by 
the registration included utility trailers. Plaintiff has sold and advertised 
trailers under the trademark ALLSTATE in Maryland and elsewhere since 
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about January 1943. In the ten years since 1950 plaintiff has sold over 
50,000 ALLSTATE trailers. 

Allstate Insurance Co., a subsidiary of plaintiff, has registered ALLSTATE 
on the Principal Register as a service mark for underwriting of insurance 
risks. 

Defendant is a Maryland corporation with its principal place of busi- 
ness at 6501 Pulaski Highway, in Baltimore. It was incorporated under 
its present name in January 1955 and since that time has engaged in the 
business of leasing automotive trailers to the public from its Pulaski 
Highway service station and through other service stations in Maryland. 
Since 1955 the trailers have borne defendant’s trade name ALLSTATES. 
Defendant also uses the name ALLSTATEs on its stationery in printed leases 
and in telephone directory advertising. A predecessor partnership, known 
as Bennett’s of Baltimore, was engaged in the business of leasing trailers, 
but it did not use the name ALLSTATES. 

Defendant owns between 112 and 121 trailers. It now leases about 
22 to 24 trailers to Nationwide Trailer Rental Systems, Inc., a system 
for exchanging trailers after one-way trips. These trailers are marketed 
with the name NATIONWIDE superimposed on an outline map of the 
United States. These trailers are generally used in interstate operations, 
while the trailers marked ALLSTATES are generally used in and around 
Baltimore. Defendant’s advertisements and telephone directory listings 
show that it is a member of the Nationwide Trailer Rental System. 

No person, firm or corporation in the State of Maryland other than 
plaintiff is using the name ALLSTATE or ALLSTATES in connection with the 
sale of automotive parts and equipment, including auto trailers. No person, 
firm or corporation in the State of Maryland other than defendant is using 
the name ALLSTATE or ALLSTATES in connection with the leasing of auto 
trailers. 

About the time of the opening of plaintiff’s Mondawain, Baltimore 
store in November 1956, Kershner, an assistant to the operating super- 
intendent of that store, acting within the general scope of his authority, 
arranged for the leasing of a number of defendant’s ALLSTATEs trailers for 
use at the Mondawain store to facilitate the delivery of merchandise to 
plaintiff’s customers during the pre-Christmas season, because sufficient 
regular facilities had not yet been developed for the delivery of such mer- 
chandise. After a period of several weeks, the trailers were returned to 
defendant’s place of business and payment therefor in the amount of 
$142.50 was duly made by plaintiff’s check. Subsequently, Kershner again 
arranged with defendant for the leasing of a number of trailers on 
similar terms and arrangements; payment for that leasing was made by 
plaintiff to defendant on or about June 17, 1957, in the amount of $61.27. 

On or about July 23, 1957, defendant filed in the United States 
Patent Office an application to register the trademark ALLSTATEs for the 
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leasing of vehicular trailers; that application was allowed for publication 
and was published for opposition in the Official Gazette of the Patent 
Office on November 4, 1958. Plaintiff has opposed such registration by 
an opposition proceeding in the Patent Office. That proceeding is now 
in suspension pending the outcome of this suit. 

On or about November 28, 1958, counsel for plaintiff sent defendant 
a written demand that defendant cease using the trade style ALLSTATES. 

The complaint in the instant action was filed on April 17, 1959. It 
seeks (A) an injunction against defendant’s use of any trade name or style 
including the word ALLSTATES in any form, or any other word confusingly 
similar to ALLSTATE; (B) the destruction of all printed material, signs, 
and the like bearing the word ALLSTATES; (C) the elimination of that word 
from defendant’s corporate name; (D) an accounting of damages and 
profits; (E) a direction to the Commissioner of Patents to enter a final 
judgment in the opposition proceeding sustaining plaintiff’s opposition 
and denying the registration applied for; and (F) for other and further 
relief. Plaintiff has now abandoned its claim for damages and profits. 

In addition to the stipulated facts set out above, the deposition of 
Charles W. Benson, defendant’s president, shows that when he organized 
the defendant corporation under its present name he was aware that 
plaintiff used the trademark ALLSTATE in connection with the sale of many 
items, including trailers, and that plaintiff operated service stations in the 
Baltimore area and used the name ALLSTATE on those stations. The depo- 
sition also included the following questions (by plaintiff’s counsel) and 
answers : 

“Q. Mr. Benson, has it ever occurred to you when a customer 
comes in to rent a trailer that they have asked you whether or not 
you are affiliated with Sears, Roebuck and Company or whether you 
have any tie-up with Sears, Roebuck and Company, or whether any 
of your trailers were Sears, Roebuck trailers? 

“A. In the past month I have had two people ask that. 

“@. Did it ever happen before that? 

“A. I don’t recall it happening before that.” 


Plaintiff contends that this evidence proves actual confusion. I am not 
satisfied that the two prospective customers who asked the question were 
not inspired by plaintiff, and I do not find this testimony persuasive to 
prove actual confusion. For reasons discussed below, however, I do find 
that there is a strong likelihood of confusion in the minds of the trailer- 
using public; that many people who are familiar with plaintiff’s use of 
the word ALLSTATE in connection with various automotive products and 
services would be likely to believe that a trailer renta! concern using the 
name ALLSTATE or ALLSTATES is operated by or associated with plaintiff. 
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DISCUSSION 


Plaintiff asserts rights in this case both under the common law and 
under the Lanham Act.’ For the purposes of this case the Maryland law 
and the Federal law are similar. 

As this court noted in Chayt v. Darling Retail Shops Corp., D. Md., 
175 F.Supp. 462, 468, 122 USPQ 6, 9-10 (49 TMR 1185), both the Court 
of Appeals of Maryland and the Fourth Circuit generally apply the prin- 
ciples with respect to “Confusion of Source” set out in the A.L.I. Restate- 
ment, Torts, vol. 3., ch. 35, see. 711, et seq. National Shoe Stores Co. v. 
National Shoes of New York, 213 Md. 328, 131 A.2d 909, 113 USPQ 380 
(47 TMR 851); A. & H. Transportation, Inc. v. Save Way Stations, Inc., 
214 Md. 325, 135 A.2d 289, 115 USPQ 251 (48 TMR 310); Little Tavern 
Shop v. Davis, 4 Cir., 116 F.2d 903, 48 USPQ 161, a Maryland ease, 
opinion by Judge Soper. The important sections of the Restatement for 
this case are 715, 716, 717, together with Comments a and b, 728 and 
Comments a and ec, 729, 730 and 731. 

Sec. 717 states the conditions under which one infringes a trademark 
or trade name so as to be subject to liability.” 

Sec. 817 states: “A designation is confusingly similar to a trademark 
or trade name under the rule stated in sec. 717 if prospective purchasers 
are likely to regard it as indicating the source identified by the trademark 


1. See. 32(1) of the Lanham Act, 15 U.S.C.A. 1114(1), provides in pertinent part: 
“Any person who shall in commerce, (a) use, without the consent of the registrant, 
any reproduction, counterfeit, copy, or colorable imitation of any registered mark in 
connection with the sale, offering for sale, or advertising of any goods or services on 
or in connection with which such use is likely to cause confusion or mistake or to deceive 
purchasers as to the source of origin of such goods or services; or (b) reproduce, 
counterfeit, copy, or colorably imitate any such mark and apply such reproduction, 
counterfeit, copy, or colorable imitation to labels, signs, prints, packages, wrappers, 
receptacles, or advertisements intended to be used upon or in connection with the sale 
in commerce of such goods or services, shall be liable to a civil action by the registrant 
for any or all of the remedies hereinafter provided * * *.” 

2. A.L.I. Restatement, Torts, sec. 717 states: 

“General Statement of Conditions of Infringement. 

“(1) One infringes another’s trade name, if 

“(a) without a privilege to do so, he uses in his business, in the manner 0 
a trademark or trade name, a designation which is identical with or confusingly 
similar to the other’s trade name, though he does not use the designation for the 
purpose of deception, and 

“(b) the other’s interest in his trade name is protected with reference to 

“(i) the goods, services or business in connection with which the actor uses 
his designation, and 

“‘(ii) the markets in which the actor uses his designation. 

“(2) One infringes another’s trademark if 


“ 


a) as applied to the other’s trademark, the conditions stated in Subsection 


(1) are satisfied, and 
“(b) the other’s use by affixation of his trademark is prior to such use by the 
actor of his designation, and 


“(e) the other’s trademark is not a clear likeness of a third person’s prior and 
subsisting trademark or trade name in substantially the same market for the same 
or clearly related goods.” 
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or trade name.” Sec. 729 sets out the factors to be considered in deter- 


mining whether the marks or names are confusingly similar.’ 
: (a) The words ALLSTATE and ALLSTATES are almost identical in ap- 


pearance, pronunciation and suggestion. Plaintiff often superimposes its 
trademark ALLSTATE on a map of the United States; defendant often uses 
; its name ALLSTATES in association with the word NATIONWIDE superimposed 
on a map of the United States. (b) Defendant denies that it adopted the 
name ALLSTATE to obtain the benefit of plaintiff’s good will, but defen- 
dant’s president knew of plaintiff’s use of ALLSTATE when he adopted 
) | defendant’s name. He probably had several reasons for adopting the name, 
including the geographical nature of the word ALLSTATEs and the fact that 
it begins with “A”, thus entitling defendant to priority of listing in the 
yellow pages of the telephone directory. I am not satisfied that the adver- 
tising of ALLSTATE by plaintiff was not a factor. (c) Plaintiff sells ALLSTATE 
merchandise, including trailers, by mail, in its retail stores and in the 
service stations attached to those stores, and furnishes various services in 
those service stations. Defendant leases its trailers through service stations. 
(d) It is unlikely that persons considering the purchase or rental of trailers 
will exercise a high degree of care in receiving and sorting impressions as to 
the source of the trailers offered for sale or lease. I conclude that an 
appreciable number of prospective users of trailers are likely to associate 
defendant’s trailers and business with plaintiff’s business. 
In Sears, Roebuck & Co. v. Johnson d/b/a All-State School of Driving, 
3 Cir., 219 F.2d 590, 593, 104 USPQ 280, 282-283 (45 TMR at 464), the 
court said: 


“Defendants emphasize the point that plaintiff does not provide 
the same services they do and therefore there could be no confusion. 
The fact that two parties market the same goods or services and are 
in direct competition with each other is important. But the absence 
of these factors is not conclusive. Restatement, Torts, See. 730 (1938) ; 
Bond Stores, Inc. v. Bond Stores, Inc., 3 Cir., 1939, 104 F.2d 124, 
4] USPQ 562 (29 TMR 520): Duro Co. v. Duro Co., 3 Cir., 1928, 
27 F.2d 399 (18 TMR 430). 


3. A.L.I. Restatement, Torts, sec. 729 states: 

“Factors in Confusing Similarity. 

“Tn determining whether the actor’s designation is confusingly similar to the 
other’s trademark or trade name, the following factors are important: 

(a) the degree of similarity between the designation and the trademark 01 

trade name in 

“(1) appearance ; 

“(ii) pronunciation of the words used; 

“(iii) verbal translation of the pictures of designs involved ; 

“(iv) suggestion ; 

“(b) the intent of the actor in adopting the designation ; 

“(ce) the relation in use and manner of marketing between the goods or ser- 
vices marketed by the actor and those marketed by the other; 
“(d) the degree of care likely to be exercised by purchasers.” 
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“When we consider that all of the services of plaintiff rendered 
under the ALLSTATE label relate to automobiles, as do defendant’s serv- 
ices, that plaintiff, through its financial grants and insurance discounts, 
is closely associated with the field of driving instruction, and that 
the services of plaintiff and defendants have the same prospective 
common purchasers, we think there is sufficient probability that con- 
fusion will result in the publie’s mind. Nor do we think the types 
of services involved are such that the public is likely through its own 
due care to ascertain the different sources of the driving instruction 
and other automotive services.” 


There was evidence in that case of a consumer survey, and no such 
evidence in the case at bar. I reject plaintiff’s argument that in deciding 


this case this court may consider facts proved in another case but not 


proved in this case. However, the legal principles relied on in the Third 


Circuit case apply also in the case at bar. 

It is true that other concerns, not connected with plaintiff, have reg- 
istered ALLSTATE as a trademark for various types of goods, including 
welding alloys, lubricating oils, whiskey, fresh vegetables, watches, writing 
paper and Babitt bearings. Allstate Auto Recovery Service, Allstate 
Freight, Ine., Allstate Homeowners Asso., Ine., Allstate Insurance Com- 
panies and Allstate T.V. Service, as well as defendant Allstates Trailer 
Rental Corp., are listed in the Baltimore telephone directory. It is also 
true that the greater the number of similar trademarks or trade names 
already in use, the less the likelihood that their products will be attributed 
to one source. However, the insurance companies are subsidiaries of plain- 
tiff, and the nature and extent of the businesses of the other companies 
listed in the telephone directory have not been shown. As the Second 
Circuit held in Admiral Corp. v. Penco, Inc., 203 F.2d 517, 521, 97 USPQ 
24, 27 (438 TMR 616), “these are mere third-party uses, perhaps substan- 
tially or wholly wrongful and inadequate to justify defendant’s wrongful 
use. Ward Baking Co. v. Potter-Wrightington, 1 Cir., 298 F. 398, 402 
(14 TMR 253): Bond Stores, Inc. v. Bond Stores, Inc., 3 Cir., 104 F.2d 
124, 125, 41 USPQ 562, 563-564 (29 TMR 520).” See also Safeway Stores, 
Inc. v. Rudner, 9 Cir., 246 F.2d 826, 828, 114 USPQ 206, 207-208 (47 
TMR 1083). 

Sec. 730 of the Restatement, headed “Limitation of Protection with 
Reference to Kind of Goods, Services or Business”, states: “The interest 
in a trademark or trade name is protected under the rule stated in sec. 717 
with reference only to (a) competing goods, services or businesses, and 
(b) other goods, services or businesses which, in view of the designation 
used by the actor, are likely to be regarded by prospective purchasers as 
associated with the source identified by the trademark or trade name.” 

The goods, services and businesses of plaintiff and defendant do com- 
pete to some extent, in that a prospective user of a trailer must choose 





Vol. 51 TMR SEARS, ROEBUCK v. ALLSTATES TRAILER RENTAL 293 





whether he will buy or rent a trailer. But direct competition is not nee- 
essary to entitle plaintiff to relief in such a case as this. Sears, Roebuck & 
Co. v. Johnson, supra; Safeway Stores, Inc. v. Rudner, 9 Cir., 246 F.2d 
826, 114 USPQ 206 (47 TMR 1083); North American Aircoach Systems, 
Inc. v. North American Aviation, Inc., 9 Cir., 231 F.2d 205, 107 USPQ 
68 (46 TMR 70) ; Vogue Co. v. Thompson-Hudson Co., 6 Cir., 300 F. 509 
(15 TMR 1). 

Sec. 731 of the Restatement deals with the factors to be considered 
on the question whether plaintiff’s interest in its trademark and trade 
name is protected with reference to the services and business in connection 
with which defendant uses its designation.t (a) As we have seen, there 
is a strong likelihood that prospective users of trailers will believe that a 
trailer rental concern using the name ALLSTATEs is operated by or asso- 
ciated with plaintiff. (b) There is no evidence whether or not plaintiff 
may expand its business to include the rental of trailers, but there is 
some competition between the businesses, and (c) and (e) a prospective 
user may elect to buy or to lease a trailer. (d) Some of plaintiff’s ALLSTATE 
merchandise is sold through service stations and it renders certain auto- 
motive services in such stations. Defendant’s trailers are generally leased 
through service stations. 

(f) The word aALusTaTe does not have a high degree of distinc- 
tiveness. Arrow Distilleries v. Globe Brewing Co., 4 Cir., 117 F.2d 347, 
48 USPQ 1573 (31 TMR 51); Dizi-Cola Laboratories, Inc., et al. v. Coca- 
Cola Co., 4 Cir., 117 F.2d 352, 48 USPQ 164 (31 TMR 39); Ambrosia 
Chocolate Co. v. Ambrosia Cake Bakery, Inc., 4 Cir., 165 F.2d 693, 76 
USPQ 157 (38 TMR 183). It is descriptive, like NATIONAL, but has ac- 
quired a secondary meaning in the automotive field, as the name of the 





4. A.L.I. Restatement, Torts, sec. 731 states: 

“Factors in Limitation of Protection with Reference to Kind of Goods, Ser 
vices or Business. 

“In determining whether one’s interest in a trademark or trade name is pro 
tected, under the rules stated in §$$717 and 730, with reference to the goods, 
services or business in connection with which the actor uses his designation, the 
following factors are important: 

“‘(a) the likelihood that the actor’s goods, services, or business will be mistaken 
for those of the other; 

“(b) the likelihood that the other may expand his business so as to compete 
with the actor; 

“(e) the extent to which the goods or services of the actor and those of the 
other have common purchasers or users; 

“(d) the extent to which the goods or services of the actor and those of the 
other are marketed through the same channels; 

“(e) the relation between the functions of the goods or services of the actor 
and those of the other; 

“(f) the degree of distinctiveness of the trademark or trade name; 

“(go) the degree of attention usually given to trade symbols in the purchase 
of goods or services of the actor and those of the other; 

“(h) the length of time during which the actor has used the designation ; 

“(i) the intent of the actor in adopting and using the designation.” 
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goods and services furnished by plaintiff. See Restatement, sec. 716, 
comments a and b. National Shoe Stores Co. v. National Shoes of New York, 
supra. ALLSTATE is a weak mark, but the classification into strong and 
weak marks is not determinative of the basic question of likelihood of 
confusion of origin. Several recent cases under the Lanham Act have 
considered the reputation the plaintiff has built around his mark, even 
though the mark is weak, as being determinative of the question of like- 
lihood of confusion. Admiral Corp. v. Penco, Inc., 2 Cir., 203 F.2d 517 
97 USPQ 243 (43 TMR 616); Sunbeam Corp. v. Spear, E.D.Pa., 120 
F.Supp. 538, 100 USPQ 379 (44 TMR 490); Pure Foods, Inc. v. Minute 
Maid Corp., 5 Cir., 214 F.2d 792, 102 USPQ 271 (44 TMR 1408); De- 
velopments in the Law—Trademark and Unfair Competition, 68 Harv. L. 
Rev. 814, 848-49. (g) There is no evidence on the question of the degree 
of attention usually given to trade symbols in the purchase of goods and 
services offered by plaintiff and defendant respectively, but the good will 
involved in plaintiff’s trademark ALLSTATE is obvious. Defendant relies 
heavily on the good will of the Nationwide Trailer Rental System. 

(h) Plaintiff has used the name ALLSTATE for 35 years. Defendant 
began to use it in 1955, three or four years before plaintiff objected and 
four years before this action. (i) Defendant’s intent in adopting the name 
ALLSTATES has been discussed above. It is significant that defendant has 
not shown that it has spent any considerable sum in advertising its name, 
whereas plaintiff has spent a very large amount in advertising ALLSTATE. 
The fact that plaintiff is big and defendant is little does not help plaintiff; 
but the amount spent on developing its trademark and the failure of de- 
fendant to prove what it has spent or to prove the value, if any, of the 
name to it, are factors to be considered. 

Weighing all the factors in the light of the applicable legal principles, 
I conclude that plaintiff is entitled to enjoin defendant’s use of the word 
ALLSTATES, or any other word confusingly similar to ALLSTATE, in its trailer 
rental business. 

I have considered the fact that after first refusing to register defen- 
dant’s mark, citing plaintiff’s registrations, the Commissioner caused the 
mark to be published in the Official Gazette of the Patent Office, pre- 
sumably after an ex parte finding that defendant was entitled to regis- 
tration, based upon defendant’s statement that “the business of Sears, 
Roebuck under these trademarks is wholly non-competitive with and un- 
related to the services rendered by applicant.” Although such a decision 
should be accorded some weight, it must be remembered that the decision 
was not a final decision of the Patent Office—the examiner’s decision was 
subject to opposition under sec. 1063—and that the court does not have 
the benefit of an opinion by the examiner setting forth his reasons for 


reaching that decision. 
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Defendant argues that the lease of defendant’s trailers by plaintiff for 
its Mondawain store in 1956 and 1957, and the payments of $124.50 and 
$61.27 therefor, amount to acquiescence by plaintiff in defendant’s use 
of the mark and that there has been laches on the part of plaintiff in 
bringing this action. The leasing of the trailers was within the authority 
of the assistant to the operating superintendent of the Mondawain store, 
but it is not shown that anyone higher in plaintiff’s organization knew 
about the name of the lessor or the legend on the trailers. 

These facts do not amount to such acquiescence or laches as would 
require a court of equity to deny plaintiff an injunction protecting the 
good will which plaintiff has built up over many years in its trademark 
ALLSTATE. Plaintiff is not pressing any claim for damages or profits. As 
the court said in Stork Restaurant v. Sahati, 9 Cir., 166 F.2d 348, 364, 76 
USPQ 374, 387 (38 TMR 431, 447) : 


“The appellant is not here seeking to have the appellees mulcted 
in damages, nor is it striving to drive them out of business. It asks 
merely that its adversaries be compelled to desist from an unfair trade 
practice that threatens ‘to nobble away’, ‘whittle away’ or ‘dilute’ the 
value of its dearly-bought prestige. 

“The appellant begs that the appellees with an ‘infinity’ of other 
names to choose from, divest themselves of plumage borrowed from 
the Stork. 

“In a word, the appellant is making a plea peculiarly calculated 
to move the conscience of a chancellor. It prays not for a sword, 
but for a shield.” 


Defendant has not shown that it has invested any considerable sum 
in advertising or otherwise establishing any good will in its name ALLSTATES 
during the period 1956 to 1959 or, for that matter, from 1955 to date. 
But however little defendant may have spent, plaintiff’s delay in bringing 
suit has permitted defendant’s business to become known by that name. 
[t is only fair that defendant be permitted, for a reasonable time after 
it has adopted a new name, to show on its stationery and in its adver- 
tising and telephone directory listings, that it is continuing the business 
heretofore known as Allstates Trailer Rental, Inc. Two years would appear 
to be a reasonable period of time during which such showing might be 
made. 

There is no merit in plaintiff’s effort to prevent defendant from 
using the word NATIONWIDE in connection with its business. Plaintiff has 
no interest in the trademark or trade name NATIONWIDE, standing alone or 
superimposed on an outline map of the United States. 

Counsel will prepare an appropriate decree. 


I 
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E. |. DU PONT DE NEMOURS & COMPANY v. ACROLITE PRODUCTS, INC. 
No. 783-59 — D. C., D. N. J. — June 1, 1960—126 USPQ 505 


600.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
PRO-TEK (Plaintiff) for hand creams. 
PROTEX-A-HAND (Defendant) for hand creams. 
PRO-TEK and PROTEX-A-HAND both for hand creams, while having some similarity, 
are not likely to cause confusion. 


Action by EF. I. du Pont de Nemours & Company v. Acrolite Products, 
Inc., for trademark infringement and unfair competition. Judgment for 
defendant. 


Brogan & Wolff, of Jersey City, New Jersey (Rogers, Hoge & Hills and 
William F. Weigel, both of New York, N.Y., of counsel) for plaintiff. 
Howard P. King, of New York, N.Y., for defendant. 


MEANEY, District Judge. 

The plaintiff herein has instituted suit for trademark infringement 
and unfair competition, and asks that defendant be enjoined from the 
use of the words PROTEX-A-HAND and PROTECT-A-HAND on its products, and 
from engaging in unfair competition with plaintiff by such use. 

On October 4, 1932, the Mountain Varnish & Color Works, Inc. regis- 
tered in the United States Patent Office the trademark pro-TEK, No. 297,807. 
This trademark, so registered, and the business in which it was used, were 
acquired by plaintiff in 1934. The trademark is still a registered one, its 
life having been extended for twenty years on October 4, 1952. Since its 
acquisition the plaintiff has continuously used the trademark PRO-TEK on 
a hand cream product for protecting the skin from paint, varnish, grease, 
oils and acid. The product known as PRO-TEK, denominated by plaintiff 
aS THE INVISIBLE GLOVE, has had extensive distribution and nationwide 
sale since 1935, and has been the subject of prominent and costly advertis- 
ing over that period, the expenditure running to four or five hundred 
thousand dollars, with sales in the neighborhood of 17,000,000 packages. 
Advertising has been promoted largely by the media of newspapers, 
magazines, radio and television, and the name PRO-TEK with the accompany- 
ing description of THE INVISIBLE GLOVE has been stressed in the pub- 
licity. In addition, what are known as promotional pieces in the form of 
display cards, posters, window streamers and similar methods of announce- 
ment have been lavishly used, the name DU-PONT being stressed equally 
in all forms of advertising. 

In the early part of 1959 defendant introduced to the public a pro- 
tection for skin in the form of a foam cream, packaged in aerosol cans. 
Initially these cans were labeled PROTEX-A-HAND but after protest from 
plaintiff the label was altered to read, in its prominent lettering, PROTECT- 
A-HAND and in smaller print INVISIBLE PROTECTIVE GLOVE, with the trade- 
mark name ACROLITE also in smaller print. The outstanding feature of 
the second label at first glance was the name PROTECT-A-HAND. 
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The products of both plaintiff and defendant are intended for the 
same purpose and are both creams. The method of prime application to the 
skin is different. 

There are two questions involved: Primo, is the trademark a valid 
one? Secundo, does defendant’s use of PROTECT-A-HAND, as the name of 
its product resemble the trademark of plaintiff so as to be likely to cause 
confusion or mistake or to deceive purchasers? These will be taken up in 
inverse order. 

In the course of the trial of this issue there was no testimony by any 
witness called by the plaintiff, of any observation of actual confusion on 
the part of purchasers of protecting creams, and the general trend of 
the evidence was that orders for PRO-TEK, without further designation, were 
usually accepted as meaning the DU PONT material. No instance of con- 
fusion was adduced. Therefore, this court can rely only on its own 
judgment as to the likelihood of mistake or deception, absent such con- 
erete evidence. While there is a phonetic similarity of the words PRO-TEK 
and the first word of the legend PROTECT-A-HAND, taken in their entirety 
the resemblance is not so compelling as to cause confusion even in the minds 
of the ignorant, the untutored and the unthinking. True there is a certain 
similitude in slipshod phonesis between PRO-TEK and PROTECT but the court 
is of the opinion that the consimilarity is not confusion, even having in 
mind Judge Bradley’s pronouncement in Celluloid Mfg. Co. v. Cellonite 
Mfg. Co., 32 F. 94, 97 (an ancient case in New Jersey’s then Federal 
Cireuit Court), that “Similarity, not identity, is the usual recourse when 
one party seeks to benefit himself by the good name of another.” 

Furthermore, the use of the word pRoTEcT has consistently been 
recognized as a descriptive word, and whatever rights to the designation 
PRO-TEK were given by its registration, it could not be extended to prevent 
the use of the descriptive word PROTECT where that word does actually 
describe the purpose and effect of the product which uses the term on its 
label. 

The label of defendant’s material is no mere “cute” approach to the 
copyrighted term of the plaintiff. It is a straight-forward use of what this 
court believes to be a permissibly descriptive term. 

As a sequela to the foregoing, it would appear that there is no unfair 
competition by the defendant in the use of the vocable PRoTEcT as part 
of the trade name of its shielding cream. 

Other than what may be inferred from the findings of the court, one 
way or the other, there is no positive pronouncement necessary as to the 
registrability of the trademark PRO-TEK. 

Judgment of the defendant. 

The foregoing statements may be considered as findings of fact and 
conclusions of law. 

Let an order be entered. 
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THE CINE-PAK CORPORATION v. PATHECOLOR, INC. 
No. 1009-59 —D. C., D. N. J.— September 29, 1960— 127 USPQ 77 
500.57 —-COURTS—SCOPE OF RELIEF—DAMAGES 
Non-exclusive licensee of trademark has no right of action for infringement 


under 15 USC §1114(1) and (2) but could only base action on common law unfair 
competition under which statutory remedy of treble damages is not available. 


Action by The Cine-Pak Corporation v. Pathecolor, Inc., for breach 
of contract in which defendant counterclaims for unfair competition. 
Plaintiff moves for summary judgment. Motions denied. 


Norman N. Popper and Alexander Seclow, both of Newark, New Jersey, 
for plaintiff. 

Carpenter, Bennett & Morrissey, Laurence Reich, and Elmer J. Bennett, 
all of Jersey City, New Jersey, for defendant. 

HARTSHORNE, District Judge. 

This is an action by plaintiff, The Cine-Pak Corporation, for dam- 
ages, both compensatory and punitive, charging malicious breach of con- 
tract by defendant, Pathecolor, Inc., the action having been removed to 
this Court on the ground diversity. 

Plaintiff and defendant entered into an agreement for plaintiff to 
advertise and sell defendant’s moving picture film, utilizing defendant’s 
trademark and service mark of a rooster and the word PATHE, as well as 
defendant’s trade name of PATHECOLOR, defendant to develop this film 
after sale. The price of the film, as sold to the general public, included 
the development cost, defendant to be paid a proportion of this sales 
price. The contract provided, among other things, that defendant might 
perform its obligations of developing the film through “agents, represen- 
tatives and subeontractors of its own selection.” During the term of the 
contract, defendant announced it would no longer develop the film, but 
that another organization, Dynacolor, would do so. 

Plaintiff's complaint is based on defendant’s turning over its work 
under the contract to Dynacolor, as above, as being a breach of the con- 
tract, claiming the Dynacolor was not defendant’s agent, representative 
or subcontractor, but as assignee or vendee, and that same was part of 
a conspiracy with other parties to ruin plaintiff’s business. Defendant 
not only denied that its arrangements with Dynacolor were a breach of 
contract, but rests on an amended counterclaim in five counts. Counts 1 
and 2 ask for damages and an injunction, respectively, on the theory 
that plaintiff was unlawfully using defendant’s trade name of PATHECOLOR, 
which allegedly had acquired a secondary meaning denoting defendant 
alone, and that plaintiff's use of that name was unfair competition de- 
ceiving the public, to defendant’s injury. Counts 3 and 4 were based on 


defendant’s trademark and service mark of a rooster and the name PATHE, 
of which defendant claimed to be the nonexclusive licensee. Defendant 
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claimed that this trademark and service mark had acquired a secondary 
meaning denoting defendant, and that plaintiff was similarly employing 
unfair competition. Count 3 asked damages, count 4 an injunction and 
treble damages. 

Plaintiff has moved for summary judgment on its complaint, on 
Counts 1, 2, 3 and 4 of the amended counterclaim. 

As to plaintiff's motion for summary judgment on the complaint, 
the affidavits filed show there is an issue of fact, as to whether defendant 
1as breached its contract, by arranging for Dynacolor to develop the 
film which defendant had previously contracted to develop. The specific 
issue 1s whether in point of fact this arrangement by defendant with 
Dynacolor made Dynacolor defendant’s agent, representative or subcon- 
tractor, or, on the other hand, defendant’s assignee or vendee. Because 
of this issue of fact, plaintiff’s motion for summary judgment on the 
complaint must be denied. 

Turning to plaintiff's motions for summary judgment on Counts 1, 2, 
3 and 4 of the amended counterclaim, we first note that Counts 1 and 2 
are based not only on any trademark or service mark, which might well 
give rise to a statutory cause of action under the Trademark Act, 15 
U.S.C.A. § 1114, but count on the common law right to recover for unfair 
competition by the use of a trade name—PATHECOLOR. Here again con- 
flicting issues of fact exist, as revealed by affidavit, as to the authority 
to use defendant’s trade name. The determination of this issue may well 
depend upon whether there was or was not a breach of contract by the 
defendant. This existing issue of fact requires the denial of plaintiff’s 
motion in that regard. 

Furthermore, as to Counts 3 and 4 based upon the trademark and 
service mark of a rooster connected with the word PATHE, defendant 
admits that as to them it is not actually the owner or the registrant of 
such trademark, but a nonexclusive licensee. The statute gives a right 
of action for infringement of such a trademark to “the registrant” or 
“the owner of the right infringed,” 15 U.S.C.A. § 1114(1) and (2). Thus 
defendant’s charges as to such trademark and service mark could not 
count upon the statutory right of action, but upon the common law action 
for unfair competition. Such being the case, defendant’s demand in Count 
4 for treble damages, a solely statutory remedy, must be stricken. 

The remaining question is as to defendant’s standing to sue a common 
law under Counts 3 and 4. The authorities indicate as to a trademark or 
service mark that not only does the statutory remedy lie solely in the 
hands of a registrant or owner, but that the one who sues at common 
law for unfair competition in the use of a trademark or service mark 
must be their proprietor. In House of Westmore v. Denney, 151 F.2d 
261, 66 USPQ 373 (35 TMR 318), (3 Cir. 1945), Judge Forman said: 
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“Quite aside from the statutory rights granted under the Trademark 
Acts, a proprietor of a trademark or trade name identified with his 
business and characterized with advertising and good will built by 
him has a cause of action against one who by unfair means usurps 
the good will * * *. 

“The ultimate burden of proving these elements |including owner- 
ship of the mark] rests therefore upon the one who seeks to sustain 
the mark in a statutory action for infringement or in a common law 
action for unfair conipe tition based on confusing similarity of mark.” 
p. 265, 66 USPQ at 376 (35 TMR at 321, 322). [brackets and italics 
this Court’s| 


But in Armstrong Co. v. Nu-Enamel Corp., 305 U.S. 315, 336, 39 USPQ 402, 
409 (29 TMR 3) (1939), while the Supreme Court alluded to the fact 
that ownership of the mark is requisite for a suit under the trademark 
statute, it upheld a common law action for unfair competition by the 
user of a mark when such mark had acquired a secondary meaning as 
to that user, showing that he in that sense was an owner of the mark. 
To the same effect see Perry v. American Hecolite Denture Corp., 78 F.2d 
556, 27 USPQ 28 (26 TMR 235) (8 Cir. 1935). Since the trademark and 
service mark here in question have been in existence for some 33 years, it 
may be quite difficult for defendant to prove that its four year use thereof 
has established a secondary meaning pointing to defendant only. But, since 
such is the allegation, proof to that end must be permitted. 

Thus, while defendant’s application for treble damages in Count 4 of 
the amended counterclaim will be stricken, plaintiff’s motions for summary 
judgment, as to the complaint and as to Counts 1, 2, 3 and 4 of the 
amended counterclaim will be denied. 

An order may be entered accordingly. 
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CONSUMERS UNION OF UNITED STATES, INC. v. ADMIRAL CORPORATION 


No. 60 Civ. 2184—D. C., S. D. N. Y. — August 23, 1960 
— 126 USPQ 509 
500.31—COURTS—BASIS OF RELIEF—MISLEADING STATEMENTS 
Where plaintiff, an independent research and testing organization publishes a 
monthly magazine in which products are rated “Best Buy,” defendant’s advertise- 
ment of air conditioners as “Rated America’s Best Buy by Independent Research 
Organization,” gives the mistaken impression that plaintiff has labeled defendant’s 
product as its “Best Buy.” 
500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION— 
PRELIMINARY INJUNCTION 
Preliminary injunction granted even though defendant has agreed to obliterate 
objectionable legend since plaintiff is not required to rest upon defendant’s assur 
ances and no injury will ensue from granting injunction. 


Action by Consumers Union of United States, Inc. v. Admiral Corpo- 
ration for unfair competition. Plaintiff moves for preliminary injunction. 
Motion granted. 


Karpatkin & Karpatkin (Rhoda H. Karpatkin and Marvin Moses Kar- 
patkin of counsel) all of New York, N.Y., for plaintiff. 

Engel, Judge, Miller, Sterling & Reddy (John F. Reddy and Thomas J. 
McDonnell of counsel) all of New York, N.Y., for defendant. 


CASHIN, District Judge. 

This is a motion for a preliminary injunction against defendant. 

Plaintiff is an independent research and testing organization which 
tests many products and publishes the results of these tests in the monthly 
magazine Consumer Reports. It has, for many years, rated products and 
has designated as a “Best Buy” certain products attaining the required 
combination of quality and price. Defendant manufactures, among other 
products, air conditioners, one of which, the 1960 Model 550AC23, has 
been packaged in cartons upon which has been printed the statement: 


“Rated 
AMERICA’S 
BEST BUY 

by Independent 


RESEARCH ORGANIZATION” 


Plaintiff claims that a substantial number of Consumer Report readers 
will be deceived into believing that the Admiral Model 550AC23 has been 
rated a “Best Buy” by plaintiff. Plaintiff has not rated this air conditioner 
as a “Best Buy” and further charges that no other independent research 
organization, other than Consumers Union, rates products with the de- 
scription “Best Buy”. 

As Judge Murphy said in Consumers Union of United States, Inc. v. 
Lectra Sales Corporation, 179 F.Supp. 161, 162, 123 USPQ 430 (50 TMR 
520) : 
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‘* * * Because of its peculiar nature, plaintiff’s good name and 
good will is its most valuable asset, if not its sole asset.” 


Defendant’s advertisement tends to give the reader, familiar with plain- 
tiff’s magazine, the mistaken impression that plaintiff had labeled defen- 
dant’s product as its “Best Buy”. Defendant gives no explanation for 
its use of the advertisement in question. Although defendant has stated 
that it has voluntarily obliterated the legend in question and has designed 
a new carton which does not contain the legend, plaintiff is not required 
to rest upon defendant’s assurances that it will not in the future publish 
the same advertisement. Moreover, if defendant has no intention of using 
the offending advertisement, then no injury ensues to it from the granting 
of the injunction. John T. Lloyd Laboratories, Inc. v. Lloyd Brothers 
Pharmacists, Inc., 131 F.2d 703, 706, 55 USPQ 430, 432-433 (33 TMR 50) 
6 Cir. 1942). 

The motion for a preliminary injunction is granted. 

Settle order and submit therewith an undertaking in the amount of 


$5.000.00. 
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CEMENT ENAMEL DEVELOPMENT, INC. v. CEMENT ENAMEL OF 
NEW YORK, INC., et al. 


60 Civ. 2419—D. C., S. D. N. Y.— September 19, 1960 
— 127 USPQ 80 
500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 
Preliminary injunction denied where there is a genuine issue 0 


f fact as t 


whether CEMENT ENAMEL is a generic term in the building industry. 


Action by Cement Enamel Development, Inc. v. Cement Enamel of 
New York, Inc., Edgar M. Fitzsimons, Edward D. Rossmann, and Alice 
C. Fitzsimons for trademark infringement and unfair competition. Plain- 
tiff moves for preliminary injunction. Motion denied. 


Kane, Dalsimer & Kane, of New York, N.Y., for plaintiff. 
Fellner & Rovins, of New York, N.Y., for defendants. 


Dawson, District Judge. 

This action seeks an injunction to enjoin the defendants from using 
the words CEMENT ENAMEL in the name of the defendant corporation and 
from passing off or substituting a surfacing material of another’s manu- 
facture in response to orders for “cement enamel.” 

There is now presented to the Court a motion in three parts: (1) for 
a default judgment, (2) for a preliminary injunction and (3) for a 
preference. 

The motion for a default judgment was withdrawn on the argument. 
The motion for a preference, under the rules of this court, must be made 
to the Chief Judge and cannot be considered by the judge in the motion 
part. 

This leaves only the motion for a preliminary injunction. 

Plaintiff maintains that it is the owner of a trademark registration 
for the words CEMENT ENAMEL for vitreous wall surfacing, and that this 
trademark identifies plaintiff as the sole and single source of cement enamel 
wall surfacing materials. Plaintiff maintains that defendant, by using 
the words “cement enamel” in its corporate name, and by its method of 
doing business, is diluting its trademark and committing acts of unfair 
competition. 

Defendant maintains that “cement enamel” is a generic term and 
hence not susceptible of being a trademark. It denies that it has palmed 
off material of other manufacturers as material of the plaintiff, or has 
committed acts of unfair competition. 

Plaintiff has submitted voluminous affidavits and depositions. Defen- 
dant has countered with other affidavits. 

It is obvious that there are substantial issues of fact in this case. 


‘ 


There is, for example, the issue of fact as to whether “cement enamel” is 


a generic term in the building industry. On this expert testimony may 
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prove necessary. The issues certainly cannot be determined by a judge 
on mere affidavits and papers submitted on the motion. 

There is also the very sharply contested question of fact as to whether 
defendant has been guilty of acts of unfair competition. Here again proof 
is needed. 

A preliminary injunction is a drastic remedy which generally will not 
be granted where doubtful issues of fact exist which may determine the 
result. See, American Radiator & Standard Sanitary Corp. v. Sunbeam 
Corp., 125 F.Supp. 839, 841, 103 USPQ 317, 319 (45 TMR 424) (S.D.N.Y. 
1954), and cases cited therein. 

As was pointed out in the above case, where issues of fact are in- 
volved, the drastic remedy of preliminary injunction should not be granted 
until the facts have been tested out in the crucible of oral examination 
and cross-examination. No immediate irreparable harm would seem to 
threaten the plaintiff by having this case actually tried. The papers as- 
sert without dispute that plaintiff is not doing business in the New York 
area. 

Plaintiff, however, should have an opportunity for a prompt trial and 
if application is made to the Chief Judge for a preference the attorneys 
may report that this judge will be in favor of granting that preference. 

Under the circumstances, however, the Court finds itself unable to 
grant the drastic remedy of preliminary injunction on this motion. The 
motion is therefore denied. So ordered. 
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COLGATE-PALMOLIVE COMPANY v. RAFIDANE CORPORATION, et al. 


No. 60 Civ. 1694—D. C., S. D. N. Y.— July 25, 1960 
— 127 USPQ 253 


600.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


FAB and package design (Plaintiff) for detergent products. 
LAV and package design (Defendants) for detergent products. 
Preliminary injunction granted. Defendants’ use of LAv and of their packages 
in shipments of detergent products constitutes intentional infringement of plaintiff’s 
trademarks and intentional unfair competition with plaintiff. 


500.58a—COU RTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 
Preliminary injunction granted, enjoining defendants from shipping to foreign 
countries detergent and similar products bearing either LAV or in defen 


age which is a colorable imitation of plaintiff’s trademark FAB or its distinctive 


package. 

Action by Colgate-Palmolive Company v. Rafidane Corporation, Loulou 
Paress, and Sassoon Paress for trademark infringement and unfair com- 
petition. Plaintiff moves for temporary injunction. Motion granted. 
Watson, Leavenworth, Kelton & Taggart, Walter I. Seligsohn, Leslie D. 

Taggart, and Robert C. Nicander, all of New York, N.Y., and Arthur 

E. Johnston, of East Orange, New Jersey, for plaintiff. 

Michael Mishkin, of New York, N.Y., for defendants. 


MacMaAnon, District Judge. 


FINDINGS OF FACT 


1. Plaintiff is a corporation organized and existing under the laws 
of the State of Delaware with a principal office at 300 Park Avenue, 
New York 22, New York. 


2. Defendant, Rafidane Corporation, is a New York corporation and 
has its principal place of business and does business at 200 West 42nd 
Street, in the City, County, and State of New York and in the Southern 


District of New York. 


3. Defendants, Loulou Paress, also known as Loulou Peress. and Sas- 
soon Paress, also known as Sassoon Peress, each reside in the City and 
State of New York, and each .is an officer of the defendant, Rafidane 


Corporation. 


4. Plaintiff is a well-known manufacturer of detergent products, 


including soap and synthetic detergents. 


5. Plaintiff has been selling detergent products under the trademark 


FAB since the early 1920’s. 
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6. Since 1948 plaintiff has sold a synthetic detergent for laundry 
and general household use under the trademark FaB in the United States 
and directly or through its subsidiaries in most of the countries of the 


free world. 


7. Since 1948 plaintiff has continuously used a distinctive package 
design, photographs of which are annexed to the complaint and marked 


Exhibits 8 and 9. 


8. Plaintiff has duly registered its trademark FaB and its trademark 
consisting of the distinctive package design in the United States Patent 
Office, as follows: 


Reg. No. Issued 

139,710, February 15, 1921 (renewed) 
167,542, May 1, 1923 (renewed) 
922,356, Mareh 14, 1950 

592,459, December 25, 1951. 


9. Plaintiff, has since 1948, spent in the United States alone more 
than seventy-five million dollars ($75,000,000) in advertising and pro- 
moting FAB detergent and has sold more than three hundred fifty million 
dollars ($350,000,000) worth of raB detergent. 


10. Since 1948 plaintiff has exported raB detergent to many foreign 


countries. 


11. In 1952 plaintiff began selling FaB detergent in Hong Kong 
through Anglo-Chinese Agency, an independent distributor. 


12. Since May 1955 to date, rasp detergent has been distributed in 


Hong Kong by Alexandra Trading Agency, Limited, the sole distributor 


in Hong Kong for plaintiff’s products. 


13. Sales of detergent in Hong Kong under the trademark Fras and 
the trademark consisting of the distinctive package design have exceeded 
two million dollars ($2,000,000) U.S. currency. 


14. Advertising and promoting expenditures for such detergent 
in Hong Kong have exceeded seventy thousand dollars ($70,000) U.S. 
currency. 


15. Plaintiff has duly registered its trademark FaB and its trademark 
consisting of the distinctive package design in Hong Kong as follows: 


Reg. No. Issued 

238, March 18. 1954 
983, July 14, 1955 
1232, August 20, 1959 
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16. Plaintiff has sold ras detergent in its distinctive carton in Cam- 
bodia, Laos and Viet-Nam, formerly French Indo-China, continuously since 
1956. 


17. Plaintiff has registered its trademark Fras in Laos, Viet-Nam and 
Cambodia as follows: 


Registra- 
Country tion No. Date 


Laos 754 October 17, 1956 
Viet-Nam 3324 October 4, 1956 
Cambodia 1398 October 9, 1956 


18. Plaintiff’s trademarks FAB and its distinctive carton are well- 


known and recognized trademarks of plaintiff. 


19. Plaintiff’s trademarks FAB and its distinctive carton are means 
by which plaintiff's products have become known to the public and their 
origin identified. 


20. Defendants have caused to be exported from New York and sold 
in Indo-China and Hong Kong a detergent product under the notation 
LAV and in a carton (as shown in Exhibits 8 and 9 attached to the com- 
plaint) similar to plaintiff’s distinctive carton and defendant’s goods have 
recently been on sale in Hong Kong. 


21. The notation LAv and the carton used by the defendants in the 
sale of their product were adopted after plaintiff’s product in its distinctive 
carton bearing FAB had become well and favorably known to the trade 
and to the public and well-known to defendants. 


22. The affidavit of Sassoon Peress, one of the individual defendants 
and president of the corporate defendant, states that corporate defendant’s 
prime market for this product “are French conscious countries,” including 
Indo-China, and that the carton was designed for the corporate defendant 
in Indo-China “with a view towards satisfying the market preference there 
and in other French conscious countries.” All the wording on defendant’s 
carton, with one exception on its bottom, is in English. 


23. Defendants have failed to offer any credible explanation for the 
fact that defendants’ carton, which bears LAV, is similar to and apparently 
copied from plaintiff’s distinctive package, which bears FAB. 


24. LAv is a colorable imitation of raB and defendants’ carton is a 
colorable imitation of plaintiff’s distinctive carton and the combination 
of defendants’ package consisting of Lav and the carton is a colorable imita- 


tion of plaintiff’s combination of raB and its distinctive carton, and each 


is an infringement of one or more of plaintiff’s trademarks. 
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25. Defendants’ use of LAV and their carton each is likely when applied 
to the goods of defendants to cause confusion or mistake or to deceive pur- 
chasers into the belief that such products are the products of plaintiff or 
that defendants and their products are endorsed by plaintiff or are spon- 
sored by plaintiff or are connected in some way with plaintiff and defen- 


dants’ use of said carton and of LAV each constitutes trademark infringe- 


ment and unfair competition by defendants with plaintiff. 


26. Defendants’ imitation of plaintiff’s distinctive package and of FAB 
was deliberate and intentional and was designed to create confusion and 
mistake in the public mind and to deceive purchasers into the belief that 
products sold by defendants are products of plaintiff or that defendants 
and their products are endorsed by plaintiff or are sponsored by plaintiff 


or are connected in some way with plaintiff. 


97. Defendants have on hand in New York 42.300 cartons the same as 


or similar to defendants’ carton shown in Exhibits 8 and 9 attached to 
the complaint. 

28. The products of plaintiff and of defendants herein described are 
similar goods and defendants’ conduct is without license or permission of 


plaintiff. 


29. The conduct of defendants as herein set forth has damaged plain- 
tiff and will, unless immediately enjoined, irreparably injure plaintiff’s 


trademark and good will. 


CONCLUSIONS OF LAW 


1. This is a civil action for trademark infringement and unfair 
competition brought under the trademark laws of the United States 
(Trademark Act of July 5, 1946, 15 U.S.C. §1051 et seq.) and under 28 
U.S.C. §1338. 


2. The Court has jurisdiction of the parties and the subject matter 


a. 


of the action. 

3. FAB and the distinctive package design is each a good and valid 
common law trademark owned by plaintiff for detergent products and 
each has long meant to the purchasing public the goods sold by the 
plaintiff. 

4. The following United States trademark registrations are valid, 
presently subsisting, and owned by plaintiff, Colgate-Palmolive Company: 


Reg. No. Issued 

139,710 February 15, 1921 (renewed) 
167,542 May 1, 1923 (renewed) 
522,356 March 14, 1950 


552,459 December 25, 1951 
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5. By the use of Lav and their package in their shipments of deter- 
gent products, defendants have infringed plaintiff's trademarks rap and 
the distinctive package design. 


6. By the use of Lav and of their package in their shipments of deter- 
gent products, defendants have competed unfairly with plaintiff. 


7. Defendant’s use of LAv and of the packages in the shipments of 
detergent products constitute intentional infringement of plaintiff’s trade- 
marks and intentional unfair competition with plaintiff. 


8. Plaintiff is entitled to an injunction, pending the trial of this civil 
action, against the advertising, offering for sale, sale or shipment by 
defendants, and any of them, or by their servants, agents, employees and 
any and all persons acting by or under the authority of or in privity with 
the defendants and each of them, of detergents and similar products bear- 
ing either LAV or the defendants’ package shown in Exhibits 8 and 9 
attached to the complaint or any colorable imitation of either thereof or 
any colorable imitation of either of plaintiff’s said trademarks Fraps or its 
distinctive package. 
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CHESTER BARRIE, LTD. v. THE CHESTER LAURIE, LTD., et al. 


No. 106-215 —D. C., S$. D. N. Y. — October 19, 1960 
— 127 USPQ 255 


600.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
CHESTER BARRIE, LTD. (Plaintiff) men’s and women’s clothing. 
CHESTER LAURIE, LTD. (Defendant) men’s clothing. 


mm 


Infringement found. The men’s clothing of both parties are in many instances 
sold in the same store and there was evidence of actual confusion among persons 
engaged in the retail clothing business. 

500.74a—COURTS—PLEADING AND PRACTICE—EVIDENCE—IN GENERAL 

Assuming the confusion occurred through lack of care or inattention, it 
nonetheless entitled to weight. 

600.1—CONFUSING SIMILARITY—IN GENERAL 

The unexplained parallel change in corporate names by defendant (CHESTER 
LAURIE, INC. to CHESTER LAURIE, LTD.) following upon plaintiff’s change of name 
from CHESTER BARRIE, INC. to CHESTER BARRIE, LTD., inclines the Court to the view 
that defendant’s change was deliberate and purposeful with a view of accomplish 
ing its apparent design of simulating plaintiff’s mark. 

500.52—COURTS—SCOPE OF RELIEF—ACCOUNTING 

In view of plaintiff’s failure to demonstrate “material damage” an accounting 


will not be ordered. 


Action by Chester Barrie, Ltd. v. The Chester Laurie, Ltd., and 
Samuel Kozinsky, doing business as Dependable Clothing Company, for 
trademark infringement and unfair competition. Judgment for plaintiff. 


Bernard Liles and Julius H. Sherman, both of New York, N.Y., for plaintiff. 
William J. Cantwell and Peter 8S. Kurtz, both of New York, N.Y., for defen- 
dants. 

Bicks, District Judge. 

This is an action for trademark infringement and unfair competition, 
tried to the court without a jury. Jurisdiction is founded on 28 U.S.C. See. 
1338(a). The claim for infringement being clearly substantial carries with 
it and confers upon this court jurisdiction to determine the related claim 
of unfair competition. Schreyer v. Casco Prod. Corp., 2 Cir., 1951, 190 
F.2d 921, 924, 90 USPQ 271, 274. See also Maternally Yours, Inc. v. Your 
Maternity Shop, Inc., 2 Cir., 1956, 234 F.2d 538, 543, 110 USPQ 462, 466 
(46 TMR 1509). 





1. Pendent jurisdiction of the unfair competition claim once having attached 
continues in this Court even if the primary infringement claim upon which it rests is 
found wanting in merit on trial of the claims. Hurn v. Oursler, 289 U.S. 238, 246, 17 
USPQ 195, 198 (23 TMR 267); Schreyer v. Casco Products Corp., supra at 923, 924 


90 USPQ at 273, 274; Hanson v. Triangle Publications, Inc., 8th Cir., 1947, 163 F.2d 
74, 79, 74 USPQ 280, 283-284 37 TMR 645); American Securit Co. v. Shatte proof 
Glass Corp., 1).C. Del., 1958, 166 F.Supp. 813, 824, 119 USPQ 49, 51; Navy Club of 
United States of America v. All-Navy Club of United States of America, D.C. R.I., 1949, 
85 F.Supp. 679, 681, 83 USPQ 65, 66-67 (39 TMR 928); Gamlen Chemical Co. vy. Gar 
len, W.D. Penn., 1948, 79 F.Supp. 622, 632, 78 USPQ 251, 259 (38 TMR 876); Bulova 
Watch Co., Inc. v. Stolzberg, D.C. Mass., 1947, 69 F.Supp. 543, 545, 546, 72 USPQ 72, 
74, 75 (37 TMR 41). 
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The validity of plaintiff’s registered trademark is not disputed. In 
issue is whether defendants’ conduct constitutes (a) an infringement of 
plaintiff's mark; (b) unfair competition. As the cases teach us, each alle- 
gation of infringement “must be judged on its own facts, and citation of 
authorities is not very helpful, except insofar as they show the general 
pattern.” Harold F. Ritchie, Inc. v. Chesebrough-Pond’s Inc., 2 Cir., 
126 USPQ 310, 312 (50 TMR 1207). 

Plaintiff, a New York corporation, was organized under the name 
Chester Barrie, Inc., on May 2, 1935. It changed its corporate title to 
Chester Barrie, Ltd., on January 25, 1951. Plaintiff has been engaged in 
the wholesale distribution of men’s and women’s clothing manufactured 
in and from materials processed in Great Britain. Its wares are resold 
by plaintiff’s customers at retail in the following price ranges: 

Topeoats $125 to $225 
Suits $135 to $195 
Sportscoats $90 to $135 


Plaintiff’s predecessors in ownership of the mark, companies whose prin- 
cipals are likewise principals of the plaintiff, registered the mark CHESTER 
BARRIE with the representation of a dog superimposed upon a cross-bow, 
in the United States Patent Office, on January 19, 1937. It had previously 
registered the mark in New York State on June 10, 1936. By instrument 
dated July 1, 1952 and recorded in the United States Patent Office on 
August 4, 1953, the trademark and all rights therein were assigned to the 
plaintiff; on January 19, 1957 said mark was renewed for twenty years. 

It is conceded that the mark CHESTER BARRIE has been uscd by the 
plaintiff for men’s clothing continuously since at least 1939. 

The defendant, Samuel Kozinsky, president and principal stockholder 
of the corporate defendant, was from 1942 to 1955 engaged in the manu- 
facture and distribution of men’s clothing under the name “The Dependable 
Clothing Company”. 

The names CHESTER LAURIE, CHESTER LAURIE SPORTSWEAR and CHESTER 
LAURIE OF HOLLYWOOD have been used by the defendant, Kozinsky, at 
various times since 1942. On June 5, 1946 the defendant Kozinsky applied 
to the United States Patent Office for registration of the mark CHESTER 
LAURIE OF HOLLYWoop (the words “of Hollywood” were subsequently dis- 
claimed). 

Plaintiff’s predecessors in ownership of the mark, first learned of 
defendants’ use of CHESTER LAURIE in 1948, and instructed its attorney to 
request the defendant, Kozinsky, to discontinue the use thereof. The 
pendency of defendants’ application in the United States Patent Office for 
registration of the offending mark came to the attention of plaintiff’s 
predecessor in 1951. It caused an opposition thereto to be filed and such 
proceedings thereafter were had that on October 27, 1952, the Examiner 
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of Interferences sustained the opposition on the ground that the plaintiff’s 
mark CHESTER BARRIE and the mark CHESTER LAURIE were confusingly simi- 
lar. Despite notice as far back as 1948 of plaintiff’s ownership of the mark 
CHESTER BARRIE and its claim that CHESTER LAURIE infringed thereon, and 
the Patent Office’s denial in 1951 of defendants’ application for registra- 
tion, the defendant Kozinsky persisted in employing CHESTER LAURIE in 
the business which he conducted as a sole proprietor under the name of 
The Dependable Clothing Company until 1955. Two years prior to dis- 
continuing conduct of business in that style and under that name the 
individual defendant caused a corporation to be organized under the name 
Chester Laurie, Inc. In 1955, he caused the corporate name to be changed 
to “The Chester Laurie, Ltd.” Chester Laurie, Ine. from 1953 to 1955 and 
Chester Laurie, Ltd. since 1955, have been engaged in the manufacture 
and distribution of men’s clothing. 

While no garment manufactured or sold by the defendant bears the 
corporate name or the words CHESTER LAURIE, these symbols have been and 
are utilized in advertisements, in both mass communication and trade 
media, on swatch brochures and other samples sent to retail distributors 
earrying defendant’s line of clothing. 

Defendant’s advertisements, in both media, bear the corporate name 
or the words CHESTER LAURIE prominently displayed, and are generally 
accompanied by a pencil-sketch representation or a photograph of men’s 
clothing. In numerous of these advertisements the names of retail dis- 
tributors carrying the defendant’s product have been and are listed with 
an invitation to the reader to inspect and purchase defendant’s products 
at those outlets. 

It is not suggested that the name The Dependable Clothing Company, 
or that of its sole proprietor, Samuel Kozinsky, or of any person in any 
way connected with Chester Laurie, Ltd., bears any resemblance to CHESTER 
LAURIE. 

It is undisputed that both lines of men’s clothing are retailed within 
the same geographical area, and in many instances at the very same stores. 
While defendant’s garments presently are sold in retail price ranges 
substantially lower than those of plaintiff, it does not license defendants 
to preempt the lower price ranges and foreclose plaintiff from changing 
its merchandising or pricing policies. Additionally, changes in economic 
conditions may impel plaintiff to lower the price of its product and mate- 
rially lessen the differential. 

Plaintiff has never consented to the use of the name or words CHESTER 
BARRIE either with or without the suffixes “Inc.” or “Ltd.”, nor any color- 
able imitation thereof, nor has it authorized the use of its mark or eny 
eolorable imitation by any other person or organization. 

Plaintiff’s right to injunctive relief on the infringement as well as 
the unfair competition count, turns upon whether the defendant’s use of 
“Chester Laurie, Ltd.” * * *, is likely to cause confusion or mistake or to 
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deceive purchasers as to the source of origin of such goods * * *.” 15 


SAC. A. $1114 E), see, G. BE. Ke nt & Sons V. P. Lorillard oe S.D.N.Y. 
1953, 114 F.Supp. 621, 625 (44 TMR 153) at footnote 12, 98 USPQ 404, 
407, aff'd per curiam, 2 Cir., 1954 210 F.2d 953, 101 USPQ 161 (44 TMR 
676). 

Material to a determination of the “likelihood of confusion” are inter 
alia: the area of coneurrent sale; the extent to which the goods are related; 
the extent to which the mark and the alleged infringing name are similar; 
the “strength” or novelty of the plaintiff’s mark; evidence of bad faith or 
intention of the defendant in selecting and using the alleged infringing 
name: and, evidence of actual confusion. J. R. Wood & Sons, Ine. vy. 
Reese Jewelry Corp., 2 Cir., 1960, 278 F.2d 157, 125 USPQ 367 (50 TMR 
583) ; Maternally Yours, Inc. v. Your Maternity Shop, Inc., supra, at 542, 
543, 110 USPQ at 465 (46 TMR 1509); G. B. Kent & Sons v. P. Lorillard 
Co., supra, at 626, 98 USPQ at 407 (44 TMR 153 

It is clear that both plaintiff and defendant sell men’s clothing, i.e., 
suits, sport jackets, etc. in the same geographical area, throughout New 
York, New Jersey, Pennsylvania, and various cities in the south and in 
many instances through the same stores. While the retail price ranges 
within which plaintiff and defendant sell their respective goods are 
not identical, each has sought as customers, persons subject to the lure of 
advertising which connotes an English origin as well as conservative styling. 
See, e.g., Avon Shoe Co. v. David Crystal, Inc., 279 F.2d 607, 612, 125 
USPQ 607, 611. Plaintiff’s garments are in fact manufactured in England 
and, while those of the defendant are not, defendant has by advertising 
and adoption of the suffix “Ltd” attempted to convey the impression that 
its product has English acceptance, if not origin.” While defendant has 
not affixed its corporate name to the garments it purveys, its advertise- 
ments directed to the ultimate consumer do prominently display the name 
and set forth the stores in various geographical areas where the garments 
are available under “Saint Laurie, Natural Shoulder Clothing.” * Such 
advertisements are used as counter and window displays in those stores. 

Plaintiff’s mark is fanciful and arbitrary and no word in the mark can 
be considered descriptive. As such it is a strong mark, Standard Brands, Inc. 
v. Smidler, 2 Cir., 1945, 151 F.2d 34, 66 USPQ 337 (35 TMR 277); 
G. D. Searle & Co. v. Institutional Drug Distr., Inc., S.D. Cal., 1957, 151 
F.Supp. 715, 717, 718, 114 USPQ 522, 523, 524 (47 TMR 1459). No evi- 
dence was adduced indicating use of similar words by other than the 
defendant, and, while not binding upon the Court, it may consider that 
the Examiner of Interferences denied registration to CHESTER LAURIE be- 


2. Defendant’s advertisement in the New Yorker of August 29, 1959, p. 79, depicts 
1 young man in vest and sport jacket seated on a bench and holding a cricket club, 
with the accoutrements of the cricket player lying on the bench. 

3. See fn. 2, supra. See also, Esquire Magazine, October 1959, at page 177. 
November, 1959, at page 169, December, 1959, at page 100 and N.Y. Times Magazine, 


September 29, 1957, at page 26. 
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eause of confusing similarity. Miles Shoes, Inc. v. R. H. Macy & Co., Inc., 
2 Cir., 1952, 199 F.2d 602, 603, 95 USPQ 170, 171 (42 TMR 911). To the 
ordinarily prudent purchaser the word CHESTER, the suffix “Ltd.”, and 
the visual and sonal effect of the names, BARRIE and LAURIE give rise to a 
“likelihood of confusion”’. 


While actual confusion need not be established to sustain claims of 





infringement or unfair competition, see, e.g., Maternally Yours, Inc. V. 
Your Maternity Shop, Inc., supra, at 542, 110 USPQ at 465 (46 TMR 1509), 
‘where such proof has been adduced, weight should be given it.” Harold 
F. Ritchie, Inc. v. Chesebrough-Pond’s, Inc., supra. Here, two of the 
salesmen employed by plaintiff testified that on separate occasions while 
calling on the trade, prospective customers made inquiry of them concern- 
ing garments manufactured by defendant, and, indeed, on one occasion 
a representative of “Sports Illustrated”, a national magazine, phoned 
plaintiff asking for a jacket for the purpose of photographing it and 
inserting the photograph as part of an advertisement of defendant’s wares. 
While ordinarily evidence of actual confusion is difficult to secure, Miles 
Shoes, Inc. v. R. H. Macy & Co., Inc., 2 Cir., 1952, 199 F.2d 602, 603, 95 
USPQ 170, 171 (42 TMR 911), here there was evidence of actual confusion 
among persons engaged in the retail clothing business. Under the circum- 
stances, the inference of “likelihood of confusion” by the ultimate pur- 
chaser is the more compelling. Assuming the confusion occurred through 
lack of care or inattention, it is nonetheless entitled to weight. See, e.g., 
Harold F. Ritchie, Inc. v. Chesebrough-Ponad’s, Inc., supra; American 
Chicle Co. v. Topps Chewing Gum, Inc., 2 Cir., 1958, 208 F.2d 560, 563, 
99 USPQ 362, 364 (44 TMR 414). 

Evidence of a defendant’s intention to appropriate a competitor’s 
customers, or trade on his good will offer strong evidence of the likelihood 
of confusion. G. B. Kent & Sons v. P. Lorillard Co., supra, at 626, 98 
USPQ at 407 (44 TMR 153). Here the inference of such a state of mind 
is inescapable, witness the incorporation of defendant subsequent to actual 
notice of plaintiff’s mark, and, after defendant’s application for registration 
of its mark was denied on the ground of confusing similarity. See, Miles 
Shoes, Inc. v. David Crystal, Inc., supra. The unexplained parallel change 
in corporate names,—Chester Laurie, Ine. to Chester Laurie, Ltd., follow- 
ing upon plaintiff’s change of name from Chester Barrie, Inc. to Chester 
Barrie, Ltd..—inelines the Court to the view that defendant’s change was 
deliberate and purposeful with a view to accomplishing its apparent design 
of simulating plaintiff’s mark. 


Defendant’s contentions that (1) use of a mark confusingly similar 
in its corporate title, and (2) it did not attempt to simulate the plaintiff’s 
mark in its entirety, defeat plaintiff’s claim are groundless. Independent 
Nail & Pack. Co. v. Stronghold Screw Prod., 7 Cir., 1953, 205 F.2d 921, 
98 USPQ 172 (44 TMR 46), 1954, 215 F.2d 434, 102 USPQ 146 (44 TMR 
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1180), cert. denied, 346 U.S. 886, 99 USPQ 491; American Insulation Co. 
v. Etermt Roofing Corp., E.D. N.Y., 1926, 14 F.2d 235 (16 TMR 523) ; 
Pan American World Airways v. Clipper Van Lines, E.D.N.Y., 1951, 
98 F.Supp. 524, 90 USPQ 53 (41 TMR 832). The proscriptive statute, 15 
U.S.C.A. §1114, interdicts colorable imitation of a “registered mark’, and 
does not require the infringing use to be any other than by a reproduction, 
counterfeit, copy or colorable imitation. Colorable imitation of part of a 
valid mark of another constitutes infringement where, as here, “the part 
* * * taken identifies the owner’s product without the rest.” Parfumerie 
Roger & Gallet v. M. C. M. Co., 2 Cir., 1928, 24 F.2d 698, 699 (18 TMR 139) ; 
Caron Corp. v. Ollendorf, 2 Cir., 1947, 160 F.2d 444, 73 USPQ 79 (37 
TMR 261). The record clearly reflects that plaintiff’s mark has been 
infringed. 

Against the factual background herein and the finding of infringe- 
ment, defendant’s contention that plaintiff’s failure to show palming off 
defeats the unfair competition claim is without merit. Trademark infringe- 
ment is part of the broader law of unfair competition, United Drug Co. v. 
Rectanus Co., 1918, 248 U.S. 90, 97 (9 TMR 1), and unfair competition 
is governed by “essentially the same principles” as trademark infringe- 
ment. Avon Shoe Co. v. David Crystal, Inc., supra, at 614, 125 USPQ at 
613; American Auto Ass’n v. Spiegel, 2 Cir., 1953, 205 F.2d 271, 774, 
98 USPQ 1, 3 (43 TMR 1070), cert. denied, 1953, 346 U.S. 887, 99 USPQ 
490: Iowa Farmers Union v. Farmers’ Educational and Cooperative Union, 
8 Cir., 1957, 247 F.2d 809, 819, 114 USPQ 382, 390 (47 TMR 1492). 

In view of the failure of the plaintiff to demonstrate “material dam- 
age” an accounting will not be ordered. Admiral Corp. v. Penco, Inc., 2 
Cir., 1953, 203 F.2d 517, 521, 97 USPQ 24, 27 (43 TMR 616), and cases 
cited therein. 

A decree may be submitted in accordance with this opinion. 

The foregoing shall constitute Findings of Fact and Conclusions of 
Law in accordance with Fed. R. Civ. P. 52(a). 


LL 
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THE AMERICAN AUTOMOBILE ASSOCIATION (INCORPORATED) et al. v. 
NATIONAL AUTOMOBILE ASSOCIATION, INC. 


Trademark Trial and Appeal Board — November 21, 1960 
—127 USPQ 423 


300.283—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE 
300.31—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 

IN GENERAL 

In an opposition proceeding, applicant had requested affirmative relief by way 
of cancellation of opposer’s registration but since such request was not accompanied 
by the fee prescribed in Sec. 14 of the Act of 1946, it was stricken by the Board. 

300.22—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 

PARTIES 

While prior decision in another opposition between opposer and applicant was 
held conclusive between the parties as rights in marks involved therein, it was not 
conclusive as to opposer’s affiliate who was not a party to said proceeding. More- 
over, the mark applicant was presently seeking to register was distinctly different 
from the mark involved in prior opposition (NAA having been substituted for 
NATIONAL AA) and doctrine of res judicata was inapplicable in present opposition 
between the parties. 

400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

NAA in distinctive style and design (Applicant) for automobile services, information, 
insurance, ete. 

AAA in distinctive style and design (Opposers) for automobile services, information, in- 
surance, etc. 

Opposition sustained. The Board found the similarities between applicant’s 
mark NAA and opposers’ mark AAA extended beyond the letters AA, which carried 
the meaning “Automobile Association.” Both marks displayed the central “A” in 
a size larger and more pronounced than the other letters, a manner long used by 
opposer; applicant displayed the letters NAA in the color blue, a color frequently 
used by opposer AAA and its affiliate csaa (California State Automobile Associa- 
tion); and applicant’s diamond shaped design was substantially identical to that 
comprising a prominent feature of cSAA’s mark. 

The Board held that applicant was now seeking to register the letters AA 
“in a context, or setting or combination which so resembled both AAA’s mark and 
CSAA’s mark that motorists familiar with the respective marks of opposers on 
seeing applicant’s mark were likely to assume there was some connection between 
applicant and opposers.” 

100.44—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES) — 
ACT OF 1946—SECTION 14(d) 
300.32—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 

PARTIES 

In an opposition between two “Automobile Associations,” the Board in con- 
sidering applicant’s counterclaim that opposer had discriminated in refusing services 
to certain of applicant’s customers, agents and affiliates, held that Section 14(d) 
of the Statute contemplated that an action thereunder be brought by a person who 
has been or will be damaged by the action complained of and that applicant 
was not such person. The type of damage alleged by applicant was merely the 
result of the competition that existed between the parties. 
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Applicant’s contention that opposer AAA was using its certification mark in 
connection with services of rating tourist accommodations, disseminating travel 
information and the like was denied where applicant had not alleged nor shown 
that it had been or could have been damaged by AaA’s asserted use of the certifica 


tion mark as a service mark, 


Opposition proceedings Nos. 36,678, 36,703, 36,704, 36,759, 36,760 and 
36,761 by The American Automobile Association (Incorporated) and Cali- 
fornia State Automobile Association v. National Automobile Association, 
Inc., applications, Serial Nos. 687,484, 687,485, and 687,486, filed May 13, 
1955, in which National Automobile Association Ine., counterclaims to 
cancel Registration No. 608,115, issued June 28, 1955. Oppositions sus- 
tained ; counterclaim dismissed. 

See also 46 TMR 1301, 47 TMR 1287. 

Albert Kirchner, of Washington, D.C., for The American Automobile Asso- 
ciation (Incorporated) and California State Automobile Association. 

Mason, Fenwick & Lawrence, of Washington, D.C., for National Automobile 
Association, Ince. 

Before WALDSTREICHER, LEFKOWITZ, and SHryYocK, Members. 
LEFKOWITZ, Member. 


Applications have been filed by National Automobile Association, Ine. 
to register the mark reproduced below as a service mark for providing 
emergency road services and travel counseling services for automobile 
travelers, such as routings of trips, with information as to weather, accom- 
modations, and points of interest, making arrangements in connection with 
foreign automobile travel, such as obtaining international driving permits, 
and arranging for the hire or purchase of automobiles abroad;' for dis- 
seminating travel information, rating tourist accommodations, cooperating 
with law enforcement agencies and state highway departments in the 
promotion of safety and protection for motorists and pedestrians and sup- 
porting and advocating legislation favorable to motorists generally,? and 
for services rendered to motor vehicle owners and motorists, namely, pro- 
viding bail bond services in the event of an automobile accident, and cash 
bond services on charges involving motor vehicle laws, payment of legal 
fees involved as a result of automobile accidents, arranging for the pro- 
eurement of individual automobile and travel accident insurance, and 
arranging for the provision of insurance for persons traveling abroad.° 
Use since January 1, 1954 is asserted in each application. 


The drawing is lined for the color blue. 





1. Ser. No. 687,484. 
2. Ser. No. 687,485. 
3. Ser. No. 687,486. 








8 
7 2) 


THE TRADEMARK REPORTER Vol. 51 TMR 





Registration has been opposed by The American Automobile Associa- 
tion (Incorporated) (hereinafter referred to as AAA) and by its affiliate, 





California State Automobile Association (hereinafter referred to as CSAA). 

AAA is the registrant of the mark shown below as a trademark for 
road sign, electrical advertising signs and electric flashlights, badges, 
membership emblems, automobile door initial emblems and flags, pencils, 
pens, carbon paper and other stationery items, exposed motion picture film 
and television film slides, printed maps, monthly magazines, and the like ;* 
as a service mark for services rendered to motor vehicle owners, motorists 
and travelers generally, namely, disseminating travel information, making 
travel arrangements, rating tourists accommodations, providing emergency 
road services, adjusting damage claims, recovering stolen motor vehicles, 
obtaining insurance, bail and legal services, teaching motor vehicle opera- 
tion, conducting traffic and pedestrian safety campaigns, and similar 
services.® 





AAA is also registrant of the letters AAA within a double oval design 
bearing the word APPROVED as a certification mark for serving of food and 
beverages in restaurants and providing lodging in motor courts and hotels.® 

CSAA has alleged prior and continuous use of the mark, hereafter 
illustrated, for various services rendered to motorists. 











4. Reg. No. 303,862, issued June 13, 1933, and renewed; Reg. No. 625,602, issued 
Apr. 17, 1956; Reg. No. 625,769, issued Apr. 24, 1956; Kegs. Nos. 629,114 and 629,128, 
issued June 19, 1956. 

5. Reg. No. 547,321, issued Aug. 28, 1951. 

6. Reg. No. 608,115, issued June 28, 1955. 
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Applicant has counterclaimed for cancellation under Section 14(d)? 
of the Act of 1946 of AAA’s pleaded Registration No. 608,115,° alleging 
as grounds therefor (a) that AAA has discriminately refused to certify 
or to continue to certify the services of any person who maintains the 
standards or conditions which such mark certifies, and (b) that AAA 
engages in the production and marketing of goods and services to which 
the mark is applied. 

In view of the joint interest of opposers and the substantially identical 
issues involved in these cases, the above identified proceedings were, upon 
stipulation of the parties, consolidated and submitted on a single record 
for determination in a single decision. 

Both opposers and applicant have taken testimony and filed a number 
of documentary exhibits. 

The record shows that AAA, founded in 1902, is a federation of 
more than seven hundred automobile clubs and branches organized in 
specified areas throughout the United States and in Canada, with a com- 
bined individual membership well above five and a half million persons. 
AAA functions as a centralizing agency through which automobile owners, 
by membership in a state club affiliated with AAA, may secure the services 
rendered by automobile clubs throughout the country. Not more than one 
local organization in any given territory is permitted to affiliate with AAA; 
and while the member clubs are autonomous within their particular areas, 
AAA exercises supervision and control over their operations through the 
setting of standards with which all clubs must comply. AAA and its 
affiliated clubs render a variety of services to motor vehicle owners, includ- 
ing, emergency road services, travel counseling and information services, 
bail bond services in the event of auto accidents, cash bond services on 
damages involving motor vehicle laws, procurement of individual auto- 
mobile and travel accident insurance, and promoting, in cooperation with 
law enforcement agencies and state highway departments, safety measures 
for motorists and pedestrians. In addition, AAA and its affiliated clubs, 
inspect service stations, hotels, motels, restaurants, and garages, and 
publish a list, for the benefit of its members, of such establishments which 
meet prescribed standards. AAA’s services are well-known by its trade- 
mark consisting of the letters aaa enclosed in a double oval design, with 





7. Sec. 14(d) provides for the cancellation of a certification mark at any time on 
the ground that the registrant does not control, or is not able legitimately to exercise 
control over, the use of such mark, or engages in the production or marketing of any 
goods or services to which the mark is applied, or permits the use of such mark for 
other purposes than as a certification mark, or discriminately refuses to certify or to 
continue to certify the goods or services of any person who maintains the standards 
or conditions which such mark certifies. 

8. Applicant has also requested affirmative relief by way of cancellation of AaA’s 
pleaded Reg. No. 547,321, but since such request was not accompanied by the fee 
prescribed by Sec. 14 of the Act, it is hereby stricken. See: Jet-Pak, Inc. v. United 
States Plywood Corporation, 124 USPQ 385 (TT&A Bd., 1960); affirmed, 125 USPQ 
491 (Comr., 1960). 
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the letters and oval design frequently displayed in the color blue; and it is 
commonly referred to as AAA, the three A’s and the triple A. This mark 
appears on all of AAA’s badges, signs, letterheads, and upon all of its 
literature and publications. The individual clubs are, by virtue of member- 
ship in the AAA organization, authorized to use the AAA mark in 
connection with their operations; and it is customary for such clubs to 
insert their club names within the double oval design of the mark. Hotels, 
motels, restaurants and other establishments, which have met the accepted 
standards prescribed by AAA and its member clubs, are authorized to 
display at their establishments, the aaa mark with such wording as 
“Approved”, “Official”, “Emergency Service”, and the like, within the 
oval design. At times, the names of local clubs may also appear on the 
signs displayed at these establishments. 

CSAA, affiliated with AAA since 1908, is a non-stock, non-profit 
organization of motorists residing in the forty-five northern counties of 
the State of California and in the State of Nevada. Residents of the area 
in which CSAA operates have to join CSAA to secure AAA membership. 
CSAA, in conformity with standards prescribed by AAA, renders the usual 
automobile association services to motorists within its territory, whether 
they be its members or members of other clubs affiliated with AAA. It has, 
since at least as early as 1927, used the mark, as shown above, in connection 
with its services, on all of its publications and literature, and on signs 
which it distributes to hotels, motels, service stations, garages, and the 
like, within its area, meeting standards prescribed by AAA. CSAA’s mark 
has been displayed in many colors, including blue and white. 

Applicant, a corporation of the State of North Carolina, like AAA, is 
an automobile association composed of about three hundred thousand 
individual members belonging to affiliated clubs located throughout thirteen 
southern and southwestern states. Applicant and its affiliates render ser- 
vices to its members similar to those rendered by AAA and its California 
affiliate; and have since February, 1954 used the mark sought to be regis- 
tered in connection with such services and on all of their literature and 
publications. Additionally, applicant’s local clubs are authorized to use 
their individual names in place of the word NATIONAL appearing on the 
mark. Hotels, motor courts, service stations, restaurants, and other service 
establishments meeting the requirements or standards of applicant may also 
display the mark in question on their premises. 

Considering first the notices of opposition, there can be no doubt from 
the record that the mark aaa within an oval design has, since long prior 
to the adoption and use by applicant of the mark it seeks to register herein, 
been exceedingly well-known to motorists and other members of the general 
public as an indication of origin for services rendered by AAA and its 
affiliated clubs; and that CSAA’s emblem or mark including the aaa mark 
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is likewise well-known within its area. The only question for determination 
is whether or not applicant’s mark so resembles AAA’s mark and/or 
CSAA’s mark, as to be likely, when applied to identical services, to cause 
confusion, mistake or deception of the motoring public. 

It is applicant’s contention that this question has been already deter- 
mined in its favor by the Commissioner in another proceeding involving 
the parties hereto, American Automobile Association v. National Auto- 
mobile Association, Inc., 114 USPQ 81 (47 TMR 1287) (Comr., 1957); 
and that this decision is res judicata herein. 

In this prior proceeding, applicant sought to register the following 
mark for the usual automobile association services. 


Registration was opposed by AAA alleging prior use of its mark com- 


prising the letters AAA within an oval design for similar services. The 
Commissioner dismissed the opposition, quoting the following from the 
decision in American Automobile Association v. World Automobile Asso- 
ciation, Inc., 110 USPQ 365 (46 TMR 1301) (Comr., 1956) : 


“As used by both parties the letters aa in fact mean ‘Automobile 
Association’ and in their respective settings each would convey that 
meaning. It is self-evident that any automobile association may call 
itself an automobile association, and it may abbreviate the words to 
AA so long as the letters are used in a context, or setting, or combina- 
tion which is dissimilar from opposer’s mark as to avoid likelihood of 
confusion, mistake or deception” ; 


and holding that (114 USPQ at 82, 47 TMR at 1289) : 


“Tt is believed that this applicant is using, and has presented for 
registration, the abbreviation Aa in a context, setting and combination 
which is sufficiently dissimilar from opposer’s mark as to avoid likeli- 
hood of confusion, mistake or deception.” 


Commissioner then proceeded to make the following statement: 


“The second question is whether or not applicant’s mark so re- 
sembles a composite mark used by the opposer’s affiliated California 
State association on its magazines as to be likely to cause confusion, 
mistake or deception. Aside from the fact that there does not appear 
to be any likelihood of confusion where the manner of use of the 
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marks and the readership of the magazines are considered, there is 
nothing in the record which shows any such relationship between 
opposer and its affiliate as to authorize opposer to act for and on behalf 
of such affiliate in opposing the registration here sought.” 


While this prior decision is conclusive as between AAA and applicant 
as to the latter’s right to register the mark involved therein, it is not, how- 
ever, conclusive as to CSAA, which was not a party to said proceeding. 
Moreover, the mark applicant is presently seeking to register is distinctly 
different from the mark involved in the prior application in that the letters 
NAA have been substituted for NATIONAL AA within the diamond shaped 
design and that applicant is claiming the color blue as a feature of its 
mark. In view of these changes, the question to be determined herein is 
different from that involved in the other proceeding; and hence the 
doctrine of res judicata is inapplicable herein. 

Turning to a consideration of applicant’s mark and the respective 
marks of AAA and CSAA, it is apparent that the similarities between them 
extend beyond merely the letters aA, which in their respective settings carry 
the meaning “Automobile Association”. Applicant displays the letters 
NAA in a style of lettering similar to the letters aaa in the marks of both 
opposers; applicant displays the letters NAA, with the central letter “A” 
in a size larger and more pronounced than the other letters, a manner of 
display identical to that long used by opposers in featuring the letters AAA 
in their marks; applicant displays the letters Naa in the color blue, a color 
frequently used by both opposers as a distinctive feature of their marks; 
and applicant’s diamond shaped design is substantially identical to that 
comprising a prominent feature of CSAA’s mark. In view of these simi- 
larities, it is believed that applicant is now seeking to register the letters 
aA “in a context, or setting, or combination” which so resembles both AAA’s 
mark and CSAA’s mark that motorists familiar with the respective marks 
of opposers, driving by motels, hotels, or the like displaying applicant’s 
mark are likely to mistakenly assume that such establishments are spon- 
sored or approved by, or in some way connected with AAA and/or CSAA. 

As to applicant’s counterclaim, it is applicant’s contention (a) that 
AAA has discriminately refused to certify or continue to certify the 
services of certain of applicant’s customers, agents and affiliates, which 
maintain the standards and conditions which said mark certifies, in an 
effort to intimidate and cause such persons from continuing to purchase 
applicant’s services or to be affiliated with applicant, and (b) that AAA 
in addition to using the mark, shown in the registration sought to be 
eanceled, to certify services rendered by hotels, motels, restaurants, and 
other service organizations meeting its standards, also uses the mark in 
connection with such services as rating tourists accommodations, dissemi- 
nating travel information and the like. 
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With regard to (a), Section 14(d) of the Statute contemplates that 
an action thereunder be brought by a person who has been or will be 
damaged by the actions complained of. In the present case, it seems clear 
that such persons would be the motels, hotels, restaurants or other estab- 
lishments, which have been refused certification by AAA after meeting the 
prescribed standards or conditions. The type of “damage” alleged by 
applicant is merely that resulting from the competition that exists between 
applicant and AAA or between any two concerns rendering similar services 
within the same territory; and such “damage” cannot serve as a ground 
for cancellation under this section of the Statute. Referring to (b), ap- 
plicant has not alleged nor has it been shown that it has been or could 
be damaged by AAA’s asserted use of the certification mark as a service 
mark. 

DECISION 


The notices of opposition are sustained; applicant’s counterclaim is 
dismissed ; and registration to applicant in each application is refused. 


ee 








PART Ill 





NISSEN TRAMPOLINE COMPANY v. INTERNATIONAL 
TRAM-PO-LINE MANUFACTURERS, INC. 


No. 60-C-843-—D. C., E. D. N. Y.—Nov. 18, 1960 — 127 USPQ 449 


500.58a—COURTS—SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 
INJUNCTION 
700.1—EFFECT OF REGISTRATION—IN GENERAL 


Although mere registration does not justify issuance of preliminary 
injunction, strong probability that registered mark TRAMPOLINE has ac- 
quired secondary meaning warrants issuance of such an order. 





BLISSCRAFT OF HOLLYWOOD v. UNITED PLASTIC COMPANY et al. 
No. 130-31 —D. C., S. D. N. Y.—Nov. 25, 1960 —127 USPQ 452 


500.19—COURTS—BASIS OF RELIEF—DESCRIPTIVE AND GENERIC MARKS 


POLY PITCHER held merely descriptive of polyethylene pitchers. 





LINCOLN CENTER FOR THE PERFORMING ARTS, INC. v. LINCOLN 
CENTER CLASSICS, RECORD SOCIETY, INC., et al. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co.— Nov. 18, 1960 
— 127 USPQ 467 


500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 
NAMES 
800.61—OTHER STATUTES—STATE STATUTES—IN GENERAL 


Respondent’s knowing and intentional adoption of name LINCOLN 
CENTER CLASSICS RECORD SOCIETY, INC. entitles petitioner, LINCOLN CENTER 
FOR THE PERFORMING ARTS, INC., to injunction under New York Penal Code. 





DELMONICO HOTEL CORPORATION v. DELMONICO DELICATESSEN, INC. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co. —Nov. 24, 1960 
— 127 USPQ 470 


500.32b—COURTS—BASIS OF RELIEF—NAMES—CORPORATE AND TRADE 
NAMES 
800.61—OTHER STATUTES—STATE STATUTES—IN GENERAL 


Similarity between DELMONICO HOTEL CORPORATION and DELMONICO DELI- 
CATESSEN, INC. is not sufficient to justify issuance of preliminary restrain- 
ing order under New York Penal Code. 
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LEVER BROTHERS COMPANY v. PRODUCERS CHEMICAL SERVICE 
(PETROLEUM SPECIALTY COMPANY, assignee substituted) 


Appl. No. 6565 — CCPA —Nov. 17, 1960 — 128 USPQ 7 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—CONFUSINGLY SIMILAR MARKS 
200.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SIMILARITY OF GOODS 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
sHuUX (Applicant) for toilet, laundry and industrial cleaners in the form 
of liquids, solids, pastes, and powders. 


LUx (Opposer) for soap flakes, toilet soap and liquid detergents. 


Opposition dismissed. The two products are alike only in that they 
remove dirt; they are intended for different purposes and generally reach 
different markets. Further, applicant’s mark is an obvious misspelling of 
the word “shucks”, and as such has its own definite and distinctive mean- 
ings which, in the mind of a potential purchaser, would clearly distinguish 
it from the word Lux. There is no likelihood of confusion. 

Case below reported at 50 TMR 213. 


FLOTILL PRODUCTS, INCORPORATED v. GAMBRELL, doing business as 
FLORIDA PRODUCTS COMPANY 


Tm. Bd. — Sept. 2, 1960— 126 USPQ 519 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
RED RIPE (Petitioner) for canned tomatoes and tomato products. 


FLORIDA RED RIPE (Registrant) for canned tomatoes. 


Petition for cancellation granted. The predominant part of respon- 
dent’s mark is the same as petitioner’s mark, and there is no question that 
the respondent’s mark so resembles petitioner's mark as to be likely, 
when applied to the goods, to cause confusion. 


100.53—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
ACT OF 1946—SEC. 23 
Where registrant on the Supplemental Register did not have the 
exclusive use of its trademark during the year preceding the filing of 
the application, registrant was not entitled to register its mark at the 
time it filed its application, and the registration would be canceled. 
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THE ZELL PRODUCTS CORPORATION v. ZELL ELECTRIC 
MANUFACTURING CO., INC. 


Tm. Bd. — Sept. 2, 1960 — 126 USPQ 520 


300.13b—REGISTRATION PROCEDURE (INTER PARTES)—INTERFERENCE— 
PLEADING AND PRACTICE—EVIDENCE 


Although senior party in trademark interference had made technical 
trademark use of ZELu for electrical goods before junior party made tech- 
nical trademark use of the same mark for electronic goods, the junior 
party established use of the mark as a trade name long before the senior 
party began manufacturing electrical goods. The junior parties’ rights 
are therefore superior. 





ATSONS PRODUCTS CORPORATION v. M & B HEADWEAR 
COMPANY, INCORPORATED 


Tm. Bd. — Sept. 2, 1960— 126 USPQ 521 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

SIZE-O-MATIC (Applicant) for hats and caps for men and boys. 

SIZE-A-MATIc (Opposer) for continuous strip material sold in roll form for 
use as sweatbands in hats and caps. 


Opposition sustained. Although the products of the parties move in 
different channels of trade, the ultimate purchaser would encounter the 
marks of both parties and would be reasonably likely to assume that the 
caps of applicant originated with opposer. 





NEW ENGLAND PROVISION CO., INC. v. ENGELHORN PACKING CO. 
Tm. Bd. — Sept. 2, 1960 —126 USPQ 522 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
EPCO (Registrant) for sliced bacon, frankfurters, bologna and sausage. 


NEPCO (Petitioner) for frankfurters, beef and pork sausage, meat loaf, 
salami, bologna and liver pudding. 


Petition to cancel granted. NEPCO and Epco differ in spelling only as 
to a single letter, and they are practically indistinguishable when spoken. 
The resemblances between the marks are likely to cause confusion. 


300.13e—REGISTRATION PROCEDURE (INTER PARTES)—INTERFERENCE— 
PLEADING AND PRACTICE—DEFENSES 


Petitioner’s delay of less than 22 months in bringing cancellation pro- 
ceeding was not so unreasonable as to disentitle it to the relief sought. 








Vol. 51 TMR 





NATIONAL KAOLIN PRODUCTS CO. v. HAGAN 
CHEMICALS & CONTROLS, INC. 


Tm. Bd. — Sept. 2, 1960 —126 USPQ 524 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

oRBIT (Applicant) for liquid and dry powdered detergents. 

ORBIT and design (Opposer) for chemical preparation which absorbs mois- 
ture, grease and odors. 


Opposition sustained. Opposer is the prior user of the word oRBIT 
and although the respective products of the parties are different, both are 
intended for general household purposes and are ordinarily sold through 
the same trade channels to the same purchasers. 


IN RE AUTOMATIC CANTEEN COMPANY OF AMERICA 
Tm. Bd. — Sept. 9, 1960— 126 USPQ 525 


200.36a—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
TRADEMARK USE—IN GENERAL 


Where applicant both operates, sells and/or leases vending machines 
and sells the supplies therefor, the words COMPLETE VENDING SERVICE serve 
to advertise applicant’s combined activities, and the inclusion of these 


words as a portion of the mark would not preclude it from functioning 
as a trademark for its goods. 


IN RE CONTINENTAL CAN COMPANY, INC. 
Tm. Bd. — Sept. 9, 1960-— 126 USPQ 526 


200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 
DESCRIPTIVE AND GENERIC MARKS 


Although twist orr for closure caps for containers such as bottles 
and jars, possesses an obvious descriptive significance, there is nothing in 
the record to indicate that anyone else has used Twist OFF to describe 
closures of the type applicant seeks to register, and in view of the nature 
and extent of applicant’s use of TWIST OFF, it’s concluded in the limited 
field of trade to which the goods pertain, TWIST OFF has acquired a sec- 
ondary meaning as an indication of origin of applicant’s goods and refusal 
of registration is overruled. 
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M. A. FERST, LIMITED v. HAERR 
Tm. Bd. — Sept. 9, 1960 —126 USPQ 527 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
PERMA MARK (Applicant) for laundry marking pen. 


PERMAGRIP (Opposer) for wood cased pencils and pencil leads. 


Opposition dismissed. Considering the suggestive nature of the term 
PERMA as applied to the goods of the parties, it is concluded that the dif- 
ferences in the marks and the goods are such as to obviate any reasonable 


likelihood of confusion. 


300.23dA—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION— 
PLEADING AND PRACTICE—EVIDENCE 
Opposer introduced no testimony of its use of its mark PERMAGRIP, 
however, opposer’s registration of the mark, of which the right to use has 
become incontestable, is sufficient to establish opposer’s prior use of its 


mark. 








MINNESOTA MINING AND MANUFACTURING COMPANY v. 
STERLING PRODUCTS CO., INC. 


Tm. Bd. — Sept. 28, 1960 —127 USPQ 83 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
SCOTTIE PAK (Applicant) for plastic travel and storage bags. 


scoTcH (Opposer) for a wide variety of products for general and/or in- 
dustrial use including tape and plastic sheet material. 


Opposition dismissed. Since the products of the parties differ both 
as to their character and use, it is concluded that applicant’s mark does 
not so resemble any of opposer’s marks as to be likely to cause confusion. 





THE CONDE NAST PUBLICATIONS, INC. v. SWANN, doing business as 
DAMON J. SWANN ADVERTISING AGENCY 


Tm. Bd. — Sept. 28, 1960 -— 127 USPQ 85 


400.3—-CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


HOUSE OF IDEAS (Applicant) for advertising services, namely, furnishing 
advertising copy and designs to clients. 


HOUSE & GARDENS (Opposer) for monthly magazine. 
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Opposition dismissed. Opposer has failed to establish that HoUSE oF 


IDEAS is a merely descriptive term as applied to applicant’s services, or 
that it would in any event be damaged by applicant’s registration thereof. 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE—EVIDENCE 


The mere threat of a suit does not constitute legal damage and to 


establish probable damage by the registration of a merely descriptive 


term, it must be shown that plaintiff is in a position to use the term to 
describe the goods or services identical with those of defendant. 


MOTO-MOWER, INC. v. STABNAU 
Tm. Bd. — Sept. 28, 1960— 127 USPQ 86 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


ROTO-KLEEN (Applicant) for attachment for cleaning rotary type lawn 
mowers. 


ROTO-MOWER (Opposer) for lawn mowers and ROTO-RIDE for power driven 
lawn mowers. 


Opposition dismissed. Considering the highly suggestive nature of 
the term ROTO as applied to rotary type lawn mowers and attachments, and 
the difference between the parties’ marks, it is concluded that confusion 
is not reasonably likely to occur. 


IN RE GENERAL AMERICAN TRANSPORTATION CORPORATION 
Tm. Bd. — Sept. 28, 1960— 127 USPQ 87 


200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
DESCRIPTIVE AND GENERIC MARKS 


NO DAMAGE and design for services of leasing freight cars, advising 
and counseling on loading of freight cars, locating and positioning of 
freight cars, and investigation of freight car loading practices, held un- 
registrable since shippers would take the words at their ordinary meaning 
rather than as a means to distinguish applicant’s services. 
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GAVEL CLUB v. TOASTMASTERS INTERNATIONAL 
Tm. Bd. — Sept. 29, 1960 —127 USPQ 88 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
GAVEL CLUBS, an affiliate of Toastmasters (Applicant) for a collective mark 
to indicate membership in clubs affiliated with applicant. 


GAVEL CLUB (Opposer) for an unincorporated association. 


Opposition sustained. Persons familiar with opposer club might asso- 
ciate it with applicant, and since there is no direct relationship between 


applicant and opposer, such association would be false. 





ELMER CANDY CO., INC. v. REGINA NUT PRODUCTS CORP. 
Tm. Bd. — Nov. 14, 1960 —127 USPQ 386 


PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
CONFUSINGLY SIMILAR MARKS 
PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 


—~SIMILARITY OF GOODS 
400.2—_CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


200.56 


» rf 
200.70 


CHEE CHEE (Applicant) for packed, prepared ceci and fava beans. 


CHEE-WEES (Opposer) for cheese coated corn food products. 


Opposition sustained. The products of both parties are snack foods, 
sold to the same class of consumers through the same outlets. Persons 
purchasing opposer’s products may wel! refer to them as CHEE-WEES 
alone without regard to any house mark, and under these circumstances, 
the two marks are so similar in both sound and appearance as to be likely 


to cause confusion of purchasers. 





ZEON v. SUPA-LITE DISPLAYS, INC. 
Tm. Bd. — Nov. 14, 1960— 127 USPQ 387 


-PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
CONFUSINGLY SIMILAR MARKS 
200.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SIMILARITY OF GOODS 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


200.56 


SEON (Applicant) for illuminated fluorescent display signs. 


ZEON (Opposer) for electric lighting fixtures, electric display signs, ete. 
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Opposition sustained. The goods of the parties are identical in kind, 
and the two marks are virtually indistinguishable in sound and appear 
ance. Under such circumstances, it is concluded that there is a likelihood 


of confusion, or mistake, or deception of purchasers 


AMERICAN HOME PRODUCTS CORPORATION v. 
CARRTONE LABORATORIES, INC. 


Tm. Bd. — Nov. 14, 1960—127 USPQ 388 


PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER P 
CONFUSINGLY SIMILAR MARKS 
PATENT OFFICE PROCEEDINGS—REGISTRABILIT Y—PACKAGES 
AND CONFIGURATIONS 
100.2—CONFUSING SIMILARITY—CONTUSINGLY SIMILAR MARKS 
PRELACAPS (Applicant) for a dietary supplement in pregnancies and 
lactation. 


PRELAFAL (Opposer) for a dietary supplement in dosage form comprising 


vitamins and minerals. 


Opposition sustained. The goods of the parties are almost identical 
and are sold through the same channels. Although physicians and drug 
gists may be able to readily distinguish between the two marks, the goods 
are sold over the counter and the marks are so similar as to cause con- 
fusion to the average purchaser. Any differences in color, shape and pack- 
aging of the products is of no consequence where, as here, the sole ques 


tion is likelihood of confusion. 


IN RE ALLIED PUBLISHERS, INC. 
Tm. Bd. — Nov. 14, 1960 —127 USPQ 389 


200.36d—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 
TRADEMARK USE—NO TRADEMARK USE 


Registration refused. Use of the word BRIEFHAND on textbooks and 
materials for teaching of the briefhand system of shorthand is not a trade- 


mark use intended to indicate the origin of the materials, but rather merely 


indicates or describes the purpose for which the books are intended. 


I 
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NAPOLI RESTAURANT, INC. v. PIZZA FROZEN FOODS, INC. 
Tm. Bd. — Nov. 14, 1960 —127 USPQ 390 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—CONFUSINGLY SIMILAR MARKS 

200.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SIMILARITY OF GOODS 

400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


Luial’s (Applicant) for frozen Italian-Style foods such as pizza. 
LuIcI’s (Opposer) for canned pizza and spaghetti sauces. 

Opposition sustained. The marks are identical, and opposer’s priority 
established. Applicant’s arguments that the goods are readily distinguish- 
able because applicant’s products are frozen while opposer’s are canned 
are rejected; the products are sold through the same retail channels and 
confusion is almost inevitable in view of the similarity of the goods and 


identity of the marks. 


S.A.R.L. J. THIRIEZ PERE & FILS & CARTIER-BRESSON v. 


TALBOTT KNITTING MILLS, INC. 
Tm. Bd. — Nov. 29, 1960—127 USPQ 458 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


TURINO (Applicant) for yarn. 


TUBINO (Opposer) for yarn and thread. 
Opposition sustained. Marks are substantially similar in sound and 


in appearance. 


CITIES SERVICE OIL COMPANY v. A. W. CHESTERTON COMPANY 
Tm. Bd. — Nov. 29, 1960— 127 USPQ 459 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


pes (Applicant) for cutting oil. 
pc (Opposer) for lubricating oils. 


Opposition sustained. Although specifically different, goods are to be 
found in line of single manufacturer; marks being arbitrary, confusion 


as to source is likely. 
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MACHINERY ELECTRIFICATION, INC. v. AMERICAN ELECTRONICS, INC. 
Tm. Bd. — Nov. 29, 1960 —127 USPQ 46] 


400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


MEK-A-TAPE, MEK-A-SPLICE and MEK-A-PUNCH (Applicant) for mechanical 
tape punching machines and splicing equipment. 
MEK (Opposer) for electronic equipment including electronic tape controls. 


Opposition dismissed. Board found no evidence that such goods are 


related in any way. 


JOHNSON & JOHNSON v. VEON CHEMICAL CORP. 
Tm. Bd. — Nov. 30, 1960 —127 USPQ 462 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
400.4—CONFUSING SIMILARITY—CLASS OF GOODS 


PERMA LINE (Applicant) for thermoplastic road marking compound. 
PERMACEL (Opposer) for adhesives and tapes including marking tapes. 


Opposition dismissed. Although goods might well be supposed to 
emanate from a common source, the differences between the marks obviate 
any reasonable likelihood of confusion. 


ARNOLD, SCHWINN & CO. v. EVANS PRODUCTS COMPANY 
Tm. Bd. — Dec. 19, 1960— 128 USPQ 10 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—CONFUSINGLY SIMILAR MARKS 

200.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SIMILARITY OF GOODS 

200.73—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SYMBOLS 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
EVANS (Applicant) for wheeled toys such as tricycles and trailers. 
SCHWINN (Opposer) for bicycles. 


Opposition dismissed. The two words are vastly different, and taken 
alone would present no problem. However both are displayed in a cruci- 
form arrangement within a circle, and the products of both parties reach 
the same consumers through the same outlets. Despite these facts though, 
there is no likelihood of confusion, and accordingly the opposition is 
dismissed. 

Dissent by Waldstreicher; he would sustain the opposition on the 
ground of confusing similarity. 
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IN RE THE FLINTKOTE COMPANY 
Tm. Bd. — Dec. 19, 1960— 128 USPQ 12 


36—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
TRADEMARK USE 

Registration granted. Applicant’s use of the mark SYLVAN WHITE is 
not merely a designation of the color of the decorative insulation tile sold 
by applicant; it is used to designate a particular pattern of tile, and as 
such is a trademark use. On appeal, the board may consider only those 
grounds of rejection which were urged by the examiner below, and there- 
fore the refusal of registration must be overruled. 


IN RE PEVELY DAIRY COMPANY 
Tm. Bd. — Dec. 19, 1960 —128 USPQ 13 


200.32—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
SLOGANS 


egistration granted. efusal of registration of the slogan scoo 
Registrat granted. Refusal of registrat f tl los SCOOP 
OF THE MONTH, on the ground that it is incapable of distinguishing appli- 
eant’s goods, is reversed. Section 23 of the Trademark Act of 1946 spe- 


cifically provides for the registration of slogans on the Supplemental 
Register, and applicant has used the mark in a way that “bestows upon 
it some degree of originality in connection with applicant’s product.” There- 
fore it is capable of distinguishing applicant’s goods and is registrable. 


CLA-VAL CO. v. MELNOR INDUSTRIES, INC. 
Tm. Bd. — Dec. 19, 1960 —128 USPQ 14 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES 
CONFUSINGLY SIMILAR MARKS 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


AQUA-DIAL (Respondent) for a device to control spray emitted from oscil- 
lating lawn sprinklers. 
AQUA DIAL (Petitioner) for lawn sprinkling apparatus and controls therefor. 


Cancellation granted. The two marks are identical, and the products 
of the parties are nearly identical and are sold in the same stores. The 
likelihood of confusion under these circumstances is apparent, petitioner 
has established priority, so the cancellation is granted. 
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IN RE ROGERS INDUSTRIES, INC., by change of name from 
WINTER SEAL CORPORATION 


Tm. Bd. — Dec. 19, 1960 — 128 USPQ 15 


200.16—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
CONFUSINGLY SIMILAR MARKS 

200.34—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)— 
SUGGESTIVE MARKS 

400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


TILT-LINE (Applicant) for aluminum combination windows. 
TILT-O-LITE (Prior Registration) for aluminum storm windows. 


Registration refused. Storm windows and combination windows are 
closely related goods, likely to be confused if sold under the same or 
similar marks. While it may be true, as applicant contends, that the 
prefix TILT is highly suggestive, it still may not be disregarded when 
considering likelihood of confusion since the marks must be considered 
in their entirety. So considered the marks are likely to cause confusion 
and accordingly registration is refused. 

Waldstreicher, dissenting—would grant the registration because the 
two marks create wholly different impressions. 


IN RE KOSUGI SANGYO KABUSHIKI KAISHA 
Tm. Bd. — Dec. 19, 1960-— 128 USPQ 16 


200.16—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
CONFUSINGLY SIMILAR MARKS 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


GRACE (Applicant) for sweaters, gloves, hoods, caps and headwears. 
LADE GRACE (Prior Registration) for hosiery and knitted underwear. 


Registration refused. GRACE is an essential, if not the dominant feature 
of the registered mark LADY GRACE, and in view of the similarity of the 
products involved, there is a reasonable likelihood of confusion in the trade. 
Accordingly, registration is refused. 
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G., H. & E. FREYDBERG, INC. v. SHANNON MFG. CO. 
Tm. Bd. — Dec. 19, 1960 —128 USPQ 17 


200.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SIMILARITY OF GOODS 
300.23d—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND 
PRACTICE—EVIDENCE 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


MARY JANE (Applicant) for maternity girdles, garter belts, garter panties 

and panties. 

MARY JANE (Opposer) for children’s dresses, dolls and doll’s dresses. 
Opposition dismissed. Since opposer took no testimony, he is restricted 

to his filing dates as dates of use; the dates of registration for dolls and 

doll’s dresses are too late, so those registrations aren’t considered. As 

between children’s dresses and women’s undegarments, these are different. 


They are sold in different departments of stores under entirely different 
circumstances—there is no likelihood of confusion. 


NOPCO CHEMICAL COMPANY v. DYNAMIC INDUSTRIES, INC. 
Tm. Bd. — Dec. 19, 1960 —128 USPQ 18 


200.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SIMILARITY OF GOODS 


vITEX (Applicant) for fertilizers. 
VITEX (Opposer) for fat-soluble vitamin concentrates. 


Opposition dismissed. The products of the parties are so widely dis- 
similar that there is no reasonable likelihood of confusion. 


MAIZE INDUSTRIES v. THE HOLLOWAY TRUST 
Tm. Bd. — Dec. 19, 1960— 128 USPQ 19 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—CONFUSINGLY SIMILAR MARKS 
200.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
SIMILARITY OF GOODS 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


CORNNIPsS (Applicant) for toasted corn kernels. 
KOR-NIKS (Opposer) for a flavored corn chip product. 


Opposition sustained. The products of both parties are snack foods 
directed to the same markets through the same channels. Although the 
words CORN and KORN are lacking in distinctiveness when applied to corn 
products, the marks, when considered in their entireties, are confusingly 
similar. Opposer has established priority so the opposition is sustained. 
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IN RE IWASAKI 


Tm. Bd. — Dec. 19, 1960-— 128 USPQ 20 
200.36d—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)- 
TRADEMARK USE—NO TRADEMARK USE 
Applicant’s use of JAPAN FOLK CRAFT in connection with its pottery, 
dinnerware, etc., is merely descriptive of the products and is not a trade- 
mark use. Accordingly registration is denied. 





G. D. SEARLE & CO. v. CARRTONE LABORATORIES, INC. 
Tm. Bd. — Dec. 19, 1960 —128 USPQ 20 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
CONFUSINGLY SIMILAR MARKS 
100.3,—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


o 


ANTIME (Applicant) for a remedy for the treatment of angina pectoris. 
BANTHINE (Opposer) for a medical agent for the treatment of abnormal 
conditions of the gastro-intestinal system. 


Opposition dismissed. Although the products of the parties are both 
pharmaceutical products and are of such a character that the use of one 
in particular situation where the other is prescribed could have dangerous 
effects, the differences in sound and appearance between the marks are 
such that pharmacists and medical personnel are not likely to be confused. 

Dissent by Leach, would sustain the opposition on the ground of 


confusing similarity. 





G. D. SEARLE & CO. v. CARRTONE LABORATORIES, INC. 
Tm. Bd. — Dec. 19, 1960 —128 USPQ 22 


200.56—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—CONFUSINGLY SIMILAR MARKS 

400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

BARTIME (Applicant) for a medical and pharmaceutical product, namely, 
an anti-spasmodic for the treatment of pylorospasm, nausea, vomiting, 
eolic and enuresis. 

BANTHINE (Opposer) for a medical agent for the treatment of abnormal 
conditions of the gastro-intestinal system. 


Opposition sustained. Inasmuch as these marks are both for pre- 
scription products, the appearance and sound of the marks are of great 
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importance for there would be occasion for writing the marks and the 
products may be prescribed over the telephone. These two marks are 
sufficiently similar that there is a reasonable likelihood of confusion under 


these circumstances. 


IN RE ENCINO ENGINEERING 
Tm. Bd. — Dec. 19, 1960— 128 USPQ 23 


200.16—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE 
CONFUSINGLY SIMILAR MARKS 
400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


ASTRONAR (Applicant) for telephoto lenses. 
ASTRO (Prior Registration) for photographic lenses. 

Registration refused. The products of applicant are the same as those 
of the prior registrant. ASTRO is a prominent and significant feature of 
applicant’s mark, and the addition to this of the suffix Nar is not believed 
to be sufficient to obviate the likelihood of confusion in the trade with 
ASTRO per se. Accordingly, registration is refused. 


RN 
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